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SPECIAL.’ SERVICES 
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of the staff’s time are involved. 
These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
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PART I 


THE “PATENT” CLAUSES OF THE LANHAM ACT 
By Abraham S. Greenberg* 


This study seeks to present the legal and legislative background of the so-called “patent” 
clauses of the Lanham Act. These clauses appear in Sections 14 (c) and 15 (4) of the Trade- 
Mark Act of 1946 (Public Law 489). The debate through the successive Hearings, increasing in 
intensity with the successive Bills, is followed. The “case histories” provide the legal backdrop 
for the debate. The “patent clauses” appeared in the final version of the Lanham Act as a logical 
and inevitable consequence of this background. 


Much has been written on the effect on trade-mark rights of the expiration of 
a patent covering a product, machine or process identified by the trade-mark." As 
will be seen at a later point, it was inevitable that the final version of the Lanham 
Act should include the essence of the so-called Singer* case rule enunciated by 
the U. S. Supreme Court at the close of the 19th century in these categorical words : 


It equally follows from the cessation of the monopoly and the falling of the patented 
device into the domain of things public that along with the public ownership of the device 
there must also necessarily pass to the public the generic designation of the thing which 
has arisen during the monopoly. (Italics author’s.) 


Examining the Lanham Act, it is found that the pertinent portion of Section 14, 
entitled “Cancelation,” is as follows: 


Any person who believes that he is or will be damaged by the registration of a mark 
on the principal register established by this Act, or under the Act of March 3, 1881 or the 
Act of February 20, 1905, may upon the payment of the prescribed fee, apply to cancel said 
registration—(a) within five years from the date of the registration of the mark under 
this Act; or . . . . (c) at any time if the registered mark becomes the common descrip- 
tive name of an article or substance on which the patent has expired. . . .* (Italics au- 
thor’s. ) 


The pertinent terminology of Section 15, the so-called “‘incontestability” sec- 
tion, follows: 


Except on a ground for which application to cancel may be filed at any time under sub- 
sections (c) and (d) of section 14 of this Act . . . . the right of the registrant to use 
such registered mark in commerce for the goods or services on or in connection with 


* Contributing Editor, Trade-Mark Reporter; Member New York and District of Columbia 
Bars. 

1. W. J. Derenberg has analyzed the scope and meaning of these clauses in “The Lanham 
Trade-Mark Act and Its Impact on the Drug Industry” [37 T.-M. R. 392], J. P. O. S., July 
1947, page 469 et seq. 

la. W. J. Derenberg in Bulletin of U. S. Trade-Mark Assoc., February 1939, pabe 33: 
“The Effect of Patent Expiration on Trade-Mark Rights” by A. S. Greenberg in 39 Bulletin 
U. S. Trade-Mark Association 3-52 (January-March 1944); J. P. O. S., August 1943; R. Call- 
mann in “The Law of Unfair Competition and Trade-Marks,” pages 954, 955, 962, 963; H. D. 
Nims in “Unfair Competition and Trade-Marks,” 4th Ed. (1947), pages 389-393, 573-593. 

2. 163 U. S. 169. 

2a. Sec. 14, also, gives the Federal Trade Commission jurisdiction to petition for cancella- 
tion of a registered trade-mark on the principal register on the ground that the mark has be- 
come the common descriptive name of a formerly patented article. 
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which such registered mark has been in continuous use for five consecutive years sub- 
sequent to the date of such registration and is still in use in commerce, shall be incon- 
testable: Provided, that . . . . (4) no incontestable right shall be acquired in a mark 
or trade-name which is the common descriptive name of an article or substance, patented 
or otherwise... . (Italics author’s.) 


A full understanding of the controversy which raged between those who urged 
the inclusion of “patent” clauses and those who contended that such language was 
unnecessary, can only be derived from a consideration of the following provision 
in the definition of “abandonment” in Section 45.* * 


(b) When any course of conduct of the registrant, including acts of omission as well 
as commission, causes the mark to lose its significance as an indication of origin. 


The First Lanham Bill (H. R. 9041) 


The legislative history of the Trade-Mark Act of 1946 is a relatively long one. 
It began actually in the 68th Congress in 1924 (S. 2679—the Ernst Bill; H. R. 
6248—the Vestal Bill). However it was not until the 75th Congress in 1938 that 
Representative Fritz G. Lanham introduced the first of a series of so-called Lanham 
Bills (H. R. 9041).° In the present study the hearings on these successive Lanham 
Bills will only be considered ; those sections of the hearings relating to the above- 
quoted subsections of the Act are particularly referred to. 

A review of the first Lanham Bill, H. R. 9041, reveals that there was nothing 
included which was pertinent to the three subsections adverted to above. During 
the hearings, which lasted four days, there was but one suggestion on the matter. 


J. H. Carnes, then Examiner of Trade-Mark Interferences, proposed that a regis- 
tered trade-mark be open to cancellation proceedings at any time if it appeared 
that the exclusive use of a mark involved restriction of trade (Hearings, page 174), 
and contended: 


New articles of manufacture which possess properties that make them sui generis are 
usually monopolized for limited periods of time either by way of (1) patent or copyright 
statutes, or (2) a trade secret. When this monopoly ends, or is approaching its end, the 
possibility of restriction in trade commences, due to the likelihood of their manufacture by 
others. Efforts are usually commenced by the possessor of a monopoly even before its 
expiration, and these may be of a direct or an indirect character, but nearly always in the 
guise of a trade-mark. It is, of course, well known that the commercial instinct of the 
average trader is very highly developed, and it has to be highly developed in order to 
succeed, with, generally speaking, much benefit to the public at large. This virtue, like 
any other in excess, may and frequently does become a vice which manifests itself in the 
form of attempts to restrict trade. In excess this instinct may then become predatory in 
its nature and operates to restrict rather than to promote trade. 


3. Sec. 14 (c) provides that if a mark has been “abandoned” it can be cancelled at any time. 

4. “Memorandum of Objections to the Amendments to H. R. 1654,” 41 Bulletin U. S. Trade- 
Mark Assoc., 123, 124. See, also, “The Lanham Trade-Mark Act” by Bartholomew Diggins 
[37 T.-M. R. 305]; reprinted from The Georgetown Law Journal, 1947, Vol. 35, No. 2. On 
pages 390, 391, 396 of the Trade-Mark Reporter there is provided a rational analysis of Secs. 
14 (c), 15 (4) and 45 (-b- under “abandonment”). See, further, “The New Trade-Mark 
Manual” by Daphne Robert, pages 36, 37 (1947). See, also, pages 96, 97, 124, 125 of 1947 
pocket insert to Vol. 2 of R. Callmann’s “The Law of Unfair Competition and Trade-Marks.” 

5. “Legislative History of The New Trade-Mark Act” by Chauncey P. Carter, Esq., 41 
Bulletin U. S. Trade-Mark Assoc., 121, 122, 123. 
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It must also be obvious that the Patent Office, at the commencement of the manufac- 
ture of a new article, ordinarily has no means of ascertaining whether it possesses proper- 
ties which make it sui generis and will in the future be so regarded by the purchasing 
public. Moreover, during the period of any legal monopoly of any such article, which in 
the case of patents is 17 years, the question is wholly academic. The experience of this 
office makes it seem desirable as a practical matter not to inquire thereinto prior to the 
expiration of any such monopoly. 


Before considering the 1939 hearing on the succeeding version of the Lanham 
Bill (H. R. 4744), it will make for more understanding if there is now considered 
the legal background provided by the pertinent decisions of the U. S. Supreme 
Court up to 1939. (It is proposed in the present study, by way of explanation, 
to illuminate and illustrate the significance of Sections 14(c), 15(4) and 45(b) by 
reference to decisions of the Federal Courts, State Courts and Patent Office tribunals, 
both ex parte and inter partes in the latter case.) 


Decisions of the U. S. Supreme Court 


Singer Mfg. Co. v. June Mfg. Co. .........46. 163 U. S. 169; 1896 C. D. 687. 

Singer Mfg. Co. v. Bent 163 U. S. 205; 1896 C. D. 711. 

The Holzapfel’s, et al. v. The Rahtzen, et al. ...183 U. S. 1; 1901 C. D. 500. 

G. & C. Merriam Co. v. Syndicate, et al. ...... 237 U. S. 618; 35 Sup. Ct. Rep. 708; [5 T.-M. 
Rep. 262 1915]. 

Kellogg Co. v. National Biscuit Co. ..........305 U. S. 111, 59 Sup. Ct. Rep. 109; 1938. 


Prior to its consideration of the Singer v. June case, the Supreme Court had 
on at least two occasions considered trade-names which had been used on products 


formerly covered by patents. For example, in 1888 it was called upon to decide 


which of two firms had the exclusive right to the expression “Goodyear Rubber’” 


in its firm name. While it appeared that the prior firm had been a licensee under 
the Goodyear patents, the court decided that neither firm had any exclusive claim. 
There was no specific reference to the relation between the expiration of the 
Goodyear patents and the status of the name “Goodyear Rubber.” Rather it was 
the descriptive and generic aspect of the name which was the basis of the holding, 
the court stating: 

But the name of “Goodyear Rubber Company” is not one capable of exclusive appro- 


priation. “Goodyear Rubber” are terms properly descriptive of well-known classes of 
goods produced by the process known as “Goodyear’s Invention.” 


Some five years later in 1893 there was presented to the court a controversy 
involving the label of a sewing-thread spool.’ One of the points at issue involved 
an embossed number of the spool-thread on the wood of the spool-head around 
the paper label. Presumably the plaintiff had owned a design patent on the feature ; 
the defendant claimed that it had a right to use the design upon the expiration of 
the patent. In its decision the court deliberately avoided the question that was 
to come up before it in the Singer case, for it stated: 


Without deciding whether if the embossed periphery had contained a word which was 
capable of being appropriated as a trade-mark, defendants could have appropriated the 


6. Goodyear’s Rubber Mfg. Co. v. Goodyear Rubber Co., 9 Sup. Ct. Rep. 166, 128 U. S. 598. 
7. Coats, et al. v. Merrick Thread, 13 Sup. Ct. Rep. 966, 149 U. S. 562. 
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same upon the expiration of their patent, it is clear that no such monopoly could be claimed 
of mere numerals. . . . The patent being, not simply for the embossed number, but 
for embossing the same upon the periphery of the spool-head, defendants were entitled, 
upon the expiration of such patent, to use them for a like purpose . . . . we think they 
have taken all the precautions which they were bound to take to prevent a fraudulent 
imposition of their thread upon the public. . . 


Before consideration of Singer v. June, it should be remembered that there was 
considerable case law established in the lower federal courts on the question involv- 
ing the effect of patent expiration on trade-mark rights.* 

The Singer Manufacturing Company accused the defendant, June Manufac- 
turing Co., of infringing its trade-mark “Singer” as applied to sewing machines. 
The defendant did not deny using the name “Singer.” However, it defended its 
use on the ground that “Singer” had become the generic name of sewing machines 
constructed on principles protected by patents held by Singer, by license or other- 
wise, and long since expired. The evidence showed that the manufacture of Singer 
sewing machines was commenced in 1850 by J. M. Singer & Co. The business 
expanded rapidly, because it was well protected by basic patent rights. 

A brief survey of the patent situation will be interesting. Singer was licensed 
under the basic Howe patent which, until its expiration in 1867, covered the use 
of an eye-pointed needle in combination with a shuttle and automatic feed. The 
company further owned a basic patent (Bachelder) until 1877 which covered the 
principle of a continuous feed. It, also, owned rights in a Wilson patent for a 
feeding bar. Nearly 100 other patents relating to sewing machine mechanisms 
and attachments were owned or controlled by the Singer organization. All the 
patented inventions owned or controlled by the Singer Company were not all used 


8. See, for example, Filley v. Child, S. D. N. Y. 1879 C. D. 516; 16 O. G. 261, wherein the 
trade-mark “Charter Oak” had been used on a patent stove. After expiration of the patent the 
defendant insisted that he had a right to sell the stove under that particular name. Actually, 
the decision was based on acquiescence by the plaintiff in defendant’s use of the trade-mark 
during the entire life of the patent. Singer v. Stannage, 6 Fed. 279, 1881, and Singer v. Riley, 
11 Fed. 706, 1882, both held that the name “Singer” had become public property on the expiration 
of the basic patents on the Singer Sewing Machine. Wilcox and Gibbs, et al. v. Frame, S. D. 
N. Y. 1883 C. D. 409, 24 O. G. 1272, held that the owner of mechanical and design patents on 
the unique shape of the frame of a sewing machine could not assert any trade-mark rights to 
such unique appearance after the expiration of the patents, since calling the frame shape a trade- 
mark would continue the monopoly indefinitely, when under the law the monopoly had actually 
expired. Lorillard, et al. v. Pride, N. D. Ill. 1886 C. D. 386, 36 O. G. 1150, involved a situation 
where the patent owner sought to secure exclusive right to the words “Tin Tag” applied to a 
plug tobacco carrying a tin tag. The plaintiff never actually used the words “tin tag,” and it was 
held that expiration of the patent opened up to the public the right to use the tin tag itself, 
and in addition the words “tin tag” were actually given to the patented article by the public 
during the life of the patent. Gally v. Colt’s, et al., 1887 C. D. 560, 41 O. G. 560, held that the 
name “Universal” used on a patented press was open to any manufacturer after expiration of the 
patents. In this case it appeared that different manufacturers made the press for the patentee 
or his licensees, and the name “Universal” was stamped on each press as well as the name of the 
manufacturer. That the doctrine was considered applicable to copyrighted books was developed 
in the group of G. & C. Merriam cases, 43 Fed. 450; 47 Fed. 411, 49 Fed. 944. In this group 
of early cases, it was held that the name “Webster’s Dictionary” became public property with 
the expiration of the copyright on the “Unabridged” 1847 Edition. See, also, Brill v. Singer 
7 1877) O. G. 127; Singer v. Larsen, 8 Bliss 151 (1878) ; Fairbanks v. Jacobus, 14 Blatchf. 
337 (1877). 

Reference is also made to a later section of this paper for State Court and ex parte Patent 
Office decisions rendered prior to the Singer decision. 
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on every type of Singer machine. However, all Singer machines contained some 
features of some of these inventions which to some extent distinguished them from 
machines made by others of a similar class. 

It appeared that some of the machines made by the Singer Company before 
the expiration of the Bachelder patent, and certain others, were sporadically marked 
“Singer” unaccompanied by the corporate name. Upon the expiration of the 
Bachelder patent in 1876 the monopoly it had created ended. Prices of Singer 
machines were very materially reduced. Competitors sprang into existence. These 
quite determinedly insisted on calling their machines Singer sewing machines. 
In 1879 the company devised a unique trade-mark in order to emphasize the 
machines made by it. However, it did appear that in the development of its world- 
wide business the Singer Company constantly advertised its machines as “Singers” ; 
its agents referred to them by the same name; indeed, its reference everywhere 
were to Singer sewing machines. 

The defendant copied the form and shape of the most popular Singer house- 
hold machine, used the name “Improved Singer,” and completely failed to identify 
itself as the manufacturer. Indeed, the defendant employed several artifices to 
simulate the machines manufactured, and sold by the Singer Company. 

The Court below® found for the defendant in all respects. Justice White wrote 
the opinion for the Supreme Court. The opinion was a lengthy one, and analyzed 
the evidence and economic aspects in detail. Further, the American, British and 
French law on the questions involved were carefully reviewed. Since this decision 
is the classic and leading case on this question of law, quotation therefrom is liberally 
made. Justice White first reasoned that the Singer sewing machines were so, in 
whole or in part, protected by patents as to cause the name “Singer” to become, 
during the patent monopoly, the generic designation of such machines. 


It cannot be denied that the Singer machines were covered by patents, some of which 
were fundamental, some merely accessory. There can also be no doubt that the necessary 
result of the existence of these patents was to give the Singer machines, as a whole, a 
distinctive character and form which caused them to be known as Singer machines, as 
deviating and separable from the form and character of machines made by other manu- 
facturers. This conclusion is not shaken by the contention that as many different machines 
were made by the Singer Manufacturing Company, therefore it was impossible for the 
name “Singer” to describe them all, because the same designation could not possibly 
have indicated many different and distinct things. The fallacy in the argument lies in 
failing to distinguish between genus and species. To say that various types of sewing 
machines were made by the Singer Manufacturing Company in no way meets the view, 
borne out by the testimony, that all machines were made by the Singer Manufacturing 
Company in no way caused them all to be embraced under the generic head of “Singer,” 
and to be protected in some respects by the patents held by the company. From this 
fact, it resulted that during the life of the patents, none of the machines as a whole were 
open to public competition. . 

. . . . It may be assumed that the proof establishes that for certain classes of the gen- 
eral type of Singer machines, that is, the species used only for particular and exceptional 
manufacturing purposes, in addition of some other word or description to the generic 
name “Singer” was necessary to completely convey a perfect indication of the machine 
referred to, that is, Singer “carpet-machine,” Singer “leather-machine,” etc. But this 


9. 41 Fed. 208, 1890 C. D. 395. 
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fact does not counterbalance the conclusive proof that, as a whole, the Singer machines 
represented a general class, and were known to the public under that comprehensive name 
and no other. Indeed, any probative force which might result from the fact that, as to 
a particular class of Singer machines, some additional word may have been essential 
to a perfect designation bears no relation to the variety of the machine which the defendant 
is averred to have unlawfully imitated. That machine known as the “New Family,” 
intended for general domestic purposes, constituted the larger part of the enormous out- 
put of the Singer companies. It was of a uniform type and had no other possible desig- 
nation, in the mind of the general public, other than the word “Singer.” The foregoing 
views find conclusive support from the unquestioned fact that upon the expiration of the 
patents held by the Singer Company the price of the machines, made by that company, 
fell enormously in amount. Thus, to adopt the theory advanced by the complainant we 
should have to deny the inevitable law of cause and effect... . 

. . . « The omission of the name, indicating the origin of manufacture and the substitu- 
tion of the word “Singer” just before the expiration of the patents, suggest a coincident 
relation of purpose which is not explained by any testimony in the record. This coin- 
cidence between the expiration of the patents and the appearance of the trade-mark on 
the machines and the use of the word “Singer” alone tends to create a strong implication 
that the company, with the knowledge that the patents, which covered their machines, 
were about to expire substituted the trade-mark for the plain designation of the source 
of manufacture theretofore continuously used and added the word “Singer,” which had 
become the designation by which the public knew the machine, as a distinctive and separate 
mark, in order thereby to retain in the possession of the company the real fruits of the 
monopoly when that monopoly had passed away... . 


However, there was another interest to consider. It was necessary to regulate 
the decision so as to make it accord with the private property of others. There 


was a balancing interest of public policy to consider. Phrased in the language of 


the opinion : 


But it does not follow, as a consequence of a dedication that the general power, vested 
in the public, to make the machine and use the name imports that there is no duty imposed, 
on the one using it, to adopt such precautions as will protect the property of others and 
prevent injury to the public interest, if by doing so no substantial restriction is imposed on 
the right of freedom of use. . . . 

. . . . To say that a person who has manufactured machines under a patented monop- 
oly can acquire no good-will, by the excellence of his work, or the development of his 
business, during the patent, would be to seriously ignore rights of private property, and 
would be against public policy, since it would deprive the one enjoying the patent of all 
incentive to make a machine of a good quality, because at its termination all the reputation 
or good-will resulting from meritorious work would be subject to appropriation by every 
one. On the other hand, to compel the one who uses the name after the expiration of 
the patent, to indicate that the articles are made by himself, in no way impairs the right 
of use, but simply regulates and prevents wrong to individuals and injury to the public. 


The entire rule of the Singer case may be summed up in the following passage 
of the opinion.” 


10. The actual decree of the Court was a limited one in favor of the Singer Company and 
stated: “It follows that the decree below must be reversed and the cause be remanded, with 
directions to enter a decree in favor of complainant, with costs, perpetually enjoining the 
defendants, its agents, servants and representatives, first, from using the word ‘Singer’ or any 
equivalent thereto, in advertisements in relation to sewing machines, without clearly and unmis- 
takably stating in all said advertisements that the machines are made by the defendant, as 
distinguished from the sewing machines made by the Singer Manufacturing Company; second, 
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The result, then, of the American, the English and the French doctrine universally 
upheld is this, that where, during the life of a monopoly created by a patent, a name, 
whether it be arbitrary or be that of the inventor, has become by his consent, either 
express or tacit, the identifying and generic name of the thing patented, this name passes 
to the public with the cessation of the monopoly which the patent created. Where another 
avails himself of this public dedication to make the machine and use of the generic desig- 
nation, he can do so in all forms, with the fullest liberty, by affixing such name to the 
machines, by referring to it in advertisements and by other means, subject, however, 
to the condition that the name must be so used as not to deprive others of their rights or 
to deceive the public, and, therefore, that the name must be accompanied with such indica- 
tions that the thing manufactured is the work of the one making it, as will unmistakably 
inform the public of that fact. (Italics are writer’s.) 


The Singer v. Bent decision followed the legal principles of the companion 
case. The defendant Bent pleaded that it did not use the name “Singer” at all, 
but employed words and marks that were not illegal imitations. The plea was 
disregarded, it being held that, while Bent had the legal right to use the name 
“Singer” or words or letters equivalent thereto, he had-not made an honest dis- 
closure of manufacture. 

In the half century that has passed since the rule of law established in the 
Singer case, there has been no indication that the doctrine there established should 
be altered." The Holzapfel, Merriam and Kellogg decisions were rendered in 
1901, 1915 and 1938, respectively. In no one of them has any doubt been cast 
upon the Singer doctrine.” 

In the first of these post-Singer cases, the Holzapfel case, there was posed the 
problem to the Supreme Court whether the doctrine of the Singer decision could 
be applied to a trade-mark which had been used on a product covered by a foreign 
patent. The trade-mark in issue was “Rahtzen’s Composition”; the product on 
which the mark was used was a certain kind of paint for protection of ship’s 
bottoms. A British patent existed on the product from 1873 to 1880." 

The Supreme Court ruled that when the patent expired the Rahtjens had no 
right to retain the exclusive use of the only name which described the composition. 
As to any right that may have accrued due to the use prior to patenting,” the 
Court had this to say: 


also perpetually enjoining the defendant from marking upon sewing machines or upon any 
place or device connected therewith or attached thereto the word ‘Singer,’ or words or letters 
equivalent thereto, without clearly and unmistakably specifying in connection therewith that 
such machines are the product of the defendant or other manufacturer and, therefore, not the 
product of the Singer Manufacturing Company. And the decree so to be entered must also 
contain a direction for an accounting by the defendant as to any profits which may have been 
realized by it, because of the wrongful acts by it committed. And it is so ordered.” 

10a. The italicized portion is clearly the essence of Secs. 14 (c) and 45 (b) of the Lanham 
Act. 

11. It will be seen in the following sections, however, that various qualifications and dis- 
tinctions have developed in different tribunals. The basic rule has not been altered. 

12. Some have argued that the Supreme Court should reverse itself, and accept as a modern 
theory that the trade-mark right is not lost upon the expiration of the patent. W. J. Derenberg, 
34 T.-M. Bull. 38, February, 1939. 

13. It appeared that prior to 1873 the paint was manufactured in Germany, without patent 
protection by the Rahtjens and shipped to the U. S. A. under the mark. Until 1878 this same 
procedure was followed. After the British patent expired, the Holzapfel firm began to use the 
mark. 

14. The Court appears to have deemed the pre-patent use of the mark as not a valid one, 
since it included the word “patent” in it. 
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; . no such right could be claimed by virtue of a valid trade-mark antedating the 
patent, for there was none, assuming even that such fact, if it had existed, would have 
justified the claim to the exclusive use of the descriptive words after the patent had ex- 
pired. 


An attempt was made to avoid the effect of the Singer case by virtue of the fact 
that the patent was foreign while the mark was domestic. The distinction was 
rejected ; the principle which prohibited the right to the exclusive use of a name 
descriptive of the article after the expiration of a patent covering its manufacture 
was held to apply to the facts of the case.”® 

In the G. & C. Merriam case the doctrine of Singer v. June was held specifically 
applicable to the expiration of a copyright.** Long after the expiration (1889) of 
the copyright on the English language dictionaries bearing the name “Webster,” 
registrations of the latter as a trade-mark were secured under the Act of 1881 and 
under the ten-year clause of the Act of 1905. Suit was brought both on the ground 
of unfair competition, and on these registrations. The Court ruled that suit could 
not be based on the federal registrations under the Act of 1881 since they were not 
valid. The same logic employed in the Singer decision applied to the case before 
the Court: 

As the cases cited in the opinion in that case show, this doctrine (Singer) is no less 
applicable to the expiration of a copyright upon the termination of which there passes 

to the public the right to use the generic name by which the publication has been known 

during the existence of the exclusive right conferred by the copyright. 


The Court refused to rule on the question of unfair competition, since the 


right of appeal was limited to the Circuit Court of Appeals. Similarly, the validity 
of the registration under the Act of 1905 was held to be a question not within 
the appellate jurisdiction of the Supreme Court.” * 

We now come to a consideration of the latest Supreme Court decision on this 


15. The right to use the mark “Rahtjen’s Composition” was limited, as in Singer v. June, 
by the requirement that the product be plainly described as to its manufacture so as to avoid 
any possible deceit. 

16. Rights claimed by G. & C. Merriam Co. had been involved in much other litigation; 
Merriam v. Holloway, 43 F. 450; Merriam v. Famous, et al., 47 F. 411; Merriam v. Ogilvie, 
159 F. 638, C. C. A. 1 (1908) ; 170 F. 167, C. C. A. 6 (1909) ; Merriam v. Saalfield, 190 F. 927, 
Cc. C. A. 6 (1911) ; 198 F. 369, C. C. A. 6 (1912). In these later decisions relief was accorded 
the Merriam Co. on the application of the “secondary meaning” theory. In the 1912 decision 
Judge Denison stated: “. . . . As to a word of which the proprietor has a monopoly by 
express grant, like the name of a copyrighted book, it may well be that the necessary public 
acquiescence can not begin to run until the name becomes free to the public; but, however 
that may be, when the acquiescence has been continued long enough and has been exclusive 
enough, the word comes to be indicative of origin through its thus acquired ‘secondary mean- 
ing’. . . . Defendant may not use the word at all, unless he accompanies it with the explanation; 
: . he must give the antidote with the bane . . . . this finding may well rest upon sufficiently 
exclusive use, with public acquiescence, from 1889, when the copyright expired, till 1904 when 
Ogilvie published . 

17. In Saalfield v. " Merriam, 238 F. 1, C. C. A. 6 (1917), Judge Denison found nothing in 
this decision which was inconsistent with granting relief to Merriam Co. on the “secondary 
meaning” theory. 

18. The decisions below did not discuss the validity of the registrations under the Act 
of 1905. The District Court opinion (207 F. 515) pointed out that the defendant had adopted 
the form of source indication prescribed in the Ogilvie case (supra). See, also, Patten v. 
Superior Talking Picture, 8 F. S. 196 [24 T.-M. R. 550] (1934), emphasizing the need of ade- 
quate explanation even after copyright expiration. 
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line of cases. In the Kellogg decision there was presented to the Supreme Court 
the question whether National Biscuit Company had the exclusive right to the trade- 
name “Shredded Wheat,” and the exclusive right to make shredded wheat biscuits 
pillow-shaped. The Kellogg Company challenged the plaintiff's claims to these 
exclusive rights, and asserted that it had used every reasonable effort to distinguish 
its product from the plaintiff’s. 

The plaintiff and its predecessors manufactured, widely advertised and sold the 
familiar pillow-shaped “Shredded Wheat Biscuit.” The biscuit was introduced 
by one Perky in 1893. Up to 1909 the design of each biscuit was protected by a 
design patent (14 years). The product itself was covered by a product patent 
which expired in 1912. Moreover, many other patents for special machinery 
designed to produce only the biscuits were granted to Perky. These patents expired 
soon after the basic patent expired in 1912. In addition to these facts, it appeared 
that in those patents the term “shredded” was repeatedly used as descriptive of the 
product. The biscuit itself is a product composed of whole wheat which has been 
boiled, partially dried, then drawn or pressed out into thin shreds and baked. 

For many years there was no attempt to use the term “Shredded Wheat” as a 
trade-mark. An attempt was made in 1905, by one of the plaintiff’s predecessors, 
to register the “Shredded Whole Wheat” under the ten-year clause of the Act of 
1905. Opposition to this application was sustained, and it was revealed during the 
course of the opposition that as early as 1894 the words “shredded whole wheat” 
had been used to describe shredded wheat.” 

Kellogg Company marketed a shredded wheat biscuit in intermittent periods 
from 1912 until 1932 when the initial action was brought against it. There was 
much litigation involving the “Shredded Wheat” trade-mark before the case reached 
the Supreme Court.” Justice Brandeis delivered the opinion of the Court. Hold- 
ing that “Shredded Wheat” was the generic term of the biscuit, and described it 
with a fair degree of accuracy, he concluded that Kellogg had the right to use the 
term by which the public had come to know the now unprotected product.” The 
Singer doctrine was then referred to in these words: 


Since during the life of the patents “Shredded Wheat” was the general designation 
of the patented product, there are passed to the public upon the expiration of the patent, 


19. Natural Food Company v. Wiiliams, 30 App. D. C. 348. Registration was ultimately 
effected under the Act of 1920, which in itself acted as a form of admission that the words 
were incapable of acting as a technical trade-mark. 

20. In Shredded Wheat v. Humphrey Cornell, C. C. A. 2, (1918), 250 F. 960 [8 T.-M. 
R. 369], there was granted relief on the basis of “secondary meaning” acquired in the ap- 
pearance of the biscuit. The latter were called “Whole Wheat” biscuits, and were packed 
in totally dissimilar cartons. The defendant was required to apply a distinguishing band or 
wrapper about each biscuit reaching a consumer outside the carton. In 1936, the Circuit Court 
of Appeals for the Third Circuit, 91 F. (2) 150, refused to grant any relief to plaintiff. 
However, after a hearing the Court finally reversed, 96 F. (2) 873, its previous holding, and 
declared “Shredded Wheat” a valid trade-mark. The Supreme Court at first refused to 
review the decision, 302 U. S. 733, 777. However, a second petition for certiorari, 304 U. S. 
586, was successful. Between the two petitions for certiorari the British Privy Council, 55 
R. P. C. 125, 271, declared the mark “Shredded Wheat” invalid. 

zi. Justice Brandeis noted the registration under the Act of 1920, and commented that 
registration under it had no effect on the domestic common-law rights of the person whose 
mark is registered. The “Nu-Enamel” case (Armstrong v. Nu-Enamel, 59 Sup. Ct. Rep. 191), 
while involving registration under the 1920 Act, is to be distinguished on the specific finding of 
“secondary significance” for the mark. 
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not only the right to make the article as it was made during the patent period, but also 

the right to apply thereto the name by which it had become known. 

Justice Brandeis refused to apply the doctrine of “secondary meaning” to the 
facts of the case. He argued that the evidence showed only that, due to the long 
period in which the plaintiff and its predecessors were the only manufacturers of 
the product, many people had come to associate the product and, as a consequence, 
its name with the factory at Niagara Falls. He pointed out that to establish a trade- 
name in the term “shredded wheat” the plaintiff had to show more than a subor- 
dinate meaning which applies to it: 

It must show that the primary significance of the term in the minds of the consuming 
public is not the product but the producer. This it has not done. The showing which it 
has made does not entitle it to the exclusive use of the term shredded wheat but merely 
entitles it to require that the defendant use reasonable care to inform the public of the 
source of its product. 

These same conclusions were also reached with regard to the plaintiff’s conten- 
tion that it had acquired an exclusive right, by virtue of the secondary meaning 
doctrine, in the pillow-shape of the biscuit. Here, again, it was held that upon 
expiration of the patents the form was dedicated to the public.“* In considering the 
question as to whether Kellogg was reasonably distinguishing its product from 
that of the plaintiff, the Court pointed out that the obligation resting upon Kellogg 
Company “is not to insure that every purchaser will know it to be the maker but 
to use every reasonable means to prevent confusion.” 

Justice Brandeis conceded that the Kellogg Company was undoubtedly sharing 
in the good-will of the article known as “Shredded Wheat,” was profiting by virtue 
of the more than $17,000,000 expended by plaintiff and its predecessors in making 
the name a household word and in identifying the biscuit with its manufacturer, 
yet he held that it was not an unfair sharing. Even though the defendant was sharing 
in a market which was created by the skill and the judgment of the plaintiff and its 
predecessors, and was most likely to benefit by the vast expenditures and advertising 
persistently made, yet he pointed out that “sharing in the good-will of an article 
unprotected by patent or trade-mark is the exercise of a right possessed by all— 
and in the free exercise of which the consuming public is deeply interested. There 
is no evidence of passing off or deception on the part of the Kellogg Company ; 
and it has taken every reasonable precaution to prevent confusion or the practice of 
deception in the sale of its product.”” 


The 1939 Hearings 


During 1939 hearings were held on the H. R. 4744 and 6618 versions of the 
Lanham Bills. During March 28, 29, 30, 1939 there were held hearings on H. R. 
4744, Section 8 of which related to the 20-year duration period and included: 


2la. See the recent decision of C. C. A. 2 in Lucien Lelong, Inc. v. Lander Co. (75 U. S. 
P. Q. 302), where this very rule was deemed sufficient to defeat any claim of secondary signifi- 
cance for the shape of a cologne bottle. 

22. Justices McReynolds and Butler dissented on the ground that it seemed sufficiently clear 
to them that the Kellogg Company was fraudulently seeking to appropriate to itself the benefits 
of a good-will built up at great cost by National Biscuit Company and its predecessors. 
W. J. Derenberg, 34 Bulletin U. S. Trade-Mark Association 68, February, 1939, in his analysis 
of the case concluded that “the application of the doctrine of Singer v. June was not essential 
to the decision of the case and was mere dictum,” since whatever exclusive use there had been 
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. . unless it be the sole name of an article, substance, or service having patent protec- 
tion, in which case the registration shall expire two years after the expiration of that 






patent.** 





Section 46(b) included as one definition of “abandoned”’ the following: 





When any conduct of the registrant causes the trade-mark to lose its significance as an 
indication of origin. . 






The pertinent discussion at the hearings on the “patent expiration” proviso 
of Section 8 is found at pages 70, 71, 72, 103, 104, 183, 187, 192, 193. The main 
objection to the proviso appeared to be to its self-executory nature, and the fact 
that it was out of place (page 71). It was proposed (page 103) that the Singer 
doctrine be embodied in the cancellation section. The following excerpt is of 
interest in that it appears to shed light on why the successors to H. R. 4744 (H. R. 
6618 and 102) were free of any “patent” clauses (pages 103, 104) : 


Mr. Byerly. Mr. Chairman, the suggestion I made earlier would also come into this 
section, if it is approved, and that is to permit cancelation at any time on the ground that 
the mark has become the sole name of an article which the applicant has a right to make. 
That is automatically to continue the present Singer Law in force. You remember we 
struck that out where it was written in an inappropriate way. I am not particularly ad- 
vocating retaining that law, but it is in our law, and if it is to be retained it would seem 
logical to make that a proper ground for canceling a trade-mark that has expired and 
where it had become the sole name of the article, and the opposer, or rather the applicant 
for cancelation had the right to make the article. Now if we want to preserve the doc- 
trine, I think this section is the place where that should be inserted, as a ground of can- 
celation, which would be continued after 5 years. 

Mr. Rogers. I take the liberty of doubting the wisdom of affirming that doctrine too 
strongly. It has given rise to a good deal of confusion, and I think that the general opin- 
ion is that the court went too far in the Singer case. Do you not think that that is the 
















general professional opinion ? 
Mr. Byerly. 1 think so. I should agree with you on that, Mr. Rogers. The fact that 
it is in the law would indicate that possibly somebody wants it. If it is in, this seems to 


be the place for it. I agree it is better out. 

Mr. Rogers. I think it is better out. Perhaps when we consider the question of aban- 
donment we may be able to work out something there because, after all, the rationale in 
the Singer case is that if the Singer Co. permitted it to become identified with the machine, 
in a particular sense, it abandoned it as a trade-mark. 


The Hearing of December, 1942 (S. 895) 


A fair analysis of the hearings up to the Senate version of H. R. 102 (S. 895) 
reveals that at this point sharp lines of difference existed on the manner of embody- 
ing the Singer doctrine, or philosophy, in a new Trade-Mark Act.** Governmental 
representatives (Dept. of Justice; Food and Drug Administration; Federal Trade 
Commission) appeared, and vigorously pressed for a more explicit embodiment of 

















up to 1912 when the patent monopoly expired was due to the patent monopoly rather than to any 
trade-mark monopoly. 

23. It is interesting to note that the inspiration for this phraseology may have come from the 
British Trade-Mark Act of 1938 providing that two years after the expiration of a patent a 
designation which is the only practicable name or description of the previously patented article 
or substance shall be deemed to be an entry wrongfully remaining on the register. This is a 
virtual two-year period of grace for the patent owner to educate the public to the origin-indicator 


function of the mark. 
23a. At the hearings held on Nov. 4, 12, 13 and 14, 1941 on H. R. 102 (see pages 104 to 116 
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the Singer rule than the “abandonment” definition (then Section 33(b) (2), similar 
to present Section 45 (b)). Beginning with page 20, and up to page 34, there is 
found a growing insistence on the part of governmental agencies to include lan- 
guage over and above the “abandonment” definition. Mr. Wallace Martin’s testi- 
mony defended the latter definition (page 20) : 


Mr. Martin. My answer is this, Senator. It is unnecessary, because under the act as 
it is drawn at the present time, section 33 (b) (2), it is provided that it shall be a de- 
fense to any claim of exclusive rights based on the incontestability feature on the ground 
that the mark has been abandoned by the registrant. “Abandoned” is defined on page 59 
as, among other things, “when any course of conduct of the registrant, including acts of 
omission as well as commission, causes the mark to lose its significance as an indication 
of origin. 

Senator Pepper. Excuse me just a moment. As I get it from this letter of the Acting 
Administrator of Federal Security, they are thinking in terms of the situation after a patent 
has expired. 

Mr. Martin. Exactly. 

Senator Pepper. For example, A has a patent on insulin, and at the end of a certain 
period of years that patent expires. Of course, everybody knows the drug as insulin. 
After the monopoly ceased to exist, whoever made insulin would be required to put the 
name “insulin” on the label. That is not an abandonment under the definition you have 
just referred to. There is no act of omission or commission there. 

Mr. Martin. I believe it is, if the Senator will please hear me. The act of omission is 
the failure of the owner of the mark to use it in such way that it would become the trade- 
mark as distinguished from the generic name. If the owner of a mark uses it as the name 
of the product, it becomes generic, and anybody is entitled to use it. Under this act it is an 
abandonment of trade-mark rights, and anybody, under this act, is free to use that word 
as the generic name of the product. 

Senator Pepper. But the original manufacturer has not abandoned it. He has called 
it insulin and has manufactured it under that name. He has done that for a certain num- 
ber of years. Finally his patent runs out and somebody else starts making the product; 
and since the public knows it as insulin and it has come to be insulin, just like a horse is 
the name of a certain kind of an animal, and the new manufacturer is required to put the 
name “insulin” on the product. 

Mr. Martin. And he would have a perfect defense to any suit which the alleged owner 
of the trade-mark would want to bring. 

Senator Pepper. What ground would he use as his defense? 

Mr. Martin. Section 33 (b) (2), which says what I have just stated, and it defines 
“abandonment” very clearly and says that “When any course of conduct of the registrant, 
including acts of omission as well as commission, causes the mark to lose its significance 
as an indication of origin. Under your statement of facts insulin has lost its significance 
as an indication of origin. It no longer indicates the source of the trade-mark significance. 
It indicates merely the name of the product, and it has lost its significance as an indica- 
tion of origin, and constructively, at least, the owner of the mark has abandoned it. 


The viewpoints of the Federal agencies are best summed up by these excerpts: 


(From page 22) 

Mr. Kelley (for the Federal Trade Commission). On this precise question, if a man 
patents an article, by virtue of that patent he has the right to go into a Federal Court and 
exclude everybody from making use of or selling his invention. We will take vaseline or 
any other product that is patented. Congress, acting under constitutional provisions, felt 


thereof) Prof. Milton Handler contended that the “abandonment” definition of the bill did not 
take care of the Shredded Wheat type of case; that a further reference to a mark becoming 
generic was required. (See also, page 217, for a similar view of the Federal Security Agency. 
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that as an incentive to inventors such a man would have the exclusive right to make, use, 
and sell. He has that right now under the patent. He had it for vaseline for the terms of 
years specified by Congress. The patent expires. It is thrown open to the world. Every- 
body has a right to make, use, and sell that article. But what they want applied to these 
articles, from the point of view of the Commission and the Food and Drug Administra- 
tion, is that they get the patent and they get the trade-mark, and when the patent expires 
they will not sue for infringement under the patent but will sue for infringement under 
the trade-mark; and they have then an apparent monopoly in the right to make the prod- 
uct under the name “insulin,” and it would not do any good for a man to make it under 
another name, because it is not known under any other name. You cannot sell insulin or 
aspirin or a radio if you called it something else. It is in the public interest not to tie 
patents and trade-marks together so as to make the fortunes of one depend upon the for- 
tunes of the other when the monopoly expires. The Commission should be free to proceed 
in the public interest in all cases of fraud or deception of the public or misuse of the trade- 
mark against the general public interest. I would not know how the Administrator of the 
Food and Drug Department could protect the public of this country from highly dangerous 
articles if he has not a free hand in connection with the administration and the carrying 
out of the policy of the Congress in the Food and Drug Administration completely in- 
dependently of this bill. You can see that this bill does not intend that, and we did not 
intend that.?*° 

(From pages 23, 24) 

Mr. Moyer. My name is Elliott H. Moyer, a special assistant to the Attorney Gen- 
eral, in the Antitrust Division of the Department of Justice. Of course, I am not au- 
thorized to speak for the Federal Security Agency, but it seems to me that in connection 
with the requirement that the common or usual name be placed on the label of a food or 
drug, the administrator of that agency has been merely carrying out what has hitherto 
been a settled doctrine in the Federal courts, and that anything short of that would be 
arbitrary from the standpoint of his disregarding established law. Rather than establish- 
ing an arbitrary administrative dictum he is bound both by the cases and the statute under 
which he is operating. 

Senator Pepper. Let me see if I understand you. Under the present Food and Drug 
Act the maker of an article is supposed to have on the label the description that the public 
is best acquainted with? 

Mr. Moyer. Yes; the common and usual name. 

Senator Pepper. Take, for example, aspirin; anybody that made that drug would 
have to put the word “aspirin” on the label ? 

Mr. Moyer. Yes. Insofar as it is offered to the public the Federal courts have held 
that aspirin is the common and usual name. 

Senator Pepper. The fear that the administrator expresses and the fear that you and 
Mr. Kelley indicate is that even if the patent did expire and somebody else, exercising 
the right that that person had, started to manufacture it, if he put on the word “aspirin,” 
the name which had been given it by the former maker whose monopoly had already ex- 
pired, the former maker might possible sue or threaten to sue or at least endanger the 
manufacturer’s business with the threat of litigation for infringing his trade-mark; and 
therefore when the Federal Trade-Commission says to the new manufacturer, “You 
have got to put that name on the label,” he has to face the threat of a suit by the former 
owner whose patent had expired, and he would say, “It means that I am caught be- 
tween the Federal Trade Commissioner’s requirement and the threat of prolonged litiga- 
tion from the former patent holder, and therefore I just won’t undertake to manufac- 
ture this article’—which, in substance, would protect unlawfully the monoply of the 
former owner. Is that what you are getting at? 


23b. Sec. 33, subdivision 4 of the Lanham Act now provides that it shall be a “defense even 
against an otherwise incontestable right for a defendant to show that he is using a term or device 
which is descriptive of and used fairly and in good faith only to describe to users the goods. . . . 
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Mr. Moyer. That is correct. The situation might appear not only in connection with 
patented articles but in connection with unpatented articles, with respect to the introduc- 
tion of new materials, and substitute materials, even though unpatented. We can all 
probably think of instances where a trade-mark has become the term used in the market 
place by purchasers even though there was not a patent. A patent situation points up the 
danger of monopoly, because there may be a period during which there is only one maker. 

Senator Pepper. The amendment offered by the Administrator or suggested by him 
would not in any way diminish the right at law that the former maker might have against 
the person who is attempting to manufacture an article which the first person had a patent 
on. In other words, if the patent had not expired or if he had any legal right to the ex- 
clusive manufacture of the article, this amendment would not interfere with his pressing 
that right in the courts, would it? 

Mr. Moyer. No. 

Senator Pepper. It simply suggests that if the new maker has a legal right to make 
the article, then he may also use the name without the threat of a suit for infringement 
by the former owner. 

(From pages 27, 28) 

Senator Lucas. Following the thought of Senator Pepper, if the second manufacturer 
or the third manufacturer of insulin, after the patent rights expired, seeks to make in- 
sulin and does manufacture it, and then runs into a trade-mark infringement case, and 
the courts should say that he was infringing on this incontestability clause of the present 
legislation, it would mean, if the courts should so hold, that the original man who had 
the patent right would have a monopoly forever on insulin. Is not that true? 

Mr. Taggart. That is the position of these organizations. 

Senator Lucas. Mr. Martin agrees with that, I understand? 

Mr. Martin. I agree with you wholeheartedly, for this reason. I think this is wholly 
a misunderstanding here. Let me see if I can clear it up. Let us assume an actual case 
so that we can have a concrete example. We will take the case of aspirin. Let us as- 
sume that this particular Federal agency determines that aspirin is the generic name 
of a product and they state that all manufacturers of the product must label it aspirin. 
What is the result of that? Under the present law, in that situation, the owner of the 
claimed trade-mark, Aspirin, might proceed in equity for an injunction and an account- 
ing against the second user. That is the present law. The court would determine that 
aspirin was the generic name of the product and that that was a good defense to the ac- 
tion, and the complaint would be dismissed. Let us consider what would happen if this 
were the law. In my opinion, identically the same thing would happen. Here is what 
would happen. The Administrator would say that aspirin was the generic name and 
would compel others to use that generic name. The owner of the trade-mark would sue. 
The first thing which is explicitly provided here as a defense the defendants would set 
up, that this mark had been abandoned, under this act. It expressly provides that where 
it has ceased to have trade-mark significance you have constructively abandoned it, and 
therefore you have no trade-mark rights; and that applies to an incontestable mark just 
as much as though it were not an incontestable mark; so that there is a perfect defense. 
Senator Pepper has raised a different point from that raised by Senator Lucas. Senator 
Pepper says that the object of this particular provision is to prevent harassment. I say 
to you, Senator Pepper, that that would be a terrible thing if that is the result of it. Let 
us take a name like Kodak. Supposing the administrator did not like the company and 
should say, “All these cameras must be labeled ‘Kodak.’” Under your construction of 
this statute it would mean that the owner of the trade-mark “Kodak” would have no 
relief whatever. 

Senator Pepper. No; it was not intended that way at all. There is not any difference 
in my point of view from that expressed by Senator Lucas. We were stating the same 
thing in a different way. In the case you put, A manufactures aspirin and his patent ex- 
pires. B begins to manufacture it. He has to clear the Food and Drug Administration. 
They say, “You have got to put the name ‘aspirin’ on the label.” He puts it on there 
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and starts to manufacture it and use the name. Immediately A sues him for infringe- 
ment of his trade-mark, and A asserts as grounds for the suit that under this language 
as to incontestability he has become the vested and undisplaceable owner of this trade- 
mark. Your position is that B can say, “Oh, no; you have abandoned this trade-mark 
and your reliance is on subsection (b) of section 45 on page 59. 

Mr. Martin. Section 33 on page 40. 

Senator Pepper. All right. Your statement is that B would have this defense, as 
provided in section 33, that where the mark has been abandoned by the original owner, 
then the original owner has no further claim to it. Then the criterion of what is aban- 
donment is found in subsection (b) of section 45, page 59 (reading) : 


When any course of conduct of the registrant, including acts of omission as well as 
commission, causes the mark to lose its significance as an indication of origin. 


Is not that ambiguous? I dare say you could get a pretty hot argument right in this room 
as to whether or not that language means what you say it means. The whole validity 
of your argument is that, if this language does not mean what you say it means, if the 
expiration of a patent, under the circumstances, that we have described, does not come 
within that little narrow exception you have provided, then you would have to admit that 
this poor fellow B has no defense against this incontestability clause. 

Mr. Martin. I think that would be wrong. There is no question about that whatever. 

Senator Pepper. The proposed amendment is to amplify the definition of abandon- 
ment, so as to make it clear enough so as not to multiply litigation in the already over- 
burdened field of patents. If you do not like that language, why not put in some other 
language to indicate what you want to indicate? 

Mr. Martin. May I say this, Senator Pepper. I think there is a great misunderstand- 
ing about this question of a trade-mark expiring with a patent. The only time a trade- 
mark becomes invalid when used in connection with a patent is when at the expiration of 
the patent the trade-mark has become the generic name of the article. You can have a 
trade-mark which remains perfectly valid after the expiration of a patent. 


The Hearings of November, 1944 (H.R. 82) 

The hearings on the H. R. 82 version of the Lanham Bill include considerable 
debate on the effect of patent expiration on a trade-mark. Indeed, the hearings 
were preceded by a considerable “open” debate on the question of trade-marks and 
possible monopolistic uses thereof, with special emphasis on the Lanham Bill 
provisions.”° The Department of Justice, submitting a detailed analysis of “monopo- 
listic” objections found on pages 58 to 71, had the following to say relative to the 
incontestability feature of Section 15 (pages 60, 61 of Hearings on H. R. 82 Nov. 
15, 1944) : 


Under section 15 of the bill a mark after registration, even though it was or might 
have become a popular name, would be incontestable. 

A new product must be given a name. Without a name it is impossible to talk about it 
or even ask for it. Old names will not describe novelty nor are scientific terms within the 
speech of ordinary traders or purchasers. The name given a new product has an inevitable 
tendency to become a generic name. The bill would reward with monopoly the successful 
private promotion of such tendency. Certainly it is neither wise nor desirable that the 


23c. K. Borchard “Are Trade-Marks an Anti-Trust Problem,” 31 Georgetown Law Journal, 
245 (1943), 33 T.-M. R., Pt. 1, p. 45; B. Diggins “Trade-Marks and Restraints of Trade” 32 
Georgetown L. J. 113 (1944), 34 T.-M. R., Pt. 1, p. 71 (1944); J. F. Hall, Jr. “Possible 
Monopoly Implications in the Trade-Mark Bill,” 32 Georgetown L. J. 171 (1944); these ar- 
ticles were responded to by L. D. Taggart “Trade-Marks: Monopoly or Competition?” March 
1944 issue of Mich. Law Review, 35 T.-M. R., Pt. 1, 25 (1945). 
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corporation which first names a product shall for that reason alone be entitled to acquire 
a monopoly of it. 

The foregoing objection to the bill is particularly serious with respect to patented prod- 
ucts. In the case of a patented product only the patent holder or his licensees would be in 
position to meet the tests laid down in section 2 (f). By definition the patent covers a 
distinctive contribution to the previously practiced arts or available products. If, during 
the life of the patent, a designation is coined for the patented product it almost necessarily 
becomes the general name for such a product. To permit a patentee to retain the exclu- 
sive right to use a generic term after the expiration of the patent would indefinitely per- 
petuate the patent monopoly. This would be contrary to numerous applications by the 
Federal courts of the doctrine that the exclusive right to a trade-mark, which has been 
used to designate a patented product and become generic, terminates with the expiration 
of the patent. 

These dangers of creating and of perpetuating patent monopolies beyond the statutory 
terms of patents are not speculative and remote possibilities. If the incontestability pro- 
visions of the proposed law had been in effect in the past, products such as aspirin, cello- 
phane, shredded wheat, linoleum, and others would now probably be produced only by 
monopolies at high prices. These products were originally patented and, of course, while 
the patent shut out production by others, there would have been no chance for anyone to 
assert the right to designate their products as “aspirin,” “cellophane,” “linoleum,” or 
“shredded wheat.” It might well have been possible under the terms of the proposed bill 
for the patent holder who registered such designation as a trade-mark to forever prevent 
other producers from describing their products by these names. When the patents on as- 
pirin, cellophane, and shredded wheat came to an end the public had been trained to know 
the products only by these names, and the courts held that the names had become ordinary 
words which all sellers of the products could use, since these designations, even though 
registered as trade-marks, were the only way of describing the goods. Without the use 
of these common names it would have been almost impossible for new manufacturers to 
persuade buyers that they were selling the same products, and so, if the trade-marks had 
been incontestable, the monopoly of the trade-mark owner would have extended beyond the 
period of the patent and would have become almost perpetual. 

The argument that it is the public’s and not the trade-mark owner’s fault that a desig- 
nation becomes generic not only indicates an apathy to the rationale underlying our system 
of free competition and the maintenance of free access of producers to the market but over- 
looks the realities of the problem. The trade-mark owner has the power to determine 
how his product shall be designated and advertised. Mere shrewdness in securing use of 
a term to designate a product rather than to designate to the public the producer of the 
product should not be rewarded by the grant of monopoly. Good will associated with a 
producer is a value which is and should continue to be recognized by the law, but the pro- 
posed bill goes beyond the protection of such value and would permit capitalization of the 
restraint and monopoly value of controlling access to the market by establishing an exclu- 
sive right to terms by which buyers designate products. Furthermore, if there should, by 
enactment of the bill, exist a possibility of further legal sanctions for the continued exclu- 
sive right in a registrant to use a mark after it has become generic, all restraints on the 
incentive for trade-mark owners to secure the substitution of their marks for known and 
common names or descriptions of products would be removed. The urge would be toward 
devices to convert the mark to the product rather than to a designation of the origin of the 
product.2** 


23d. See Appendix I on page 66 of the November, 1944 Hearings, which is a reprint of 
Sec. 735, Vol. 3, American Law Institute, Restatement of the Law of Torts on “Change from 
Trade-Mark or Trade-Name to Descriptive or Generic Designation.” 
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In particular it appears that section 2, paragraph (f), of the proposed bill, in conjunc- 
tion with section 15 and section 33, would give a trade-mark holder greater rights to the 
exclusive use of generic terms than does the present law, although strenuous efforts are 
now being made by the Department, largely in the interest of American enterprises, to 
oppose the acquisition of exclusive rights to generic terms in the other American republics. 
This paragraph would appear to provide a means for perpetuating the effects of patent 
monopolies beyond the statutory period through continued use of names which have be- 
come generic; this device would facilitate market control exercises by international cartels. 
This danger is increased by the provisions of section 5 which permit the use of trade-marks 
by related companies, including relationships established by contract (sec. 45). 


Mr. Diggins. The way a trade-mark becomes generic is by expiration of the patent. 
Expiration of a patent is not the act of a man. That occurs under operation of law. 
Should that man continue to have the use of it and to continue a monopoly ? 

Mr. Thomson. It is a question of how a man uses his mark and not because of a patent 
monopoly. There are many cases where they do not use it as a monopoly. 

Mr. Moyer. It is a very serious question whether the small drug company or distribu- 
tor of drugs who might be subject to suit would or could face litigation on it. It is just 
as bad from the standpoint of possible restraints of trade to leave a man subject to haras- 
sing suits as to take away his rights. And that is true under the patent laws. I might say 
that this device would extend patent protection indefinitely. Under the patent laws you 
have a new product by definition, the patented product, something new, a fanciful name, 
and only one person can sell it for 17 years. During that time there is no other use of the 
name but the monopoly would continue forever if the patentee had the exclusive right to 
use the name of the product. 


Under English law they do not have a counterpart of the Sherman Act. The English 
trade-mark bill passed in 1938 gives consideration to all these problems. It provided for 
striking from the register any mark that it is in effect generic. 


Almost at the end of the discussion yesterday Mr. Diggins discussed the situation in- 
volving the status of trade-marks on the expiration of patents. He said that a trade-mark 
would not fall under the abandonment clause, but his statement is not well founded. 

Mr. Diggins relied on the Singer Sewing Machine case as his example. Mr. Abraham 
Greenberg discussed the Singer case in an article of his which appeared in the Journal 
of the Patent Office Society for August, 1943. There he stated: 


The entire rule of the Singer case may be summed up in the following passage 
of the opinion. 


He was referring to Mr. Chief Justice White’s opinion in the Singer case. And this 
passage is taken from that opinion: 


The result, then, of the American, the English, and the French doctrine uni- 
versally upheld is this, that where, during the life of a monopoly created by a 
patent, a name, whether it be arbitrary or be that of the inventor, has become, by 
his consent, either express or tacit, the identifying and generic name of the thing 
patented, this name passes to the public with the cessation of the monopoly which the 
patent created. 


On behalf of the Department of State (Hearings, pages 98, 99) there was 
presented the following objection by Acting Secretary E. R. Stettinius, Jr.: 
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Two special assistants to the Attorney General, Anti-Trust Division of the 
Department of Justice, had the following to say (page 104): 








Miss Daphne Robert (pages 110-114 of Hearings) replied to these govern- 
mental objections in the following passages: 
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Now, you will notice that Mr. Chief Justice White said: 
Has become, by his consent, either express or tacit— 


In this bill it has been provided that— 


When any course of conduct of the registrant, including acts of omission as well 
as commission, causes the mark to lose its significance as an indication of origin— 


it shall be deemed abandoned. 

Therefore on the expiration of a patent if a mark has been used so as to become, with 
the consent of the registrant, either through acts of omission or commission, the generic 
name of the thing patented, it is deemed to be abandoned. 

Now, Mr. Diggins also said yesterday that the expiration of a patent was neither an 
act of omission or commission. Upon the granting of a patent and the adopting of an 
identifying name, if the patentee wishes to retain the name, which shall be the designation 
of origin, that is, the trade-mark, then it is incumbent upon him to select also a name by 
which the public can call the article, one that is, so to speak, a convenient handle for the 
public to take hold of. If he does that, then he can continue with his trade-mark use even 
after the expiration of the patent, because the trade-mark identifies the source of the goods 
and is not a name by which the public calls it. 

Take, for example, cellophane. As I pointed out yesterday it is cellulose tissue, but 
cellulose tissue was never so presented to the public that they came to know cellulose tis- 
sue as cellulose tissue. Du Pont used its trade-mark “Du Pont” in connection with 
cellophane. Cellophane became the only handle which the public could take hold of in 
asking for the particular product, cellulose tissue. 

Therefore, if this bill had been law at that time the court would have held, I think 
without any question, that through acts of omission and commission the Du Pont Co. had 
caused the mark to lose its significance as an indication of origin, and the result would 
have been the same. . 

Senator Hawks. Miss Robert, would you be good enough to explain to us this du 
Pont Co. cellophane matter that you have talked about? When that patent expires is the 
word “cellophane” open to public use because of some wrongful use, or some failure or 
action on the part of the du Pont Co.? Or is the du Pont Co. the only company still en- 
titled to use the name cellophane ? 

Miss Robert. Senator Hawkes, the second circuit court of appeals held that cellophane 
was the name of cellulose tissue which was manufactured under a ‘patent. It developed 
during the trial of the case, the evidence showed, that in the original application for a 
patent the only name which was given to the product to be made under that patent was 
cellophane. It was referred to throughout the application as cellophane. During the life 
of the patent of course no one else could make it, and after the expiration of the patent 
then anyone could make it. Anyone who bought the necessary equipment and machinery 
and made it according to this process was entitled to make it. 

Another manufacturer started making cellulose tissue and called it cellophane, and the 
court action was brought. 

The court found that in advertising the du Pont Co. had never given any other name 
by which the public could identify the article, but simply had referred to it as cellophane 
all the way through. The du Pont Co. had omitted to give it a convenient handle for 
the public, and referred to it only as cellophane. After the expiration of the patent then 
the public did not know how else to ask for it. And it did not mean necessarily the 
product made by the du Pont Co., because it simply meant that particular product, made 
according to that particular patent. And as long as they did not have any other name to 
call it they had to call it cellophane. 


Another proponent of Section 45(b), the “abandonment” definition, had this 
to say in support of Miss Robert (pages 116, 117): 
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Mr. Boyden. The new synthetic fiber the du Pont Co. is putting out is named “nylon.” 
That has been deliberately given to the public as a name by which to call the material. 
It is not claimed as a trade-mark by the du Pont Co. They may adopt some other trade- 
mark, such as so-and-so nylon, as their brand of nylon when the patent expires. But 
nylon is the name for the material. 

Similarly, some years ago, they evolved a new synthetic rubber, and in order to tell 
the public what that was, they coined the name “neoprene.” Neoprene is the name of a 
particular type of rubber. In order to identify their own manufacture, they used the word 
“duprene.” So that now, as I understand it, their labels carry the expression “Du-Prene” 
neoprene. 

If I may give one more illustration. In the Aspirin case, which has been discussed 
at some length, that was an instance of an act of commission on the part of the trade- 
mark owner. As I understand it, the German manufacturers shipped the material in bulk 
into this country to different manufacturing pharmacists. They would sell a 100-pound 
package to Squibb or Parke-Davis, and those concerns would make the material up in 
little pills and pack them in small packages and sell them to the public. So that there 
immediately arose the situation where there was Squibbs aspirin and Parke-Davis aspirin, 
and soon, being sold to the public, and the word “aspirin” immediately became the generic 
name of the material. It no longer indicated origin. There might have been some ex- 
piration of patent situation in there, too, but I am not clear about that. The point is that 
they deliberately gave the mark away by permitting different manufacturers to put the 
material up in retail form under their own names. 

Ei} So that, in conclusion, it seems to me that this subparagraph (b), on page 46, definitely 

' takes care of the objection which Department of Justice counsel raised yesterday about 
the mark becoming generic, and which I believe, Mr. Chairman, you just read in a letter 
from the Secretary of State—the mark becoming generic. 

If the mark becomes generic, it must be due, just as this paragraph says, either to acts 
of omission or commission on the part of the owner. The patent owner cannot help it if 
the man on the street thinks vaseline is the descriptive name of that particular material. 
He cannot help it, as Senator Hawkes said yesterday, if the public thinks congoleum is the 
name of every hard-surface floor covering. The patent owner cannot help what the pub- 
lic thinks. I mean so long as the patent owner himself is not guilty of any acts of omis- 
sion or commission which do not cause the mark to become generic. 

So it seems to me that the definition of subsection (b) amply takes care of the objection 
which the representatives of the Department of Justice raised here. 


The H. R. 1654 Version of the Lanham Bill (1946) 


H. R. 82 of 1944 was replaced in 1946 by H. R. 1654, and was amended by 
the Senate Committee on Patents (Report No. 1333, dated May 14, 1946). In 
the words of Senator Pepper (page 2 of Report) : 

In addition to clarifying and strengthening those features of the bill preventing or 
discouraging any improper use of trade-marks, the amendments add several features with 
the same ends in view. Trade-marks which become descriptive of a patented article are 


made subject to cancellation at any time, and do not become incontestable. . . . (Refer- 
ring to Secs. 14, 15.) 


The amendments of the Senate resulted in a conference between the two Houses, 
and the following statement was included in the “Statement of House Managers 
Regarding Conference Report on Lanham Trade-Mark Bill” (Congressional Record, 
Vol. 93, p. 7525, June 24, 1946; Robert “The New Trade-Mark Manual” page 289) : 


Amendment No. 3: This amendment provides that marks which become descriptive 
of a patented article are subject to cancellation at any time. The House recedes with an 
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amendment making subject to cancellation at any time any mark which becomes the com- 
mon descriptive name of an article or substance on which the patent has expired. While 
this change in section 14 (c) adds as a ground for cancellation the fact that the regis- 
tered mark has become the common descriptive name of an article or substance on which 
the patent has expired, this specific provision is not intended to affect the applicability of 
the subsection to registered marks used on or in connection with nonpatented articles or 
substances where the mark is the common descriptive name of the goods and has become 
“abandoned” as that term is used in this section and defined in section 45. 

Amendment No. 6: The House recedes with an amendment permitting the Federal 
Trade Commission to apply for cancellation, on the grounds specified in section 14 (c)— 
of any mark registered on the principal register. 

Amendment No. 8: This amendment adds a new paragraph (1) to section 15 pro- 
viding that if a mark or trade-name becomes descriptive of a patented article, the right 
of a registrant to use such mark may be contested at any time. The House recedes with 
an amendment omitting such paragraph (1) and inserting a new paragraph (4) which 
provides that no incontestable right shall be acquired in a mark or trade-name which is 
the common descriptive name of any article or substance, patented or otherwise. . . .7* 


















The Bill was approved on July 5, 1946, as Public Law 489, the “patent” clauses 
of Sections 14(c) and 15(4) a part thereof. | 







The “Case Histories’ Background 





To appreciate the nature of the questions which will come up before the Federal 
Courts and the Patent Office in Sections 14(c) and 15(4) consider these questions 
which were put to then Commissioner Casper W. Ooms at a meeting of the Com- 
merce and Industry Association of New York on July 9, 1947: 













Question: Let us assume a case where there is a patented process and a machine is 
built to carry out that process—it serves no other purpose. That machine is given a name 
and that name is trade-marked, is registered. Would the expiration of the process patent 
make it possible under the new law to have the name of the machine—the registration cov- 








ering the machine—cancelled ? 
Answer: I do not know whether I got your question—whether the machine was pat- 
ented or not. 






a 







Question: No, the machine is not patented. 

Answer: The machine is not patented so at the expiration of the process anybody can 
build a machine and operate it. I think you would have a very close question under the 
old Singer doctrine, but if you could expand that to cover more than the machine you 
could probably get by. I think if it is tied to the machine alone, which is tied to a patented 
process, you may find yourself in danger. 









Very fortunately there exists a reservoir of decided cases to dip into for judicial 
guidance in applying the terminology of the “patent” clauses to the facts of a given 
situation. These cases are those of District Courts, Circuit Courts of Appeals, 
State Courts and Patent Office. These will now be considered. 













23e. For text of statement of Mr. Lanham preceding adoption by the House of the Confer- 
ence Report on H. R. 1654, see Congressional Record, Vol. 93, page 7650, June 25, 1946; Robert 
“The New Trade-Mark Manual,” pages 294-297. 
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Du Pont, et al. v. Sylvania, et al. ...........44. 122 F. (2) 400, CCA-4, 1941 [50 USPQ 534] 

James Heddon’s Sons v. Millsite .............. 128 F. (2) 6, CCA-6, 1942 [32 T.-M. R. 410, 
417] 

Landis Machine vy. Chaso Tool ...............53 USPQ 200, DC Mich., 1942 

Durable Toy, et al. v. Chein Co. ...........4.. 47 FS 167, SDNY, 1942 [32 T.-M. R. 481] 

Lucien Lelong, Inc. v. Lander Co., Inc. ....... 67 FS 997, SDNY, 1946 [36 T.-M. R. 257], 


(aff. by C. C. A.-2, 75 U. S. P. Q. 302) 
(38 T.-M. R. 57]. 


The Singer rule has been applied during the last fifty years by the Federal dis- 
trict courts and circuit courts of appeals with varying degrees of rigidity. As might 
be expected, the early application of the doctrine was mainly strict. Yet, it was not 
long before deviations from the rule were set up as meritorious exceptions. The 
Castoria cases“ were the first to be adjudicated subsequent to the Singer decision. 
The judicial history of the “Castoria” trade-mark is of particular interest in that the 
exclusive rights to the mark appear to have been lost and recaptured within a period 
of thirty years. In the earliest of the cases it was held that ‘“Castoria” had become 
the common property of all upon the expiration of a Pitcher patent in 1885. During 
the life of the patent it was assumed that the “Castoria” mark was used on a castor 
oil substitute made in accord with the patent and covered by its claims. It was con- 
sidered immaterial that after the patent had expired, and for 10 years thereafter, the 
predecessors of the Centaur Co. had been the exclusive manufacturers of “‘Castoria.” 
However, it was insisted that the competitors clearly identify their goods to avoid 
unfair competition with the plaintiff's product.” In later cases* a new position was 
taken with regard to the composition of the products during the life of the patent. 
It was contended that the patented formula had been followed but for a short time. 
and that actually “Castoria” had been used on an unprotected product long before 
the patent expired. It was not until 1929 that it was judicially recognized that 
“*Castoria’ as manufactured by the plaintiff for over fifty years is not, and never 
was, the product of the expired Pitcher patent.” Accordingly, it was ruled that the 
plaintiff was entitled to the sole and exclusive use of the mark “Castoria.”’* 


24. Centaur v. Heinsfurter, 84 F. 955; Centaur v. Killenberger, 87 F. 725; Centaur v. Neath- 
ery, 91 F. 891; Centaur v. Hughes, et al., 91 F. 901. 

25. In certain of the early cases the defendants insisted that the entire wrapper had become 
public property. One of the dissenting judges in the Centaur v. Hughes case seemed to be of 
the same mind. 

26. Centaur v. Robinson, 91 F. 889; Centaur v. Marshall, 97 F. 785; Centaur v. Genesh, 33 
F. (2) 985. 

27. The trade-mark “Malted Milk” of Horlick Co. did not do as well, despite the fact that 
Horlick owned a process patent on the dry granulated powdered extract of milk and the actual 
process employed as different from the patented process. The Court felt that, so far as the pur- 
chasing public was concerned, the products of either process would probably pass for the same 
thing. The effect on the public was to stamp the packages with notice that they were made under 
the patent. The patent notice on the “Malted Milk” during the life of the process patent afforded 
shelter against competition. This strict rule was laid down that where the patent owner secured 
to a measurable extent the benefit of a monopoly, the name of the product became the generic 
name of the supposed monopoly, and the Singer rule was applicable. The trade-mark “Magic” 
for a drill chuck was subjected to this rule in the Consolidated vy. Collis case—CCA 8, 1930; in 
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The Batcheller decision qualified the Singer rule in a case where a trade-mark 
had been applied to the goods (corsets) for several years prior to the granting of a 
patent thereon. After the patent expired registration was secured for the mark. 
Suit was brought to cancel the registration on the theory that expiration of the patent 
caused the mark to become public property. The Court ruled that unlike the facts 
in the Singer case “the name antedated this patent by more than 2% years, and the 
name, and not the patent, so far as can be seen, gave value to the article.’ 

The Stimpson case was unique in that it was necessary to adjudicate a contro- 
versy which arose between an ex-licensee and a licensor under a computing scale 
patent. Having used the patentee-licensor’s name (Stimpson) during the license 
period, the licensee sought to retain exclusive use of the name “Stimpson” on scales. 
Not only was this exclusive use refused, but the ex-licensee was enjoined from using 
Stimpson’s name in describing their scales.* (In the recent Amiesite Asphalt case 
the licensee’s use of the generic mark “Amiesite” was permitted after patent 
expiration. ) 

A situation quite close to that of the Singer facts existed in the Hill decision. 
Subsequent to expiration of a patent on dating machines, the defendant began to 
market an exact copy of the plaintiff’s dating machines. Not only were the dating 
stamp heads copied in design, but the trade-marks thereof were also copied. Upon 
the heads of the daters sold by defendant there appeared its name. The Singer 
doctrine was held to apply to the facts, and the defendant was not enjoined.” 

The Scriven cases present a case history quite the reverse of the Castoria cases. 
During the life of a patent on men’s drawers employing a longitudinal elastic insert, 
the patent owner employed the trade-mark “Elastic Seam” and colored the elastic 
insertions yellow for distinctiveness. In the North and Girard cases, Scriven was 
given relief against competitors who used these marks. The basis of relief was 
unfair competition, the Court holding that there was no valid technical trade-mark. 
In the later Morris case, however, it was held that any competitor of Scriven had a 
clear right to use the elastic insert in buff color, since these had become generic upon 
patent expiration. It was in the last of these Scriven cases (Rice-Stix v. Scriven) 
that the Scriven Co. tried to show its patent had been void by virtue of an earlier 
patent. According to the plaintiff, there never had been a patent monopoly which 


that case the plaintiff contended, among other things, that the patent never covered the “Magic” 
drill. 

28. Compare with the Adam vy. Folger case, wherein the mark “Victor” was used on a water 
heater for 3 years prior to patent grant. The licensee, subsequent to cancellation of the license, 
sought to use the mark. Like the Stimpson case, the Court held that the defendant had the right 
to use the mark only during the license period. In contrast to the Batcheller case the mark “Vic- 
tor” was described as being the generic name of the patented article, despite the fact that the 
mark antedated the patent grant. See also, the Whicher case. 

The two Seeger Refrigerator cases, while not dealing with patentee v. ex-licensee situations, 
had in common with these types of cases the fact that the defendant was seeking to use a name 
alleged to have become uniquely associated with a patented product. The word “Syphon” was 
alleged by the plaintiff to have come to describe a part of a patented refrigerator. Actually, 
neither party had a syphon action in their respective products. However, the courts held that 
if the name “Syphon” had acquired a secondary meaning in reference to the patented refrigera- 
tor, the defendant’s use could be restrained as misleading. In the Minnesota court, such second- 
ary significance was found not proved. 

29. The concluding sentence of the opinion shows that the Court was aware of the damage 
done to plaintiff : “Under the state of facts presented, the defendants seem to find legal protection 
from an obvious intention to copy, with approximate accuracy, the complainant’s goods. 
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expired when the patent expired.” The Court rejected this theory, since the 
drawers had been continuously marked as “patented’’; the Malted Milk case was 
said to be applicable.” 

The trade-mark ‘‘Featherbone” was involved in the two Warren Featherbone 
decisions. In the first of these (1905) the defendant began to sell corset stiffeners, 
made in accordance with the expired patent covering a whalebone substitute. The 
plaintiff countered the argument that the word “Featherbone” was generic by 
pointing to the fact that several improvement patents were still unexpired. This 
defense was rejected, since there would then be given to every patentee a monopoly 
limited in point of time only by the ingenuity with which improvements could be 
devised and patented. In the later case (1915) the Warren Co. set up a right to 
exclusive use due to secondary meaning acquired by the word in the course of 10 
years of unchallenged exclusive use. The defendant was permitted to use the 
mark, provided that some indication was used in conjunction with ‘Featherbone” 
to indicate it was made or sold by the competitors.” 

The Singer doctrine was rigorously applied in the Greene et al. case, in view of 
the fact that plaintiff had used its mark “Blake” on patented belt studs throughout 
the patent monopoly. The mark was not used on the entire product handled by the 
company. The defendant was held to have a clear right to claim, upon expiration 
of the Blake patents, that the distinctive trade-marks which entered into the trade 
success of the studs also became public property.™ 

It is interesting to contrast the Ludlow Valve case to this last decision, for the 
name “Ludlow” had been used on all products of the plaintiff. The major portion 
of the business, however, was the “Ludlow” patented gas pipe valves. While strictly 
adhering to the Singer rule, the Court applied a heavier burden of distinction on the 
defendant. The latter was required to employ an explanation, not merely a printing 
of its name on the product, to show that its manufacture was independent of the 
plaintiff. For example, it was required that the defendant describe its valves and 
hydrants as of the “Ludlow” model or type.” 

The early rigid application of the Singer doctrine is nicely illustrated in the Stern- 
berg case, where the mark “Vertical Top” was applied to a patented cigar mold. 
The patent covered a specific improvement in an element of a cigar mold com- 
bination. During the life of the patent the name ‘Flange Top” was used to 
distinguish an inferior mold. The “Vertical Top” name became public property 


30. Circuit Judge Sanborn dissented from the majority on this basis, contending that the 
Scriven Co. was not estopped to assert this fact, since they had not falsely and wilfully marked 
the drawers, “Patented.” 

31. The defendant, however, was required to mark conspicuously its product. 

32. It must be observed that, as pointed out in the Warren v. American case, the word 
“featherbone” was used in the improvement patents. Further, in at least three dictionaries up 
to the expiration date the word “featherbone” was defined as a whalebone substitute. 

33. A similar strict application of the Singer rule is found in the Yale and Towne v. Wor- 
cester cases. There, upon expiration of the patent on a door check sold under the patentee’s name 
“Blount,” the name was held to have become public property. It was deemed sufficient to dis- 
tinguish from the plaintiff’s product by use of the name “Worcester” above “Blount.” See, also, 
the American Specialty v. Collis case where “Use-Em-Up” was held to have become generic to 
patented drill sockets. 

34. The explanatory type of distinction set forth in this decision will be found employed re- 
peatedly in later cases in the Federal Courts. See the De Long Hook and Eye case. 
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upon the patent expiration subject to proper distinction, the Court refusing to 
differentiate between a name “merely arbitrary or suggested by the thing itself.” 

That the mark “Triplex” had gained a further significance as indicating the work 
and product of the Yale & Towne Mfg. Co. was held not to operate to prevent the 
name from becoming public property after expiration of its patent on “Triplex” spur- 
geared hoisting blocks. The Court stated (Yale & Towne v. Ford): 


To us it seems clear that the commercial value of a patent is the creation of a public 
desire for its product. . . . In other words, taking this case, the public cannot now enjoy 
an untrammeled right to make the Triplex block of the seventeen year monopoly, unless it 
has the incidental right of saying we now make and sell a Triplex block. . . .*° 


The De Long Hook and Eye case is interesting in that the trade-mark “De Long 
Hook and Eye” was used on other products, some unpatented, of the plaintiff be- 
sides the patented garment hook. After the basic patent expired the defendant used 
the mark “De Long Hook.” The Singer rule was applied ; the Court was confident 
that the result in Singer v. June would have been the same “if the Singer Sewing 
Machine Company had sold thread or other articles in connection with the use of 
the machine or independent thereof.’ 

In the reverse situation, where a patented product was sold under the plurality 
of marks, a different result obtained. In the Hughes case it appeared that a patented 
hair brush had been sold in the U. S. A. under the trade-mark “Ideal” for the life of 
the patent. However, similar patented brushes were sold under at least two other 
names. One of these names was “Hughes,” and was applied to a cheaper form of 
the patented brush. Under these circumstances, where the patented article was sold 
under several different designations, it could not be said that during the life of the 
patent the name “Ideal” became the identifying and generic name of the patented 
thing.” 88 39 


35. It is the same thought which is the basis of decisions such as in the Allen, et al. v. Walton, 
et al. case and the Bristol v. Graham case. In the former it was considered that shapes, colors 
and distinctive forms of a patented sled could pass into the public domain upon the patent ex- 
piration, where these characteristics had come to distinguish a patented product of the plaintiff. 
In the Bristol case there was involved a registered trade-mark consisting of “before” and “after” 
pictures of a steel belt lacing whose patent had recently expired. Expiration of the patent gave 
the public the right to describe the lacing as it was described in the patent specification. The 
trade-mark was nothing more than a pictorial representation of the formerly patented article. 
In both these cases, however, the requirement that defendants carefully distinguish their goods 
to prevent confusion with the respective plaintiff's was adhered to. 

In Daniel v. Electric Hose there was vigorously stated the proposition that after a patent on 
an article expires, the patentee cannot appropriate a structural element (external longitudinal 
corrugations of rubber hose) as a trade-mark, regardless of how long and exclusively he uses 
the element. To allow such a trade-mark right would be to destroy the 17 year limitation of the 
patent system. 

36. The manner in which the Court ordered the defendant to distinguish its goods is of in- 
terest. The defendant had to use type of a different character. It could not place the name of 
the hook on the top line of the card, since the public had become accustomed to seeing the plain- 
tiff’s name so displayed. This last requirement shows the extent to which the plaintiff’s good 
will is protected, since it appeared more or less customary in the trade to so place the hook name. 
In the Jenkins case the defendant was not permitted to use the expression “Standard Jenkins 
Valve” on a formerly patented valve marketed under the name “Jenkins.” A mere literal use of 
the defendant’s firm name was deemed utterly inadequate. The word “Standard” used with 
“Jenkins” actually increased deception. The defendant was ordered to couple “Standard” with 
the firm name in a central prominent place on its valve. 

37. The defendant was the selling agent in the U. S. A. of the British successors to the ori- 
ginal British manufacturer, who owned the American patent under which the license to sell the 
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After the passage of the Trade-Mark Act of 1905, registration was obtained 
under the 10-year clause of the law by owners of marks which had been used on 
articles whose patent protection had ceased. Under this clause the owner had to 
allege exclusive use of the mark for the ten-year period prior to February, 1905. 
The National Lock Washer firm was one of those registrants. After the patent 
expired on its lock washer marked “National,” the mark was registered under the 
10-year clause. The defendant Hobbs sold lock washers marked “National Pattern,” 
and plainly marked the source of its goods. The Singer rule was held to apply ; the 
defendant had a right to use the name which had become descriptive of the article 
during the patent monopoly. Considering what effect the registration had on the 
rights of the parties, the Court questioned whether Congress had ever intended the 
benefits of the ten-year clause to apply to trade-marks used on patented articles.“ 

Prior to 1898, the Buffalo Specialty Co. was selling a tire puncture sealing fluid 
under the name “Neverleak.” The fluid was a secret formula, and was never 
patented by itself. In 1898 the firm purchased a Duryea patent whose claims 
covered the combination of a pneumatic tire having a free-flowing sealing agent 
within its air chamber; the patent was purchased to eliminate the threat of con- 
tributory infringement when the plaintiff sold its fluid. Between 1898 and 1914 
(when the patent expired) the plaintiff placed on its labels the Duryea patent 
number, and a warning that sellers of a tire sealing fluid other than “Neverleak”’ 
fluid were infringers of the patent. The Court reversed a dismissal of the bill on 
the ground that the expiration of the Duryea patent did not bring the trade-mark 


“Neverleak” within the Singer case. The Court said: 


No generic name for the patented tire appears in the record. Presumably, therefore, 
all pneumatic tires, whether containing a “free-flowing sealing agent” or not, were made, 
sold and used under the several marks and names of their manufacturers. 


“Tdeal” brush in the U. S. A. had been granted. The British brush had been sold under the 
mark “Very.” 

38. In the Prest-O-Lite case the plaintiff had sold its bottled acetylene gas for auto under 
the trade-mark “Prest-O-Lite.” It was licensed by a patentee owner who sold similar packages 
for other fields under different trade-marks. The defendant, after patent expiration, sought to 
justify its use of plaintiff’s empty containers upon the Singer rule. The Court rejected the de- 
fense. It held that marks used by licensees under a patent did not become public property on 
patent expiration. The defendant was restrained from selling refilled purchased bottles of plain- 
tiff unless they were altered completely and permanently. The plaintiff was entitled “to have 
its lifeblood saved from leeches and its nest from cuckoos.” 

39. In the Ironite v. Cement case the term “Ironite” was held not to have become generic 
of a patented waterproof, finely-divided metal composition. Similar materials had been sold by 
manufacturers during the life of the patents under different names. Manufacturers generally 
apparently recognized the plaintiff’s interest in the name “Ironite.” The plaintiff’s right to the 
exclusive use of the term “Ironite” was not terminated by the expiration of the patents. 

Quaker Oats v. Kiewit the plaintiff, a licensee under patents for making its rice and whole 
wheat products, had popularized its “Puffed Rice” and “Puffed Wheat” marks. Competitors 
used other names, such as Popped Rice, Exploded Rice. The plaintiff's marks were deemed 
not generic. (Note the Court’s observation in the Prest-O-Lite case that marks used by a licensee 
under a patent did not become public property on patent expiration. ) 

40. Assuming the registration to be valid, it was held that the most the registrant-plaintiff 
could expect under it was to be protected to the extent of preventing the defendant from using the 
mark in such a fashion as to create the impression that the defendant’s goods was that of plaintiff. 
An opposite viewpoint was expressed in the Scandinavia Belting case; there it was thought that 
registration under the 10 year clause (assuming absence of adverse user) enabled the registrant 
to “recapture” exclusive rights to the mark after patent expiration. 
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This condition with respect to a generic name for the patented tire is very far from 
establishing that the pre-existing trade-name of one unpatented element became the generic 
name of the patented combination. So the Singer and Castoria cases do not apply. 


Another exception to the Singer rule occurred in the Allen v. Walker and Gibson 
case, where the trade-mark “Cedarine” was applied to furniture polish which at 
the outset was patented. However, for the major portion of the life of the patent the 
mark was used on a product which actually omitted one of the ingredients of the 
patented combination. Furthermore, the polish was substantially never marked or 
claimed to be patented. Under these circumstances the mark was held not to have 
become attached to or connected or associated with the patented article, and it did 
not pass to the public on the expiration of the patent.” 

The President Suspender case was significant in that it reaffirmed an exception 
to the Singer rule which had been set forth in 1899 :** that if a trade-mark antedated 
the patent, the strict rule should not be deemed to apply. The patentee in this case 
applied the mark “President” to the suspenders for about 1-114 years prior to the 
patent grant. Within a few months after grant of the patent he granted plaintiff an 
exclusive license, and assigned the business and good-will as well. Upon expiration 
of the patent the patentee returned to business, and contended that the mark was 
automatically his own upon termination of the license, and that in any event the mark 
became generic under the Singer rule. It was held that the word “President” was 
not shown to have come to indicate to the public the generic description of the 
patented suspenders. Finally, the licensee was deemed to have received the complete 


right to the mark with the good-will. 

Considering now the Scandinavia belting decision, patented woven textile belt- 
ing had been made and sold in England under the name by the plaintiff’s licensor. 
During the life of the British patent others marked the same goods, both in England 
and in the U. S. A., under various trade-marks. The plaintiff sold “Scandinavia” 


41. This case is distinguished from the Horlick case in that a patent notice was consistently 
employed in association with “Malted Milk.” The Cedarine case reveals a slow process of 
relaxation of the rigid Singer rule which terminated in this line of cases the Centaur v. Genesh 
case. 

See, also, the McIlhenny group of cases which involved the trade-mark “Tabasco.” The 
original process for making pepper sauce using the pulp of the Tabasco pepper was patented in 
1870. The name “Tabasco Pepper Sauce” first was used some two years prior to the patent 
grant. About 1876 the patented process was abandoned, and the mark was applied to the product 
of an unpatented process. The Singer rule was held inapplicable. See the cancellation cases in 
a later section of this paper. 

42. See Batcheller v. Thomson, where the mark antedated the patent by more than two years, 
and it was held that the name gave value to the article rather than the patent. See, also the 
MclIlhenny group of cases, involving the trade-mark “Tabasco” where it was held that the Singer 
rule was inapplicable, among other reasons, because the use of the word “Tabasco” preceded the 
patent on the process of making the pepper sauce by about two years. It was the name and the 
intrinsic merit of the article, rather than the patent which gave the sauce its value. Yet in the 
O’Sullivan Rubber case, where the name “O’Sullivan’s Safety Cushion Heel” was used on the 
patented rubber heel for four years prior to patent grant until after the patent expired, the Court 
held the exclusive rights in the name lost when the patent expired. 

43. This case distinguishes from the earlier Stimpson and Adams v. Folger cases, where the 
licensees were deemed to have the right to use the marks in question for the respective license 
periods. The Wightman, et al. case followed the President case; the patentee was held to have 
passed all right in the mark “Yankee” to the exclusive licensee under a cigarette case patent. 
However, compare with Keller v. Chicago where the patentee-assignor’s name “Keller” was ruled 
“free” on patent expiration. 
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belting in the U. S. A. for many years after the British patent expired in 1892. 
There was no adverse user in this country from that date until 1914 when the 
defendant commenced to use the mark “Scandinavian.” In 1905 the plaintiff regis- 
tered to make under the ten-year clause. The Court held that the Singer rule did 
not apply, since the mark had not been shown to have become generic to the 
patented belting. Furthermore, it was held that the registration under the ten-year 
clause gave the plaintiff an exclusive right to the mark “Scandinavia” even assuming 
the Singer rule was applicable.“ 

The Lenox case involved a distinctive patented design of “Ming” dynasty type 
used on high-grade chinaware. Defendant, after the design patent expired, applied 
the design to an inferior chinaware. While conceding the right of others to use the 
“free” design, the Court emphasized the concurrent duty to distinctly mark the 
product to show it was not the plaintiff's product.” 

The famous trade-mark “Aspirin” was at stake in the Bayer case. The Bayer 
Co. predecessor had secured a patent in 1900 on a drug known as “acetyl salicylic 
acid.” The name “Aspirin” was adopted for the drug in the year before. Up to 
1904 the drug was sold to physicians, manufacturing chemists, or retail druggists. 
Thereafter until 1915 the drug was sold in larger quantities to manufacturing chem- 
ists who sold tablets to the consuming public as “Aspirin.” However, the name of 
the plaintiff did not appear on such packages. The drug trade and physicians were 
directly contacted, but not the public. In 1915, and for a period of 17 months before 
the patent expired in 1917, the Bayer Co. reversed the old policy and sought to 
identify itself with the word “Aspirin” to the general public. The defendant claimed 


a free right to the name “Aspirin,” since the patent had expired. The Court ruled: 


The case, therefore, presents a situation in which . . . . the trade is divided into two 
classes, separated by vital differences. One, the manufacturing chemists, retail druggists 
and physicians, has been educated to understand that “Aspirin” means the plaintiff’s manu- 
facture, and has recourse to another and an intelligible name for it, actually in use among 
them. The other, the consumers, the plaintiff has . . . . allowed to acquaint themselves 
with the drug only by the name “Aspirin,” and has not succeeded in advising that the words 
means the plaintiff at all.” 


44. This “recapture” effect of absence of adverse user during the critical ten-year period and 
after patent expiration is opposite to the view held in the National Lock Washer case (supra). 
It seems to be in line with the dictum in Philco Corp v. Phillips Mfg., 33 T.-M. R., 124, that the 
registration may create substantive rights. Compare, however, Justice Brandeis’ statement in 
the Shredded Wheat case (supra): “Like every other member of the public, it was, and re- 
mained free to make shredded wheat when it chose to do so; and to call the product by its generic 
name.” 

Note that in the Walworth v. Moore case the theory of “recapture” of exclusive rights to a 
trade-mark, after assuming a generic status, was not recognized. 

45. In James Heddon’s Sons v. Millsite the shape, size, color and patterns of artificial fishing 
bait were deemed purely functional design features; it was further shown that design patents on 
such features had expired. Such design features were not capable of exclusive appropriation. 
Durable Toy v. Chein involved a defense that the mark “Uncle Sam” had been used on a toy coin 
bank covered by a design patent which had expired years before. The Singer case was deemed 
not applicable, since there was no showing that the name “Uncle Sam” had come to mean the bank 
of the old design patent. A “recapture” thought was presented in this portion of the Court’s deci- 
sion: . . . the words ‘Uncle Sam’ were not used in a trade-mark sense, that they did not fall 
into the public domain or that if they did plaintiff and its predecessor by long, sole and continued 
usage of these words have made them their own, insofar as these words apply to toy coin banks.” 
See the 1947 decision of C. C. A.-2 in the Lucien Lelong case discussed at the end of this section. 

46. Direct sales of the drug under the name “Aspirin” to manufacturing chemists, physicians 
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What happens when a manufacturer of a variety of tools sold under various 
marks, applies to a particular line of patented tools a unique mark and permits the 
mark to denote the line throughout the patent monopoly? The answer is found in 
the Consolidated Machine Tool v. Collis case, where the trade-mark “Magic” was 
applied to patented drill chucks during the entire patent period.“« The District 
Court* had found for the plaintiff upon the theory that the defendant had permitted 
some seven years to elapse after patent expiration before selling the chuck under the 
name “Magic.” Upon appeal it was held that the mark had become generic during 
the life of the patent. The Court’s language is well worth quoting: 

. . . . If the manufacturer of this article manufactured only chucks, and they all bore the 

name “Magic,” then it could readily occur that the name might have acquired a secondary 

significance and be suggestive of the manufacturer. It appears, however, that the plaintiff 

. manufactures a great variety of tools, none of which, except this chuck, bears this 
trade-mark. . . . But where the manufacturer or distributor selects one product out of a 
great variety and places upon it a trade-mark, it would seem that more likely this trade- 
mark designated or characterized this particular tool or implement, rather than suggested 
its manufacturer.*® 


Let us now consider the “Cellophane” mark (Du Pont v. Waxed Products; Du 
Pont v. Sylvania) ; the manner in which its exclusive use was lost to Du Pont is 
most instructive. As early as 1909, the word “cellophane” had been coined by one 
Brandenberger of France to suggest a product made of cellulose and transparent. 
The expression “La Cellophane” written in fancy script was registered. Branden- 
berger himself promptly began to use the word cellophane generically in U. S. P. 


1,226,897 and 1,406,148. From 1912 until 1923, the word was used generically in 
periodicals and books. That small portion of the public that was interested employed 
the word cellophane to describe the product. 

Du Pont in 1923 purchased the French interests and good-will in the trade-mark 
“Cellophane” and “La Cellophane.” In literature put out subsequently the word 


or retail druggists were enjoined, with the proviso that in sales to retail druggists in boxes of fifty 
or less the word “Aspirin” could be used if a clear statement of the manufacturing chemists was 
placed thereon. However, in sales to consumers no suffix or qualification whatever was ordered. 
This case was probably the first to have employed a realistic approach to the “patented” type of 
trade-mark. With respect to one class of consumers (the ultimate purchaser) the word Aspirin 
meant a drug. The expiration of the patent was not a controlling factor in this case. 

Peculiarly enough in the later Vibroplex case, where the trade-mark “Bug” for telegraph 
vibrators was involved, the viewpoint of the Aspirin decision was not considered. To telegraph 
operators (the ultimate consumer) the patented vibrators had become known as “Bug” or “Vibro- 
plex ;” to retailers and jobbers the names signified the plaintiff. The Court ruled that a mark 
descriptive for one class was descriptive for all. It was suggested that the “Aspirin” result 
could follow in an unfair trade case; the case at bar was a technical trade-mark infringement suit. 

47. Asa matter of fact, the word “Magic” was first applied to the chucks two years prior to 
the patent grant. This fact, however, did not appear to be a factor, unlike the earlier Batcheller 
case. 

48. 41 F. (2) 641, 19 T.-M. R. 414. The decision applied the “recapture” doctrine of the 
Scandinavia case. 

49. In the Walworth, et al. v. Moore Drop Forging case, a period of fourteen years of un- 
challenged use of the mark “Stillson” on wrenches did not furnish any basis for “recapturing” 
exclusive rights to the name. The patents on the “Stillson” wrench expired in 1890; no adverse 
user of the name was encountered until 1904. A registration secured under the ten-year clause 
of the Act of 1905 was, of course, void due to the adverse use in 1904. The Court ruled that 
“Stillson was nothing but the generic name“of the wrench made substantially in accordance with 
the Stillson patent. Plaintiff never sold these wrenches as Walworth wrenches.” Here, then, 
we have a literal application of the Singer rule. 
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cellophane was generically used. The course of conduct of complainant and its 
predecessors, and especially complainant’s advertising campaign tended to make 
cellophane a generic term descriptive of the product rather than of origin. 

The plaintiff argued that the Singer v. June case was inapplicable, because others 
made and sold the product under various trade-marks. As to this the Court stated 
that such competitive use was overbalanced by the evidence of general use of cello- 
phane. Further, the Singer decision was said to be inapplicable for the reason that 
the expiration of the Brandenberger patents was of no importance since ways of 
making cellophane had been known prior to the Brandenberger inventions: 


But his patents disclosed a process for preparing cellulose films without a supporting 
surface, while the earlier patents . . . . did not solve the problem. . . . There is no 
proof sufficient to show that the Brandenberger patents were worthless. . . . The expira- 
tion in 1928 of U. S. P. 991,267 and 1,002,634 to Brandenberger for processes for manu- 
facturing and drying films terminated any right the complainant had to the exclusive use 
of the name cellophane so far as it had become merely descriptive of the product itself. 
The fact that it had registered “Cellophane” as a trade-mark would give it no right to 
monopolize a term useful to designate a commercial article. . . . Certainly to some extent 
at least his patents afforded shelter against the competition of others and brought the case 
within the Singer decision. . . . But neither the absence of a patent nor its complete in- 
validity will prevent a word from obtaining a generic meaning. . . . It, therefore, makes 
no difference what efforts or money the Du Pont Company expended in order to persuade 
the public that “cellophane” means an article by Du Pont manufacture. So far as it did not 
succeed in actually converting the world to its gospel it can have no relief. . . .°°°! 5 


A somewhat complex set of circumstances existed in the Enders Razor case. 


The plaintiff Simmons Co. was a hardware jobber, selling a variety of tools and 
implements. Since 1868 it had used the trade-mark “Keen Kutter” on all its tools. 
Between 1905 and 1907 Simmons acquired certain Christy patents covering razors 
and blades. Between 1906 and 1933 the defendant Christy Company, Christy’s 
successor, manufactured for the plaintiffs razors and blades under the Christy 
patents. Enders Razor Company was a subsidiary of Simmons, and it marketed 


> 


razors and blades covered by one of the patents under the name “Enders.”’ Simmons 


marketed razors and blades covered by a second Christy patent under its trade-mark 
“Keen Kutter.”** After the patents expired Christy continued manufacturing for 
plaintiffs for about eleven more years. When its largest buyers ceased to take its 


50. This last sentence of the opinion in Du Pont v. Waxed Products has been criticized. See 
page 49 of Derenberg’s article “Shredded Wheat—The Still-Born Trade-Mark,” 34 Bulletin U. S. 
Trade-Mark Assn., February, 1939. 

51. See the Amiesite Asphalt v. Interstate Amiesite case, where the trade-mark “Amiesite” 
was held to be generic upon the expiration of the patent covering the road bed material. The 
defendant was a licensee of the plaintiff ; it was the sole maker and seller of the product, and its 
acts gave value to the product and name. The name “Amiesite” was held to have become coupled 
to the patent as a unitary fact by the acts of both the plaintiff and defendant. 

52. In the interests of justice, however, it was decreed that when filling orders for cello- 
phane, the defendant should state that the product sold is its specific cellophane or the cellophane 
of whomsoever may be the maker, and need state no more. In advertising the defendant could 
use the word provided the maker’s name was prefixed as a possessive. 

53. Christy manufactured similar razors prior to the expiration of the patents under various 
other names. The Enders and Keen Kutter razors and blades at no time bore markings indicating 
that they were manufactured by Christy except shortly before the suit. 
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products, Christy continued to manufacture razors and old style Enders and Keen 
Kutter blades. The manner of marketing and advertising these products was 
objected to by the plaintiffs, since the trade-marks of the latter were employed.” 

In the District Court it was held that both names “Enders” and “Keen Kutter” 
had become generic names of the respective patented razor and blades. The Singer 
doctrine was squarely applied. On appeal, however, the Singer rule was held ap- 
plicable solely to the “Enders” name. The emphasis had been placed in all adver- 
tising and circulars of Enders Company on the name. The name “Enders” had 
not been accompanied by the name of the company manufacturing the article. The 
Christy Company, therefore, was held entitled to use the name “Enders” in the 
sale of razors and blades known during the life of the patents by the same name.” ” 

The mark “Keen Kutter,” on the other hand, was held to be in a different 
category. In the words of the Court: 


A more difficult question is presented by the use of the name “Keen Kutter.” This name 
had been continuously used by the Simmons Company for more than thirty years before 
the Christy patents were issued. Apart from and prior to the registration of this name as a 
trade-mark it had acquired a secondary meaning whereby it had become a mark of origin. 
. . . . It was applied to all of the extensive line of cutlery products put out by the Simmons 
Company, and was used upon many articles besides razors and razor blades, including 
mining tools, farming tools and cutting tools of great variety. Its first application to safety 
razors and blades was to those made by Christy in 1907. If the name “Keen Kutter” is a 
generic designation of the razor and the blades, then it is also a generic designation for 
knives, saws, hatchets, etc. The same advertising of the name, the same emphasis has been 
given in its use as a trade-name for all of the other products of the Simmons Company 
as for the razor and blades. While the Singer case . . . . declares that the same name as a 
generic designation may apply to various species within the same genus, that case does not 
hold that the same name can be a descriptive designation for more than one genus. The 
fact that this name has been used on other totally different products long before these 
patents were issued, and that an extensive good will has been built up around its use, ir- 
respective of the patents and before the razors were sold, seems to us conclusively to show 
that this term is not generic. One might conceivably have gone to a retail store and asked 
for a “Singer” during the life of the Singer patents, and immediately have been shown a 
sewing machine; but if he had asked for a “Keen Kutter,” the salesman would be com- 
pelled to ask whether the customer wanted a knife, a saw, a razor, scissors, or some other 
Simmons product. This homely illustration demonstrates that as to the Keen Kutter 
trade-name the relief prayed for should have been granted. . 


In addition to finding that “Keen Kutter” was a trade-mark applied to numerous 
articles, the Court pointed out that the name was used many years before the patent 


54. Packages of Christy were labeled, by way of example, as follows: “Original and Genuine 
Enders (or Keen Kutter) Blades Made by Christy.” The words “Made by Christy” were used 
generously on circulars inserted in the razor boxes. 

55. However, the defendant's right to free use was qualified by the restriction that the phrase 
“Original and Genuine” be removed from the packages. See, also, the Jenkins and O'Sullivan 
cases (supra). 

56. See the Grosjean v. Panther and Landis v. Chaso cases for decisions along the same line. 
In both cases the Singer doctrine (as restated in the Kellogg v. National Biscuit case) was ap- 
plied. Upon expiration of patent covering a sole made of cord on end, the phrase “Cord-on-End” 
was deemed available to all members of the public in the Grosjean case. Similarly, in the Landis 
case expiration of the patents on the Landis type chaser resulted in “freeing” of the good will 
which accompanied the Landis type chaser. 
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was obtained. Under these circumstances, the mark did not become public property 
upon the expiration of the patent rights, especially where, as here, the patent did not 
contribute greatly to the value of the trade-mark. The name, and not the patent, 
gave its value to the article.” 

The most recent case of the type being considered herein is the Lucien Lelong 
“cologne bottle” case. Quoting from the decision of the District Court: 


On January 16, 1934, there was issued to the plaintiff upon an application made May 
1, 1933 design patent No. 91,372, disclosing a bottle with a globular crackled glass base 
and a long neck, and on October 26, 1937 design patent No. 106,647 for a “Cologne bottle 
or similar article,” disclosing a globular crackled glass base with distantly spaced semi- 
spherical projections and a long neck. The design patents have expired, the first before, and 
the second about four months after the bringing of this suit and the plaintiff has waived all 
of its rights, if any, to damages. 

_ The plaintiff now contends that it has “the exclusive right to market colognes and 
related products in bottles having a globular base and a long neck, like or similar in form 
and appearance to the globular base long neck bottles which plaintiff adopted in 1933, 
and has used continuously and extensively in the marketing of colognes of its manufacture 
since that date.” 

The plaintiff claims that the shape of bottle itself is a distinguishing mark of origin 
of its products notwithstanding that similarly shaped bottles have been in common use 
as containers of all kinds of fluids and that the design patents disclosed and the bottles used 
by it bear additional conspicuously distinguishing marks such as the surface ornamentation 
of the bases, the color, size and material of which the stoppers are made and the color of 
the labels and the inscriptions thereon. 

The plaintiff having claimed and enjoyed the monopoly the design patent granted, the 
shape of the bottle has now been dedicated to the public. See Singer Manufacturing Co. 
v. June Manufacturing Co., 163 U. S. 169; Scott Paper Co. v. Marcalus Manufacturing 
Co., Inc., decided by the Supreme Court of the United States, November 13, 1945 [67 
U. S. P. Q. 193]; Wilcox & Gibbs Sewing Machine Co. v. Kruse & Murphy Manufac- 
turing Co., 3 N. Y. S. 590, affirmed 118 N. Y. 677; James Heddon’s Sons v. Millsite Steel 
& Wire Works, 35 F. Supp. 169, 179 [47 U. S. P. Q. 106, 116], affirmed 128 F. 2d 6, 13 
[53 U. S. P. Q. 579, 585], certiorari denied 317 U. S. 674 [55 U. S. P. Q. 493]. Were it 
otherwise the plaintiff could extend its patent monopoly through the device of a trade- 
mark consisting solely of the shape of the bottle. This is not permitted. See Scott Paper 
Co. v. Marcalus Manufacturing Co., supra.>™* 


Decisions of the State Courts 


Jaffe, et al. v. Evans & Sons, Ltd. ...........: 75 N. Y. Supp. 257, 1902, App. Div. 
Whann v. Whann 116 La. 690, 41 South. 38, 1906 
Westcott Chuck v. Oneida, et al. ......0ccecee 106 N. Y. Supp. 1016, 1907, App. Div. 
Edison, et al. v. Mills-Edisonia 70 Atlantic 191, 1908, N. J. 

Avenarius v. Kornely 139 Wis. 247, 1909, Wis. 

Marshall Engine v. New Marshall Engine 89 N. E. 548, 1909, Mass. 

Nathan Mfg. v. H. A. Rogers, et al. .......44. 114 N. Y. Supp. 1033, 1909, App. Div. 


57. Compare to Batcheller v. Thomson; MclIlhenny cases; President Suspender case. See, 
also, the discussion on this point in Amiesite Asphalt v. Interstate Amiesite, wherein the Court 
found that the use of “Amiesite” and the monopoly under the Amies patent covering the trade- 
marked product were contemporaneous. Hence, on expiration of the patent monopoly the Singer 
doctrine applied, since the licensee’s use of the mark had rendered the word generic of the product. 

57a. On appeal the C. C. A.-2 stated “What cases there are clearly indicate that the expira- 
tion of a design patent effects a dedication of that design to the public.” The court refused to 
recognize the possibility of the total bottle design acquiring a secondary meaning where patent 
protection had existed. 
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Mississippi, et al. Continuous, et al. ........... 81 Atl. 374 [1 T.-M. R. 326], 1911, N. J. 

Sanford v. Enterprise, et al. .......ccecccccces 172 S. W. 537 [5 T.-M. R. 65], 1915, Tenn. 

Prest-O-Lite v. Ray, et al. ......ceeeeeeee0++e200 N. Y. 522 [7 T.-M. R. 381], 1917, N. Y. 

Mumford Molding v. E. H. Mumford 102 Atl. 9 [8 T.-M. R. 82], 1917, N. J. 

De Long Hook v. Hump Hairpin 130 N. E. 765 [11 T.-M. R. 239], 1921, Ill. 

Winthrop Chemical v. Blackman, et al. ........ 268 N. Y. Supp. 647 [24 T.-M. R. 106, 241] 
285 N. Y. Supp. 443, 1934 

H. A. Metz Labs v. Blackman, et al. .......... 275 N. Y. Supp. 407, 1934 [24 T.-M. R. 504] 

ee ae a rere 57 U. S. P. Q. 178, 1943 Mich. Sup. Ct. 


There had been several adjudications in the State Courts on the questions being 
considered, prior to the Singer v. June decision. The following dictum by the 
New York Court of Appeals in the first of these, a case which does not appear 
to have involved a patented article, curiously enough became the authority for 
later decisions : 


And when the patent expires . . . . there is no piracy in making or selling the article 
under the name by which it has become generally known. This name has become the 
proper description of the article, as indicating that it is made according to the patented in- 
vention, and is not the trade-mark of any particular manufacturer. The patentee relies for 
his protection upon his patent, and cannot, by calling the name of his patent a trade-mark, 
protect his monopoly after the patent has expired, or where it has no force (Selchow, et 
al. v. Baker, et al., 93 N. Y. 59, 1883). 


Some eight years later the same Court of Appeals (Waterman et al. v. Ship- 
man et al., 130 N. Y. 301) ruled that, until the actual expiration of a patent on an 
article upon which a trade-mark was used, the owner of the patent could not be 
deprived of his trade-mark right and no one else could use the mark. In 1895 (and 
relying on the Selchow case) a New York court ruled definitely that, upon expira- 
tion of a patent on the article on which the name “Granite Ironware” was used, 
the name was open to use by others.™ 

In that same year (1895) there was rendered a very strict application of the 
Selchow dictum by the Massachusetts court. (Dover Stamping Co. v. Fellows, 
163 Mass. 191). In this case a trade-mark “Dover” had been applied, during the 
life of an egg-beater patent, to products manufactured under the patent. It 
appeared, however, that during the life of the patent that the same mark was 
applied to various other products not covered by the patent. The defendant was 
permitted to continue use of “Dover” on the formerly patented egg-beaters. 

Subsequent to Singer v. June we find at first a strict application of its doctrines, 
whereas a more liberal application appears in more recent years. In the Jaffe 
case the trade-mark “Lanoline” was used on a wool fat product covered by a patent 
which expired in 1896. It appeared that during the life of the patent, competitors 
sold wool fat made under different processes by other marks. The defendant was 
permitted to use the mark “Lanolin,” the Court stating: 


. the defendant may use the word provided its preparation is substantially the 
same product as plaintiff’s . . . . the goods sold had common characteristics . 


58. It is interesting to note here that the expired patent was for a process for making enamel 
for enameled ironware; further, subsidiary unexpired patents existed at the time of decision. 
St. Louis Stamping v. Piper, 34 N. Y. S. 1147. 
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there was nothing to prevent the defendants from applying to their product, as prepared, the 
terms which truthfully represented the inherent elements and characteristics of Lanoline. 


In the Whann case a strict application of the Singer doctrine resulted in the 
trade-mark “Chewalla” being thrown open to general use upon the expiration of 
the patent on a medicinal product. By contrast with the usual type of case, the 
Westcott Chuck decision is noteworthy only in that size designations and catalogue 
material were copied after expiration of the basic patents covering the plaintiff's 
chucks. The trade-mark “Little Giant’? was not employed by the defendant. It 
was implied in the decision that a specific injunction limited to copying of size 
designations and catalogue material might issue. The Edison case was also unusual 
in that the defendant, an exhibitor of purchased phonographs and kinetoscopes in 
those former “palaces of joy” called penny-arcades, advertised itself as ““Edisonia.”’ 
The Court refused relief to the plaintiff, stating: 


The right to describe the article by the trade-mark or patented name must pass by 
implication of law, as it seems to me, to the person who purchases from the inventor 
or his assignee while the patent is in force, and that it passes to the general public after 
the patent has expired, on the ground of an assumed dedication of the name by which the 
patented article was known is settled by the highest authority.® 


An attempt to extend the Singer doctrine to a foreign patent occurred in the 
Avenarius case. The mark “Carbolineum” had been coined for a paint, whose 
formula was kept secret. Prior to registration of the mark in United States, the 
product was widely sold in Germany under the trade-mark. In Germany a process 
patent was secured by the owner. Upon expiration of the German patent, accord- 
ing to the defendant, the mark was free to the public. The mark was held to be a 
valid one, since the expiration of the German patent in no way affected the trade- 
mark in the U. S. A.” Furthermore, the trade-mark had long preceded any 
patent right. 

In the Marshall Engine case it seemed that one Marshall, during the life of his 
patent on wood pulp reduction, assigned his patent, good will and trade-marks to 
a corporation bearing his name. After the patent expired Marshall felt he could 
re-enter the business under his own name. While the Court agreed that plaintiff’s 
right to the exclusive use of the name “Marshall” ceased on the expiration of the 
patent, yet as against Marshall relief could be granted in view of his sale to the 
plaintiff of the good-will of the original firm. 

An exception to the Singer rule was evolved in the Nathan case, since the trade- 
mark “Monitor” was held valid despite the expiration of numerous patents on the 
trade-marked article—steam injectors. It seemed that the patents were all detailed, 
and for different styles of injectors. The differentiation from the Singer rule follows: 


The word “Monitor” in no sense described the patented article nor the patentee . 
The word “Monitor” is an artificial name as applied to a manufactured article, and the 
plaintiff having by skill and expenditure of money become known as the manufacturer 


59. Citing Singer v. June. 

60. It is interesting to note that in Germany the then-existing law deemed the mark descrip- 
tive and generic. Compare this holding, however, with the Holzapfel case, where the Supreme 
Court (supra) disregarded this very distinction. 
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of “Monitor” injectors, such designation points to it as the manufacturer, and it is entitled 
to be protected in its use... .% 


A clear case of a process patent was presented in the Mississippi decision. Here 
there was applied the trade-mark “Wireglass” to a wire mesh plate glass manu- 
factured under the patented process. Subsequent to expiration of the patents it 
was sought by the trade-mark owner to enforce his rights against a competitor who 
made the same glass. The latter used the same mark, and maintained the term was 
accurately descriptive of the article. In this view he was supported by the Court, 
which ruled that upon expiration of the process patents any other manufacturer 
could describe his product as “wireglass.” 

That trade piracy is the “mother of invention” in the field of making excuses, 
is best illustrated in the Sanford case. After manufacturing car wheels under the 
family name “Whitney” for years, the good will and name “Whitney” of the firm 
was solemnly transferred to the plaintiff. Car wheels were made under a patent 
owned by an employee Faught of the Whitney firm. The employee went to work 
for a different firm. On the expiration of the patent, the defendant employed a 
member of the Whitney firm and sold car wheels under the same name. It con- 
tended that the name “Whitney” had become so associated with the patented car 
wheel that upon patent expiration the name could be used by all. This was rejected 
in the decision, since it was the employee’s name Faught which had become generic 
of the wheel and not the “Whitney” name. 

In the Prest-O-Lite case a distinction was drawn by the Court of Appeals of 
New York between a patentee and a license so far as trade-mark rights were 
concerned. The plaintiff had been licensed under a patent covering tanks con- 
taining acetylene in solution. The trade-mark “Prest-O-Lite” was used by the 
plaintiff for its tanks, and for its tank exchange system. The defendant sold plain- 
tiff’s containers recharged by itself. It contended that the mark became generic 
upon expiration of the patent. 

The Court ruled that the name had become the name of plaintiff’s exchange 
systein ; it denoted the plaintiff as a business. It was pointed out that the case 
distinguished from Singer v. June in that the plaintiff was not the patent owner, 
but only a licensee; it could not be said when the patent expired, all the names 
and marks used by licensees became public property as the generic name of the 
patented article. In brief, the Court found that the name “Prest-O-Lite” had not 
become generic, and was not known by the public to mean just the gas tank, but 
it meant the manufacture of the plaintiff.” 

In the Mumford case there was a contest between a past licensee and a present 
licensee, operating under Mumford patents in the manufacture of molding mia- 
chinery, as to the right to the name “Mumford.” During the contract period the 
complainant associated Mumford’s name with the molding machines sold by it; 
the name “Mumford” was treated as the generic description of the machines manu- 


61. A dissenting opinion in this case contended that the majority opinion meant that a 
coined name was more readily identified with the manufacturer than his own name, and hence 
created an artificial distinction from the Singer doctrine. Note the opposition decision at a later 
point of this paper. 

62. This decision concurred with that reported in 215 Fed. 692. 
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factured under the patents. The Court decreed “Mumford” the generic name of the 
patented machinery. During the existence of the monopoly the name was sub- 
ject to exclusive appropriation by the patentee and assigns. However, it was 
deemed that during its post license contract the complainant had developed good 
will which was entitled to protection even after the license was terminated. Hence, 
the defendant was required to restrict its use of “Mumford” on the patented mold- 
ing machines and to distinguish positively from the complainant. On the other 
hand, the complainant was enjoined from using “Mumford” on the patented ma- 
chines unless accompanied by a statement that such machines were not made under 
the Mumford patents or by defendant. 

A situation where the restricted use of a trade-mark on a patented article (hook 
and eye construction for women’s garments) resulted in a boomerang, occurred in 
the De Long case. Not only did the trade-mark “Hump” become open to all for 
use by virtue of the expiration of a patent, but a competitor appropriated the mark 
for a closely-related notion and could not be stopped. During the pendency of 
the hook-eye patent, the De Long firm sold other notions such as pins and hair 
pins, but the mark “Hump” was restricted to the hook-eye. The defendant had 
registered the mark® “The Hump” for hair pins over opposition by De Long. The 
Court ruled that the plaintiff had not established any secondary meaning for the name 
“Hump” on notions other than hooks and eyes. 

The Winthrop and Metz cases both involved the trade-marks of well-known 
drugs. The defendant was the same in each instance ; its defense was the usual con- 
tention that expiration of the patent on the drug threw the trade-mark open to the 


public domain. In the first case the mark “Veronal,” applied to the drug diethylbar- 
bituric acid also known as Barbital, was ruled not the generic name of the patented 
drug. The Court stated: 


The conduct of the plaintiff in advertising its trade-mark “Veronal” during the existence 
of the patent and the labels used, showing that “Veronal” was its trade-mark, shows that 
the plaintiff never permitted this trade-mark to become a generic term. . . . I also find 
as a fact that this patented article has been identified with the manufacturer, and such 
identification has increased rather than diminished until today it is practically exclusively 
identified with the plaintiff. . . . 


The trade-mark “Pyramidon” for emidopyrine was involved in the second case. 
Here, the mark had been applied to the product prior to the patent grant, and was 
used for some 36 years. Here, again, the Court did not agree with the defendant's 
contention, and it was stressed that: 


. . . The fact that a large part of the public may associate a trade-name with the 
generic name for a product is a tribute to the skill with which the firm has popularized 
the name. To put a penalty upon such skill and to say that the generalization of the 
trade-name by the public as a result of the originator’s publicity must deprive him of his 
monopoly in the name would, in the absence of special circumstances, be the height of 
injustice... . There is no evidence here that the word “Pyramidon” is the generic name 
for the product; on the contrary, “Amidopyrin” is such generic name. . . 


63. T.-M. R. 238. It must be noted, however, that use of “Hump” for hook-eyes was per- 
mitted as long as nothing was done to deceive the public into believing that the product was 
that of the original manufacturer. 
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The Lewis case is of interest to us in this study, because it demonstrates that it 
is possible for a trade-mark to become so attached to a product uniquely protected 
by patent rights, that a sale under court order of the trade-mark and patent rights is 
deemed sufficient to pass the exclusive rights to the mark to the purchaser.” 

The Court indicated that certain patents purchased by Lewis were patents per- 
taining to the preparations of the products which had come to be known as “Air-O- 
Cel” products, and there was no showing that any of the assets of the business which 
were transferred to other persons were essential to the preparation of those identical 
products. In addition, the Court pointed out that the name in issue had a special 
meaning in the insulation trade. The majority of opinion held that when there 
are exclusive products to which a name has attached a trade-meaning, and when 
the trade or public attaches thereto certain scientific attributes, then to avoid con- 
fusion or fraud upon the public it should be possible to transfer the name along 
with the rights that produce those same scientific attributes.* ” 


Ex parte Decisions of the Patent Office 


Ex parte Yale and Towne Mfg. Co. ......... 1897 C. D. 786; 81 O. G. 801 

ee Ree Fe es Gs eekidocdesecnwsvsce 1898 C. D. 623; 84 O. G. 807 

Ex parte Yale and Towne Mfg. Co. .......... 1907 C. D. 122; 127 O. G. 3641 

Ex parte Craftsman’s Guild 1909 C. D. 91; 143 O. G. 257 

Ex parte Sparks Drilling Jar Co. ..........4. [6 T.-M. R. 286], 1916, Comm. 

Ex parte Siegel-Russell [7 T.-M. R. 397], 1917, Comm. 

In re Autographic Register Co. .............- 39 F(2) 718 [20 T.-M. R. 277], 1930, C.C. P. A. 

Ex parte Walker-Gordon, et al. ...........0. 4U. S. P. Q. 184, 1930, Comm. 

Dixie Rose Nursery v. Coe 55 U. S. P. Q. 315, 1942, App. D. C., 131 F(2) 
446 

Ex parte Hall 597 O. G. 611, 1947 [37 T.-M. R. 279] 


Long before the decision in the Singer case in 1896, there appears to have 
developed in the U. S. Patent Office a policy akin to the doctrine which was 
enunciated by the U. S. Supreme Court. For example, ex parte Consolidated Fruit 
Jar Company (1878 C. D. 101; 4 O. G. 269) demonstrates this policy. In that case 
the owner of the Mason Fruit Jar patent sought to register the name “Mason” as 


64. Specifically, in this case the trade-mark “Air-O-Cel” has been used to designate an in- 
sulation board provided with air pockets. The insulation board was covered by United States 
patents and a Canadian patent. The mark itself was registered. The original owner of the busi- 
ness had gone bankrupt, and the Court divided the property into some forty-two parcels. The 
plaintiff had purchased one of the parcels. Its parcel included the trade-mark, the patents “ad- 
vertising equipment and good will,” unfilled orders and other physical assets. The defendant was 
the insolvent businessman who, after the receiver sale, sought to use the trade-mark in a new 
corporate name. 

65. The dissenting justice pointed out that all that Lewis purchased was the registered trade- 
mark, some patents, but none of the other physical assets, and accordingly the trade-mark had 
been sold by the receiver as an assets wholly apart irom the business. The Court, the dissenting 
judge argued, evidently entertained the view that the trade-name followed ownership of the 
patents. On the contrary, the trade-mark had become a homeless waif and the sale of the patent 
did not carry the exclusive right to the trade-mark. Query: What effect will the legal reasoning 
of the majority have on the trade-mark when the patents expire? 

66. Macwilliam v. President Suspender, App. D. C. 1917 C. D. 179, 242 O. G. 255 is of 
interest. In that case an exclusive licensee under a suspender patent acquired exclusive use of 
trade-mark “President.” Licensor did not engage in business during life of patent. After patent 
expired, the licensee was deemed possessed of a vested right in the trade-mark. See, also the 
Federal court case (in 238 F. 159) Section of this paper. 
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a trade-mark for fruit jars made under the patent and sold by the applicant. From 
the decision it appears that the patents were to expire in 1879, application for 
registration having been made in 1877. It also appeared that from the statutes then 
in existence it was possible to register a name, provided it was a lawful trade- 
mark rightfully in use on July 8, 1870. 

The Commissioner pointed out, however, that where the name had come by 
long usage to denote kind, class or quality of an article, in other words, a generic 
term, no one could acquire its exclusive use. He very pertinently pointed out that: 


. . it is a universal custom to refer to patented articles by the name of the inventor 
as the Howe Sewing Machine, the Bell Telephone, etc., and such names soon become 
generic in their character, designating a particular kind or class of article. So it is in 
the present case. During 12 years preceding the year 1870 the particular form of fruit 
jar made by applicants had become widely known as “Mason's Fruit Jar” and it no doubt 
will continue to be so known as long as the demand for it exists. . . . Now that the 
extended patents under which applicants manufacture are about to expire, to give them 
a monopoly for 30 years longer in the use of the name by which such patented articles 
are known would be a fraud upon the public.® 


The decade following the Singer decision saw two decisions in the Yale and 
Velvril cases. The Yale cases are highly instructive, since in the 1897 decision there 
was a refusal to register the well-known trade-mark, whereas in the 1907 case 
registration was permitted under the 10-year clause of the Act of 1905. The basic 
patents on the locks had expired many years prior to the date of application for 
registration (1896). The patentee’s name was Yale. Hence, the facts threw the 
case into the Mason and Singer types of cases. Indeed it was shown that the expres- 
sion “Yale lock” had gone into wide generic use in patent and other literature. 
The Commissioner, therefore, ruled that the applicant had no right to register 
the mark. 

Subsequent to the enactment of the Act of 1905, Yale and Towne Manufacturing 
Co., again sought registration of the mark “Yale” under the 10-year proviso of the 
Act on the theory that it had exclusive use of the mark for the 10-year period prior 
to February 20, 1905. The Commissioner reversed the rejection of the application 
on a form of “recapture” reasoning.” Conceding that to qualify under the 10-year 
proviso an applicant had to show that he had the right to exclude others from the 
use of the mark for the critical 10-year period, the qualification in this case was 
spelled out from the requirement in the Singer case that the June Manufacturing 
Co. employed with the word “Singer” some specification to identify its machines with 
itself. Hence, it was ruled: 


Upon close scrutiny of the decisions upon the subject it appears that an exclusive right 
in the name of a patented article upon the part of the manufacturer who first adopted 
it is not wholly precluded by the expiration of the patents upon such article. The func- 
tion of the name in such cases is two-fold: First, it designates or identifies the thing 


67. The Commissioner cited for his authority the cases of Tucker v. Boyington, 9 O. G. 
455 and ex parte Richardson, 3 O. G. 120. It is, therefore, seen that the doctrine of the Singer 
case so far as its application in ex parte cases in the Patent Office was to be concerned, had 
already been well indoctrinated in the policy of the Patent Office. 

68. See Philco Corp. v. Phillips Mfg. Co., C. C. A. 7 [33 T.-M. R. 118, 124] (January 19, 


1943) for dictum that registration under ten-year clause may create a substantive right. 
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patented, and, second, it indicates the sources of manufacture of that article. Upon the 
expiration of the patent the right to use the word or name as the means of designating 
or identifying the article passes irretrievably to the public; but by reason of the second 
significance of the mark a member of the public who chooses to manufacture the article 
and designate it by the name it has acquired must so distinguish his use of that name 
that it will not indicate to the public that the article is the product of the original maker. 

. It is therefore clear that where a word or name which has been applied to a 
patented article has also become indicative of the origin of that article a limited right 
remains in the original maker after the expiration of the patent to exclude others from 
such unqualified use of the word or name as would deceive a careful public into the 
belief that their articles are those of the original maker. This right to exclude, it is 
believed, satishes the requirement of “exclusive use” stated in the ten-year proviso of the 
Act of February 20, 1905. 


In the Velvril case it appeared that a patent had been granted the applicant in 
1896 for a nitrocellulose compound to which the mark “Velvril” was applied. The 
Commissioner applied a strict construction of the Singer case, despite the fact that 
the mark was a coined and arbitrary expression, and despite the fact that the patent 
still had its entire life to run. The Commissioner’s response to the latter conten- 
tion that the Singer doctrine did not apply to marks used on products covered by 
an unexpired patent gave an extension to the doctrine that does not seem fully 
warranted in the case of a trade-mark of the coined and arbitrary type. The Com- 
missioner reasoned : 


It may be claimed that the authorities cited are not controlling in the present case 
for the reason that the patent for the compound designated “Velvril” has not expired. 
This I consider without force, however, for the reason that in this and similar cases 
where registration is sought the question is not as to the right to the trade-mark, but 
the right to have it registered... . By a refusal to register the mark the petitioner is not 
deprived of its common law right. It can enforce any claimed right to the trade-mark 
in any court of competent jurisdiction as fully as though the mark were registered. In 
this particular case petitioner, being a foreign corporation, can bring any such suit in a 
Federal court. 

In view of the fact that under the Trade-Mark Act of 1881 a certificate of registry 
remains in force for thirty years from its date (with certain exception unnecessary to be 
here considered), I do not think that this Office should register trade-marks which though 
lawful trade-marks at the date when registry is sought will become public property 
before the expiration of the thirty years. By so doing the Patent Office would be placed 
in the light of attempting to aid in prolonging a monopoly, which manifestly, under the 
decisions of the courts, is unwarranted. To thus attempt to give the petitioner a monopoly 
for many years longer than is given by the patent “would be a fraud upon the public.” 


In the Craftsman’s Guild case registration was sought for the fanciful word 
“Billiken” as a trade-mark for images of a unique type. A copyright had been 
granted the applicant for a statue of that name; a design patent had been granted on 
the image, and the patent was owned by the applicant. The Commissioner refused 
registration on several grounds. Firstly, he considered the mark “Billiken” as the 
mere name of an article analogous to the title of a book; second, he deemed registra- 
tion unwarranted since the copyright covered the article; thirdly, the mark was the 
name of a patented article and not registrable for that reason upon the authority of 
the “Velvril” case. Upon being presented with the argument that the Singer doc- 
trine was not applicable to a design patent, the Commissioner said: 
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The patents referred to in these cases were mechanical patents; but no distinction 
is seen between these and the case of a design patent. When the patent expires the 
public is entitled to make the design shown therein, and it is also entitled to call it by ° 
the name by which it has become known. As pointed out above, the name by which the 
image shown in the design patent is known is “Billiken,” and for that reason registra- 
tion should be refused, since such registration would give the registrant a prime facie 
title to the exclusive use of this word after the expiration of the patent. 


The Sparks Drilling Jar case was unique in at least one respect: the Commis- 
sioner sought to do justice both to the public and the applicant. The mark under 
consideration included as its prominent feature the picture of a patented well drill 
jar. The patent had several years of life. Disclaimer of the picture was demanded 
by the Examiner. Registration was granted by the Commissioner upon the proviso 
(somewhat unusual) that the applicant disclaim the illustration after the expiration 
of its patent. In this way “the public was put on notice of the exact status of the 
applicant’s right.” 

A somewhat similar situation was handled differently in the Siegel-Russell case, 
where registration was sought for a mark “l-m-n-r.” This was really the key to a 
patented index system. The usual contention that the patent had not yet expired 
was rejected in this way: 


. the patent has made it descriptive and has vested the public with rights in it. 

The mark was not chosen to indicate the maker, but an inherent part of the patented 

invention. It cannot be a valid trade-mark, even for the duration of the patent. A trade- 

mark can have no time limit, because it is the result of usage and the title strengthens 
with time. 

In the Autographic Register case the Court of Customs and Patent Appeals 
had before it a fairly conventional set of circumstances reminiscent of the Singer 
case. Back in 1883 a patent had been granted to J. C. Shoup, the founder of the 
autographic register business of the applicant. Many years after that patent had 
expired it was sought to register the mark “Autographic.” Among other reasons 
urged against the registration, the Court agreed that the situation was within 
the Singer doctrine and ruled: 


The solicitor here contends that since patent No. 286,560 to James C. Shoup for an 
“autographic registering apparatus” uses the term as designating the distinctive style of 
the machine, and since that patent has expired, the public is entitled to the use of the 
word “Autographic,” and that to grant registration to appellant would be to give it an 
exclusive property in the word and thus extend its patent monopoly. This is a well-settled 
principle in patent and trade-mark law, and we agree with this contention on the part of 
the solicitor. 


The same result followed in the Walker-Gordon case, where it was argued that 
a silver-colored milk bottle cap had come to indicate to its customers the milk of 
applicant. A patent on a tinfoil cap for milk bottles had long expired. Registra- 
tion here was denied on the ground that it would have been the equivalent of a 
perpetual patent upon a tinfoil milk bottle cap, since the color of the latter is sub- 
stantially silver. 

In the Dixie Rose Nursery case the mark sought to be registered was “Texas 
Centennial” ; the mark was applied to a patented variety of rose. It appeared that 
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only the patentee-applicant and its licensees marketed the variety under that name. 
It also appeared that “Texas Centennial” roses could be purchased without learning 
that the original stock came from applicant’s nursery. The Court (Appeals D. C.) 
rejected the applicant’s arguments as follows: 


If a man should invent a combination automobile and airplane, and call it an ambi, the 
name would at first be arbitrary and not descriptive. But if the name were applied, for a 
considerable period, to all such combinations and to nothing else, the name would come 
to identify or describe the thing, as the word “cellophane” has come to describe a thing. 
“The meaning which should be given to the words constituting the mark is the impres- 
sion and signification which they would convey to the public.” The Patent Office and 
the District Court might properly conclude that the words “Texas Centennial,” though 
originally arbitrary, have come to describe to the public a rose of a particular sort, not 
a rose from a particular nursery. It follows that the statute forbids the registration of 
the words unless an exception is to be read into the statute to the effect that words which 
are descriptive may nonetheless be registered when the applicant and his licenses are, 
for the moment, the only persons who produce the thing described. . . . To allow reg- 
istration of the name “Texas Centennial” would give appellant an unfair advantage, 
despite the fact that only appellant and its licensees now produce “Texas Centennials.” 
It would tend to prolong appellant’s monopoly, beyond the life of appellant’s patent, by 
making it difficult for a newcomer to break into the field. We cannot read such an 
intent into the Trade-Mark Act.*® %* © 


Inter Partes Decisions of the Patent Office 


Edna Smelting, et al. v. Nathan Mfg. ......... 1908 C. D. 436, 135 O. G. 664, App. D. C. 
J. A. Scriven Co. v. W. H. Towles, et al. ...... 1909 C. D. 310, 140 O. G. 510, App. D. C. 
Udell-Predock, et al. v. The Udell Works ....1909 C. D. 316, 140 O. G. 1002, App. D. C. 
Mcllhenny’s Sons v. New Iberia, et al. ....... 1910 C. D. 343, 153 O. G. 547, App. D. C. 
Heaton-Peninsular, et al. v. Independent, et al...214 O. G. 1319, 1915 C. D. 214, App. D. C. 
Ehret Roofing, et al. v. Warren-Ehret Co. ..... [6 T.-M. R. 599], 1916, Comm. 

Mcllhenny’s Sons v. B. F. Trappey & Sons ...1922 C. D. 98 [12 T.-M. R. 91], App. D. C. 
Columbian Rope Co. v. Hooven, et al. ........ 1923 C. D. 75, 316 O. G. 703 Comm. 
Doremus, et al. v. Jacobs 1924 C. D. 5, 319 O. G. 3 Comm. 
McKesson, et al. v. Phillips 23 F(2) 763 [18 T.-M. R. 28], 1927, App. D. C. 
Penn Leather Co. v. Hydrosole, et al. ........ {18 T.-M. R. 510], 1928, Comm. 
Pittsburgh, et al. v. Knitted Padding Co. ...... {19 T.-M. R. 248], 1929 Comm. 

Parke, Davis & Co. v. Sandoz Chemical [23 T.-M. R. 499], 1933, Comm. 
Esterbrook, et al. v. W. A. Sheaffer Pen Co. ..30 U. S. P. Q. 321, 1936, Comm. 

Kellogg Co. v. National Biscuit Co. ........... (33 T.-M. R. 36], 1942, Comm. 

Bausch and Lomb, et al. v. Vent 59 U. S. P. Q. 436, 558 O. G. 508, 1943 


There appear to have been no inter partes cases decided in the Patent Office 
or in the Appellate Tribunals thereof prior to the Edna case. In that case the 
applicant, Nathan Manufacturing Co., sought to register the word “Monitor” as 
a trade-mark for boiler injectors. It appeared that various types of injectors were 


69. The U. S. Patent Office has endeavored to avoid use of trade-marks in specifications as 
common descriptive nouns. See Commissioner’s Notice 442 O. G. 1062; 451 O. G. 235, amended 
470 O. G. 935. Most recently 75 U. S. P. Q. II, Notice of Comm. Kingsland. 

69a. Certiorari was denied by the U. S. Supreme Court, 318 U. S. 782. 

69b. In ex parte Hail, 597 O. G. 611 (March 21, 1947) it was held that a patented laminated 
tennis racket having a multi-tone throat structure barred registration of the latter as a trade- 
mark. 





+. 
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manufactured by the applicant, and all of them were basically of a construction shown 
and claimed in an expired patent. It also appeared that the various types of injectors 
which were manufactured had no patented improvements common to all of them. 
However, the trade-mark “Monitor” was applied in common. The Court of 
Appeals affirmed dismissing of the opposition by the Edna Company on the ground 
that the trade-mark “Monitor” had come to designate the original of the various 
forms of injectors, and without reference to the very narrow patent whose features 
had been embodied only in certain of the injectors. 

The Singer case was distinguished in these words “In that case all the Singer 
sewing machines embodied certain fundamental patents controlled by the Company 
and caused them to be embraced under the generic term of Singer. During the 
life of the patents none of the machines as a whole were open to public competition.” 

There were no unusual questions presented in the Scriven case. There it was 
attempted to secure registration of a pictorial representation of a buff-colored strip 
of knitted material interposed lengthwise on a pair of drawers made of woven fabric. 
It appeared that the representation was substantially the subject matter of an expired 
patent covering such an inserted strip of knitted material. Registration was opposed 
by various firms that had successfully defeated the Scriven Company in the Federal 
Courts. The Court of Appeals felt that “to register the mark would have pro- 
longer to a measurable degree at least the monopoly enjoyed under the original 
patent.” 

It may be said that the Udell case embodied a situation which was the reverse of 
the Edna case. In the former the applicant sought registration of the trade-mark 
“Excelsior” for stepladders. It appeared that the mark had been used on step- 
ladders embodying various patented improvements. However, it also appeared from 
the facts that the applicant had made six other styles of ladders under different 
trade-names, and all embodying common features of the Udell patents. It is also of 
interest to note that other firms manufactured ladders under these Udell patents, 
and designated their patents by different trade-marks. The opposer contended that 
upon the expiration of the Udell patents the trade-mark “Excelsior” became free 
to the public to employ as the generic designation of the stepladders. The Court 
of Appeals rejected the opposition, holding : 


While care should be taken lest a monopoly be continued beyond the life of a patent 
through the agency of a trade-name which has come to indicate to the public the patented 
article, the Patent Office would not be justified in presuming that a trade-mark was 
generic. In the present case the appellee company has built up a trade in ladders because 
of the superior excellence of the product and the fair dealings of the company. . 
Here the word “Excelsior” was only one of several words applied to a patented product 
and we have indicated origin and not genus. 


The litigation involving E. McIlhenny’s Sons’ famous trade-mark “Tabasco” 
resulted in cancellation of the registration of the mark. There was more than one 
registration which included the word “Tabasco,” and they were registered under 
the ten-year clause of the Act of 1905. While the registrations were actually can- 
celled by virtue of the geographical nature of the mark and the lack of exclusive 


70. 158 Fed. 1020; 165 Fed. 639, 655. 
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use in the ten-year period prior to 1905, yet what is of interest to us in the present 
study is that the Tabasco Sauce was brought out under a patent granted in 1870, 
and the patent covered a process for preparing the sauce upon which the name 
“Tabasco” was used. The Court of Appeals in the cancellation by New Iberia 
et al. said: 


It is worthy of notice that no application for the registration of this mark was made 
until after the term of the monopoly granted by said patent expired. 


It is also interesting to note that the Gaidry case (253 Fed. 705, discussed in the 
Federal Cases Section of this paper) was not referred to in the Trappey cancella- 
tion proceeding. 

As in the Scriven case, the Heaton-Peninsular Button decision reveals a situa- 
tion wherein application for registration was made under the ten-year clause of the 
Act of 1905. The trade-mark was a pictorial reproduction of a staple-like button 
fastener which was the subject matter of a patent owned by the applicant, and 
which patent expired in 1908. In other words, the patented monopoly was in 
existence during the ten-year period prior to 1905. In spite of the fact that under 
the ten-year clause of the Act of 1905 a descriptive mark is registrable provided the 
applicant shows exclusive use of the mark, the Court of Appeals affirmed the can- 
cellation of the registration upon the ground that the right to manufacture the article 
passed to the public when the patent expired. The Court felt that the attempted 
registration was apparently an effort to prolong the monopoly of the patent. 

It is interesting to compare this holding with that in the Ehret decision where 
the trade-mark “Ehret’s Slag Roofing” was registered as a trade-mark under the 
ten-year clause of the Act of 1905, and it appeared that the trade-mark had been 
used on an article manufactured under a patent which had expired in 1885. Cancel- 
lation was refused by the Commissioner on the ground that the case at bar was 
distinguishable from the Heaton case in that the expiration of the patent had oc- 
curred prior to the beginning of the ten-year period. 

The Columbian Rope case is rather peculiar, for in this case the opposer had a 
patent allegedly covering a trade-mark which was sought to be registered by the 
applicant. The applicant described its trade-mark as a colored thread inserted 
between the strands of rope for marking the same so that it did not show from the 
surface of the rope, although it could be discovered at the end of the rope or by 
untwisting the rope at any place. The opposer argued that it had a patent which 
covered a tape marker for rope similar to the description of the applicant’s trade- 
mark. The opposer suggested that the registration by the applicant would limit 
the use of its own patented device, and would give the applicant a permanent patent 
for its trade-mark. The Commissioner denied the opposition and pointed out that 
the registration in any event would not enable the applicant to avoid infringement 
of the patent, assuming that such infringement actually existed. 

The Doremus case was an interference proceeding wherein both parties sought 
registration of the trade-mark “Bang Bird.” It appeared that this was the name of 
a patented game, and that the patent had not yet expired. The Commissioner refused 
to grant registration to either party because: 
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It seems clear that this office should not grant a certificate of registration of a mark 
which by statute runs for 20 years when that mark consists of the name of a patented 
device, which patent will expire before the 20-year registration period and so become 
free to the public while the certificate of registration still remains in effect in court.” 


The McKesson decision involved the famous trade-mark “Milk of Magnesia.” 
It was sought in that case to cancel the registration of that mark as well as its Span- 
ish equivalent ‘“Leche-de-Magnesia,” both of which registrations had been regis- 
tered under the ten-year clause of the Act of 1905. The patents upon the composi- 
tion on which the mark had been applied had expired prior to 1895. The Court 
of Appeals denied the cancellation on the ground that it had not been shown that 
any other company had used the trade-mark in question during the ten-year period 
prior to 1905.” 

Having adopted and used the word “Hydro” as a trade-mark for a screw press 
adapted to cement soles to shoes, the Penn Leather Company sought to register the 
mark. In opposition it was urged that the word had become the name of a patented 
press. Registration was granted because the mark had been used prior to the 
patent grant, and, also, for the reason that the significance of the mark was non- 
descriptive of the patented screw press. 

In the Pittsburgh Waterproof case there was another attempt to cancel a mark 
registered under the ten-year clause of the Act of 1905. The mark involved was 
“Knitted Padding” for stitching cotton blankets. The petitioner sought to show that 
the mark had been the name of a patented blanket covered by a patent which 
expired within the ten-year period preceding October, 1905, and that other patents 


71. It will be noted that the decision in the Craftsman Guild case was followed in this 
decision. 

See also the recent Bausch and Lomb (cited supra) case, where the pendency of a patent 
application affected the result. The trade-mark applied for was a design simulating a four- 
leaf clover, the design appearing on a spectacle lens. The design was visible solely when viewed 
through polarized light. The applicant had a patent application pending on the process for pro- 
ducing the design on the lens. Opposition by a manufacturer of lenses was sustained on the 
ground that if the process were patented it would eventually become public property upon patent 
expiration. However, the grant of the registration would effectively act as the grant of a per- 
petual monopoly on the process. 

72. It is interesting to note, however, that in the Federal Court action (53 Fed. (2) 342; 
1011) the Circuit Court of Appeals held that the marks should have been cancelled since other 
firms had used these names in the critical ten-year period. Furthermore, in the Federal decision 
the Court used another ground for ordering cancellation of the registrations. This other ground 
was the fact that between 1905 and 1924, the date when the cancellation proceeding was initiated, 
the registrant had allowed a large competition trade to arise. There was extensive, persistent 
and adverse use of the trade-marks in that nineteen-year period and the Court presumed an aband- 
onment of the trade-mark. Accordingly, we have here an illustration of how it is possible for 
the trade-mark of a patented article to pass to the public upon expiration of the patent; recap- 
ture of the trade-mark may take place in the ten-year period by exclusive use, and then loss of 
the trade-mark can again take place by continued adverse use from which the intent of abandon- 
ment may be presumed. 

Query: Could Section 2f of the Lanham Act of 1946, the “distinctive” subsection, be used to 
“recapture” such a trade-mark? If so, then Sec. 14 (c) or Sec. 15 (4) would not apply, since 
the mark would not be the “common” name. That a registration under the ten-year clause of the 
Act of 1905 might create substantive rights, see the dictum in Philco Corp. v. Phillips Mfg. Co., 
C. C. A. 7 [33 T.-M. R. 118, 124] (January, 1943). “It should be noted that the ten-year clause 
in Section 3 permits registration of some marks not considered trade-marks at common law, 
since they were not subject in the first instance to exclusive appropriation . . . . through regis- 
tration the mark becomes a “statutory trade-mark” and the registrant is entitled to invoke the 
ee of the Act just as though the mark could have been a valid trade-mark at common 
aw. 
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covering machines for making the product had been subsequently granted. The 
Commissioner held that in the absence of proof that the article of the first patent was 
ever manufactured or that the mark was applied to a product such as was covered 
by the patent, the petition had to be refused. (The peculiar feature of this case is 
the fact that two patents issued after the expiration of the first “product” patent, 
referred to the product thereof as a “knitted padding.” ) 

A case wherein the word “ergotamin,” employed in both British and American 
patents to describe alkaloids of ergot, was adopted and used as a trade-mark long 
after the grant of the patents, appeared from the Parke, Davis decision. (It was also 
developed that publishers prior to trade-mark use had used the name descriptively 
to indicate the patented product.) The opposition to the registration was sustained, 
the Commissioner stating: 


It is abundantly apparent the name sought to be registered has been used in both 
the British and the United States patents obtained by or for the applicant as a term descrip- 
tive of the goods; and since when these patents expire, any one will have the right to use 
the name by which the goods are designated in the patents and by which they have been 
sold by applicant, registration cannot be granted. It is to be noted that there has been 
shown no trade-mark use until long subsequent to the grant of these patents. 


In the Esterbrook case the applicant sought to register as a trade-mark a plati- 
num coating over the writing end of a pen nib. Opposition was sustained, par- 
ticularly in view of the disclosure in a patent owned by the applicant to the effect that 
the platinum plating on the end of a gold pen nib served a purely utilitarian 
function. 

In the Kellogg case the trade-mark “Shredded Wheat” was cancelled as an 
aftermath to the rulings of the Supreme Court in the unfair competition case (305 
U.S. 111). The registration had been granted under the Act of March 19, 1920. 
While it was true that descriptiveness of a mark was not necessarily a bar to its reg- 
istration under the 1920 Act, the mere name of an article of commerce (shredded 
wheat biscuit) could not be so registered as a trade-mark for that particular article. 
In the Supreme Court decision it had been pointed out that during the life of the 
patent on the product the term “Shredded Wheat” had become the generic name 
of the article. Upon the expiration of the patent in 1912, there passed to the pub- 
lic the right to apply the name by which the shredded wheat biscuit had become 
known.” 


73. For full discussion of “Shredded Wheat” litigation see Supreme Court section of this 
aper. 

' 74. Such “freeing” of a trade-mark would not appear to give any specific member of the 
public the right to oppose registration of the mark in the absence of a showing that he had manu- 
factured and marketed a similar article to that on which the trade-mark had been used. Mere 
allegations that expiration of patents gave right to a competitor to sell the patented articles under 
its alleged generic name “Mimeograph” held not sufficient to warrant opposition in Underwood, 
et al. v. A. D. Dick Co., App. D. C., 1911 C. D. 298, 163 O. G. 730. Of course, Sec. 14c of the 
Lanham Act creates a new mode of procedure in such case. 
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SENATE BILL 1919 
PROPOSED AMENDMENTS TO LANHAM ACT* 
80TH CONGRESS IN THE SENATE OF THE UNITED STATES 


Ist SESSION December 19 (legislative day, December 4), 1947 


A BILL 


To amend the act entitled “An act to provide for the registration and protection 
of trade-marks used in commerce, to carry out the provisions of international con- 
ventions, and for other purposes,” approved July 5, 1946. 

Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, That subsection (d) of section 2 of the act 
entitled “An act to provide for the registration and protection of trade-marks used 
in commerce, to carry out the provisions of international conventions, and for other 
purposes,” approved July 5, 1946 (60 Stat. 427), is amended in respect of the 
proviso thereof by striking the words “prior to any of the filing dates of the appli- 
cations involved” and inserting in lieu thereof the following: “prior to the date 
of publication in the Official Gazette of the same or a confusingly similar mark 
registered after July 5, 1947, under this act or under the Act of February 20, 1905, 
or prior to July 5, 1947, in cases where a valid registration of the same or a con- 
fusingly similar mark granted under the Act of March 3, 1881, or the Act of 
February 20, 1905, continued in full force and effect on that date.” 

Sec. 2. Section 9 of such Act of July 5, 1946, is amended to read as follows: 

“Sec. 9. Each registration may be renewed for periods of twenty years from 
the end of the expiring period upon the filing of an application therefor accompanied 
by an affidavit by the registrant stating that the mark is still in use in commerce or 
that its nonuse is due to special circumstances which excuse such nonuse and is 
not due to any intention to abandon the mark. 

“An applicant for renewal not domiciled in the United States shall be subject 
to and comply with the provisions of section 1(d) hereof.” 

Sec. 3. Section 14 of such act is amended to read as follows: 

“Sec. 14. (a) Any person who believes that he is or will be damaged by the 
registration of a mark may upon payment of the prescribed fee, apply to cancel 
said registration— 

(1) at any time in the case of a registration of a mark under the Act of March 
3, 1881, or the Act of February 20, 1905, which has not been published under section 
12(c) of this act; and 

“(2) in the case of a registration of a mark on the principal register established 
by this act or a registration of a mark under the Act of March 3, 1881, or the Act 
of February 20, 1905, which has been published under section 12(c) of this act— 

“(i) within five years from the date of the registration of the mark under this 
act; or 


* Introduced by Senator Albert W. Hawkes, Rep. New Jersey. 
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“(ii) within five years from the date of the publication under section 12(c) 
hereof of a mark registered under the Act of March 3, 1881, or the Act of Feb- 
ruary 20, 1905; or 

“(iii) at any time if the registered mark becomes the common descriptive name 
of an article or substance on which the patent has expired, or has been abandoned 
or its registration was obtained fraudulently or contrary to the provisions of section 
4 or of subsections (a), (b), or (c) of section 2 of this act for a registration here- 
under, or contrary to similar prohibitory provisions of said prior acts for a regis- 
tration thereunder, or if the registered mark has been assigned, and is being used 
by, or with the permission of, the assignee so as to misrepresent the source of the 
goods or services in connection with which the mark is used; or (if the mark was 
registered under the Act of March 3, 1881, or the Act of February 20, 1905, and 
has not been published under the provisions of subsection (c) of section 12 of 
this act; or 

“(iv) at any time in the case of a certification mark on the ground that the 
registrant does not control, or is not able legitimately to exercise control over, the 
use of such mark. 

“(b) The Commissioner shall refer such application to the examiner in charge of 
interferences who shall give notice thereof to the registrant. The Commissioner 
shall cancel the registration if it appear after a hearing— 

“(1) in the case of a registration of a mark under the Act of March 3, 1881, or 
the Act of February 20, 1905, which has not been published under section 12(c) of 
this Act, that the registrant was not entitled to register the mark at the date of 
his application for registration thereof or that the mark has been abandoned ; 

“(2) in the case of a registration for which application to cancel has been filed 
in accordance with paragraph (i) or (ii), hereof, that the registrant was not entitled 
to register the mark at the date of his application for registration thereof; and 

“‘(3) in the case of a registration of a mark on the principal register established 
by this act or a registration of a mark under the Act of March 3, 1881, or the Act 
of February 20, 1905, which has been published under section 12(c) of this act, 
that any of the grounds for cancellation specified in subsections (iii) or (iv) hereof 
has been established.” 

Sec. 4. Section 15 of said act is amended by deleting therefrom paragraph num- 
bered (4) and inserting as a final paragraph to said section the following : 

“No incontestable right shall be acquired in any mark prior to July 5, 1954.” 

Sec. 5. Section 32 of said act is amended by inserting between the word 
“services” and the semicolon in subsection (1) (a) the following: “, or is likely 
to cause the registered mark to lose its significance as an indication of origin.” 

Sec. 6. Section 33 of said act is amended by deleting therefrom paragraph 
numbered (7) of subsection (b). 

Sec. 7. Section 35 of said act is amended by deleting the numerals “31” therefrom 
and inserting in lieu thereof the numerals “32.” 

Sec. 8. (a) Section 45 of said act is amended in unnumbered paragraph nine 
by inserting a comma between the words “commercial” and “agricultural” and by 
striking unnumbered paragraph thirteen and inserting in lieu thereof: 
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“The term ‘collective mark’ means a mark used on goods or in connection with 
services by the members of a cooperative, an association or other collective group 
or organization to identify goods or services of such members and distinguish them 
from the goods or services of another, and includes marks used to indicate member- 
ship in a union, an association, or other organization.” 

(b) Such section is further amended by striking the definition of “colorable 
imitation” and inserting in lieu thereof: 

“The term ‘colorable imitation’ includes any mark which so resembles a regis- 
tered mark, either phonetically, visually, or otherwise, as to be likely to cause 
confusion or mistake or to deceive purchasers.” 


{Eprtor’s Nore: The Lawyers’ Advisory Committee of the United States Trade-Mark As- 
sociation on January 14, 1947, approved the proposed amendments in Sections 3, 4, 5, 6, 7, and 
8 (a) of this bill. 3 T.-M. R. 124. These amendments were also approved by the House of 
Delegates of the American Bar Association, the New York Patent Law Association and the 
Patent Committee of the National Association of Manufacturers. 


BOOK REVIEW 
TRADE-MaARK PRACTICE AT THE PATENT OFFICE’ 
By Irene G. R. Moses* 
Reviewed by Eric H. Waters} 


This book is a textbook on Trade-Mark Practice under the English Trade-Mark 
Act 1938, which introduced many important changes in the English trade-mark 
system. The author’s stated object was to deal with the trade-mark practice so 
far as it is carried on at the English Patent Office, namely, registration, opposition 
and rectification and to cover all the substantive law that is relevant to such practice, 
including registered users, defensive registration, certification marks, and assign- 
ment and transmission. This gbject has been well and concisely accomplished, 
within 119 pages, in language that is easily readable and informative of the trade- 
mark business transacted at the English Patent Office and the case law relevant 
thereto. The remainder of the book contains all the acts, regulations (including 
those under Emergency Powers), Table of Cases (up to January, 1946) and an 
alphabetically arranged Table of Trade-Marks, dealing with this practice. Infringe- 
ment proceedings and other high court litigation, however, are not dealt with as 
being outside the scope of this work. 

Apart from the annotated edition of the Trade-Marks Act 1938 and Rules by 
Bray and Underhay, which is a supplement to Kerly, published immediately after 
the coming into force of the new act on July 27, 1938, this is the first work and to 
my knowledge, the only textbook dealing extensively with the many important 


1. Waterlow and Sons Limited, London, England (1946), xx and 334 pp. 

* Barrister at Law. 

+ Haseltine, Lake & Co., New York. Member of the International Committee, the United 
States Trade-Mark Association. 
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changes introduced by the 1938 Act and the decisions interpreting the provisions 
of the new act. Mr. R. E. Burrell, K.C., who draws attention to the new develop- 
ments brought about by this act in the Foreword to the book, adverts to the practice 
which has been evolved by the Registrar since the coming into force of the 1938 
Act, regulating the everyday working of the new provisions and emphasizes the 
fact that information as to this practice cannot be obtained from a mere study of 
the act or the rules. The present work fills this gap and not only supplies a want 
but a considerable service to those having an interest in trade-mark matters in 
England. 

Mrs. Moses has, I understand, been responsible for reporting the major portion 
of cases appearing in the R. P. C.’s since 1940 and therefore has had intimate and 
firsthand knowledge of the leading English trade-mark cases which are revealed 
in her present work. 

The concise nature of this work makes it a handy and ready reference to the 
English practice, but, for fuller information, reference must be made to the cited 
cases in the Reports of Patent Design & Trade-Mark Cases. While the citations 
are apparently complete up to January, 1946, there have been several cases reported 
since that date and for those who may be interested, I direct attention to the Ovax 
case (Application by Smith Hayden & Co., Ltd.) R. P. C. Vol. 63 page 97 in which 
were laid down certain principles as regards Sections 11 and 12 of the 1938 Act, 
which have since been followed, and the Vivicillin case (64 R. P. C. 119) setting 
out the practice as to requiring an applicant to obtain consents of owners of appar- 
ently conflicting marks and deciding on dissimilarity of “Vivicillin” and “Cyllin.” 
A further report dealing with the question of registration of surnames and which 
duly shows the present general practice of the Registrar in such cases is the Official 
Ruling 1947 (A) reported in 64 R. P. C.92. A further case unreported when the 
book was published but referred to on page 38 (Ref. 255A), is the Panda case in 
which shoes and shoe polish were held not to be the same description of goods. 
This case is reported in 63 R. P. C. 59. 

Although this book was obviously written principally for the service of the 
English Patent Agent and practitioner, it should prove of considerable value in those 
countries which follow the English Trade-Mark Law, notably the British Dominions. 
However, its value would appear to be limited principally in the United States to 
those relatively few dealing with trade-mark matters in England and in the countries 
following the English practice, although it may be helpful to U. S. attorneys for 
comparison with and interpretations of certain features of the United States Act 
of 1946 and for quick reference to English Case Law, as well as to manufacturers 
who have an interest in trade-marks, as it is a guide to the “do’s” and “don'ts” of 
trade-mark protection. 





THE TRADE-MARK REPORTER 38 T.-M. R. 


PART II 


VARGAS v. ESQUIRE, INC. 
No. 9359—C. C. A. 7—December 5, 1947 


LITERARY AND ARTISTIC PROPERTY—CONTRACTS DEFINING RIGHTS—GENERAL 

Rights in literary and artistic property are subject of definitive contracts between artist 
and publisher. 

In construing such contracts, no reservation of rights in the grantor will be presumed; it 
must be expressed and clearly imposed ; where there is no ambiguity in the granting language 
of the contract, there can be no implied intent of the parties to reserve any rights in grantor. 

Doctrine of “moral rights” of authors, developed in civil law countries, held not recog- 
nized in the United States. 

UNFAIR COMPETITION—RIGHTS IN LITERARY AND ARTISTIC PROPERTY—PARTICULAR INSTANCES 

Defendant’s use of title, “Esquire Girl,” without name of plaintiff artist, on reproductions 
of pictures made by plaintiff for defendant, held to constitute neither misrepresentation nor 
unfair competition, where plaintiff had furnished the pictures and agreed that the pictures 
and any and all names or material used in connection with them “shall forever belong ex- 
clusively to” defendant, and that defendant “shall have all rights with respect thereto, in- 
cluding . . . . the right to use . . . . or otherwise dispose of the same as it shall see fit.” 


Appeal from Northern District of Illinois. 
Suit for injunction and damages by Alberto Vargas against Esquire, Inc. Plain- 
tiff appeals from dismissal of complaint. Affirmed. 


Earl E. Ewins, Chicago, Ill., for plaintiff. 
Edward R. Johnston, James W. Sprowl, and Allen R. Johnston, of Chicago, IIl., for 
defendant. 


Before Major, KERNER and Minton, Circuit Judges. 
Mayjor, C. J.: 


This appeal is from an order, entered December 17, 1946, dismissing plaintiff’s 
complaint and supplemental complaint for failure to state a cause of action. 

Plaintiff, an artist, sued to enjoin the reproduction of certain pictures made by 
him and delivered to defendant, a publisher, upon the ground that the same were 
wrongfully used in that they were published without the signature of plaintiff and 
without being accredited to him. Plaintiff also sued for damages on account of such 
publication alleged to violate his contract and his property right in the pictures and 
unfairly to represent them as the work of others. Defendant moved to dismiss on 
the ground that the plaintiff at the time of publication had no property right in the 
pictures and no right to control or to direct their disposition. 

The facts alleged by the complaint center about and relate largely to two con- 
tracts of which the plaintiff and defendant were parties. The complaint sets forth 
that in June, 1940, the parties entered into a contract, “Exhibit A,” attached to and 
made a part of the complaint, wherein and whereby plaintiff was employed as an 
artist for three years, to produce art work for use by defendant in its publication 
and also for use in publications of a commercial nature, for a certain monthly com- 
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pensation and in addition thereto a certain percent of the proceeds realized by de- 
fendant for work of a commercial nature. Under this contract plaintiff made and 
delivered certain pictures, one of which was reproduced each month, beginning 
October 1, 1940, in the magazine Esquire, published by defendant. Plaintiff also 
made and delivered twelve pictures each year, beginning in the fall of 1940, for a 
calendar published and sold the following year by defendant. 

At first the pictures furnished bore plaintiff's name or signature, “Vargas,” 
and they were reproduced and published with his name thereon. Later, by agree- 
ment of the parties, the name “Vargas” was changed to “Varga.” Thereafter, the 
pictures made by plaintiff and published by defendnt were called “Varga Girls,” 
and the name of the plaintiff appearing thereon was “A. Varga.” The name was 
used only in connection with pictures made by plaintiff and was thus used by the 
defendant until March 1, 1946. No name was on the pictures when they were fur- 
nished by plaintiff to the defendant. 

The contract, “Exhibit A,” expired on June 30, 1943, but plaintiff continued to 
furnish pictures to defendant without a contract, which were published in the same 
manner as when the contract was in force, until May 25, 1945, when the parties 
entered into a second contract, ““Exhibit B,” attached to and made a part of the com- 
plaint. 

On or about January 14, 1946, plaintiff notified the defendant that he was no 
longer bound by the contract, “Exhibit B,” and refused to longer furnish it with 
pictures. Defendant at that time had twenty pictures made by plaintiff which had 
not as yet been published. On February 11, 1946, plaintiff caused to be instituted in 
the United States District Court an action by which he sought a cancellation of such 
contract. On May 20, 1946, the court entered its decree, allowing the relief sought 
by the plaintiff, finding among other things that the contract had been fraudulently 
obtained by defendant and ordering the same cancelled and set aside as of January 
10, 1946. 

It was alleged that by reason of such publication by the defendant persons see- 
ing said magazine came to know the work of the plaintiff and that as a result plain- 
tiff became known to millions of persons, acquired a world-wide reputation and 
his name, “A. Varga,” likewise became known throughout the world. 

The complaint alleged that on March 1, 1946, the defendant published its mag- 
azine, Esquire, which contained a two-page reproduction of a picture made by the 
plaintiff. At the top thereof instead of the words, “The Varga Girl,” appeared the 
words, “The Esquire Girl.” The reproduction did not bear plaintiff’s signature, 
“A. Varga,” or any other signature. The supplemental complaint made a similar 
allegation as to a picture produced by plaintiff appearing in Esquire for the month 
of May, 1946. It was also alleged in the supplemental complaint that on October 1, 
1946, defendant published a certain calendar enclosed in an outside envelope on 
which appeared the words and figures, “The 1947 Esquire Calendar 35c Copyright 
Esquire Inc. 1946 Printed in U. S. A.”’ On the envelope was a reproduction of a 
picture painted for defendant by plaintiff. The calendar contained in said envelope 
was composed of the reproduction of twelve pictures of plaintiff made and intended 
to be used for the Varga Esquire 1947 calendar. Each of the said pictures bore 
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the words, ““The Esquire Girl Calendar.” None of such pictures carried plaintiff's 
name or any name, word or legend indicating them to be the work of plaintiff or 
any other person. 

All the pictures used by the defendant both in its magazine and in connection 
with its 1947 calendar were furnished by plaintiff to the defendant in accordance 
with the terms of “Exhibit B,” prior to the time that plaintiff. gave notice of its 
cancellation. All of such pictures had been paid for by the defendant in accordance 
with the terms of the contract, and as to those used in defendant’s magazine, plain- 
tiff had no further monetary interest. As to those used in connection with de- 
fendant’s calendar, plaintiff was entitled to a share of the proceeds derived from 
the sale thereof. There is no allegation, however, and no claim that defendant had 
refused to pay or is likely to refuse to pay to plaintiff his share of such proceeds. 

It was further alleged that there was a duty upon the defendant to refrain from 
publishing reproductions of plaintiff’s pictures without their bearing his signature 
and giving him due credit ; that defendant, in violation of its duty in this respect, 
published plaintiff’s work without using his name and without giving him credit 
therefor, and that the same constituted a misrepresentation in that it represented 
the pictures to be the work of another and not that of plaintiff. 

“Exhibit A” (the first contract) expired long prior to the inception of the in- 
stant controversy and we think it is of little consequence insofar as it affects the 
issues for decision. The rights of the parties must be determined from ‘Exhibit 
B” (the second contract), which was in effect at the time that plaintiff furnished the 


pictures to defendant which were reproduced by it subsequent to the time that plain- 
tiff gave notice of cancellation of such contract. 

In a preamble to “Exhibit B,” it is stated that Vargas for approximately three 
years had been preparing and furnishing to Esquire drawings for use by Esquire 
in connection with its publications and other printed merchandise : 


In connection with certain of these drawings, the name “Varga,” “Varga Girl,” and 
similar names have been given national publicity by Esquire and have become well known 
to the public. Vargas acknowledges that the success of the drawings has been due 
primarily to the guidance which Esquire has given him and to the publicity given to them 
by Esquire’s publications. . . . 


The contract, after expressing the desire of the parties to enter into an agree- 
ment defining their mutual rights and obligations, contains a paragraph around which 
this controversy revolves and which we think is determinative of the issues involved. 
It provides : 


Vargas agrees for a period of ten years and six months, beginning January 1, 1944, as 
an independent contractor, to supply Esquire with not less than twenty-six (26) drawings 
during each six-months’ period. . . . The drawings so furnished, and also the name 
“Varga,” “Varga Girl,” “Varga, Esq.,’ and any and all other names, designs or material 
used in connection therewith, shall forever belong exclusively to Esquire, and Esquire shall 
have all rights with respect thereto, including (without limiting the generality of the fore- 
going) the right to use, lease, sell or otherwise dispose of the same as it shall see fit, and 
all radio, motion picture and reprint rights. Esquire shall also have the right to copyright 
any of said drawings, names, designs or material or take any other action it shall deem 
advisable for the purpose of protecting its rights therein. (Emphasis ours.) 
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Plaintiff's principal contention is that the publication of the reproductions of 
paintings produced by him, without his name appearing thereon, without credit 
to him and without any name appearing thereon, violated an implied agreement that 
the defendant would not do so. Plaintiff concedes that the contract defines de- 
fendant’s rights in the pictures, but in his brief argues “that despite its broad gen- 
erality, despite the fact that the defendant took all rights in the pictures, it is bound 
by the implied agreement not to publish them in the manner complained of.” 

Plaintiff cites and relies upon a number of cases in support of this alleged im- 
plied agreement. Uproar Co. v. National Broadcasting Co., 81 F. 2d 373 [26 T.-M. 
R. 363]; Kirke La Shelle Co. v. Armstrong Co., 263 N. Y. 79, 188 N. E. 163; 
Manners v. Morosco, 252 U. S. 317. We have read these cases, and without at- 
tempting to discuss them in detail we think they are inapplicable to the instant situa- 
tion. In each of them an author signed a contract or license which conferred on 
the other party certain limited rights in a literary reproduction and reserved for the 
author the balance of the rights therein. The holding in each of these cases is to the 
effect that where certain of the rights to a literary composition were conferred and 
other rights retained, it would be implied that the author could not use the rights 
retained in such a way as to destroy or materially injure the rights conferred. Such 
a contractual situation is in marked contrast to that of the instant case where the 
plaintiff by plain and unambiguous language completely divested himself of every 
vestige of title and ownership of the pictures, as well as the right to their possession, 
control and use. The language by which the extent of the grant is to be measured, 
“shall forever belong exclusively to Esquire, and Esquire shall have all rights with 
respect thereto, including (without limiting the generality of the foregoing) the 
right to use, lease, sell or otherwise dispose of the same as it shall see fit,” would 
appear to leave no room for a contention that any right, claim or interest in the pic- 
tures remained in the plaintiff after he had sold and delivered them to the defendant. 
Not only did plaintiff by the contract divest himself of all title, claim and interest 
in such drawings and designs, but also in the names “Varga,” “Varga Girl,” “Varga 
Esquire,” when used in connection therewith. 

Of the many cases where it has been sought to engraft an implied condition upon 
the terms of a written instrument, we like the rule announced in Domeyer v. O’Con- 
nell, 364 Ill. 467, where the language used is pertinent to the instant situation. The 
court stated (page 470) : 


The rules concerning the construction of contracts are so well established as to require 
but brief attention. The object of construction is to ascertain the intention of the parties. 
. . . That intention is to be determined from the language used in the instrument and not 
from any surmises that the parties intended certain conditions which they failed to express. 
Where there is no ambiguity in the language used, from that, and that alone, may the — 
intention of the parties be gathered. . . . An implied intention is one necessarily arising 
from the language used or a situation created by such language. If such intention does 
not necessarily arise it cannot be implied. On the other hand, absence of a provision from 
a contract is evidence of an intention to exclude such provision. 


As already shown, we think there is no ambiguity in the granting language of the 
contract, nor can there be an implied intention from the language thus employed 
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of an intention of the parties of any reservation of rights in the grantor. The 
parties had been dealing with each other for a number of years, and the fact that no 
reservation was contained in the contract strongly indicates that it was intentionally 
omitted. Such a reservation will not be presumed ; it must be expressed and clearly 
imposed. Grant v. Kellogg Co., 58 F. Supp. 48, 51 affirmed 154 F. 2d 59. 

Plaintiff advances another theory which needs little discussion. It is predicated 
upon the contention that there is a distinction between the economic rights of an 
author capable of assignment and what are called “moral rights” of the author, said 
to be those necessary for the protection of his honor and integrity. These so-called 
“moral rights,” so we are informed, are recognized by the civil law of certain for- 
eign countries. In support of this phase of his argument, plaintiff relies upon a 
work by Stephen P. Ladas entitled “The International Protection of Literary and 
Artistic Property (page 575, et seq.). It appears, however, that the author’s discus- 
sion relied upon by plaintiff relates to the law of foreign countries. As to the United 
States, Ladas in the same work states (page 802) : 

The conception of “moral rights” of authors so fully recognized and developed in the 


civil law countries has not yet received acceptance in the law of the United States. No 
such right is referred to by legislation, court decision or writers. 


What plaintiff in reality seeks is a change in the law in this country to conform 
to that of certain other countries. We need not stop to inquire whether such a 
change, if desirable, is a matter for the legislative or judicial branch of the govern- 
ment ; in any event, we are not disposed to make any new law in this respect. 

Plaintiff’s third and last contention is that the manner of reproduction by de- 
fendant of plaintiff’s work was such as to constitute a misrepresentation and was 
unfair competition. The concurring opinion of Mr. Justice Holmes in /nternational 
News Service v. Associated Press, 248 U. S. 215, 246-247, and Fisher v. Star Co., 
231 N. Y. 414, 433, 132 N. E. 133, 136, are the only cases cited and relied upon as 
supporting this contention. We think that neither case affords any support for such 
theory. In both, the holding as to unfair competition rested on the premise that the 
defendants, without the consent or approval of the plaintiffs, had taken and used 
to their own advantage something in which the plaintiffs had a property right—more 
specifically, that the defendants had pirated or stolen plaintiffs’ property and used 
it in their business in competition with that of the plaintiffs. It is difficult to dis- 
cern how there could be any pirating or unlawful taking of property in the instant 
case in view of the rights (heretofore discussed) which the plaintiff by contract con- 
ferred upon the defendant. 

Plaintiff argues that the use of “Esquire Girl” as a title for the pictures was a 
representation that the author was someone other than the plaintiff. We do not 
agree with this contention. The title used was the name of the well-known and 
widely circulated magazine in which they were published, and we think the public 
would readily recognize the word “Esquire” referred to such magazine and not to 
the name of an artist. 

More than that, as already shown, it was provided in the contract that both the 
pictures and the name “shall forever belong exclusively to Esquire, and Esquire 
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shall have all rights with respect thereto, including . . . . the right to use. . . or 
otherwise dispose of the same as it shall see fit.” This was the basis both upon which 
plaintiff was paid for his pictures and upon which Esquire acquired their possession 
and ownership. Under these circumstances, we are of the view that there was no 
unfair competition by the defendant in the manner of their use. 

The order appealed from is affirmed. 


LUCIEN LELONG, INC. v. LANDER CO., INC. 
No. 57—C. C. A. 2—December 4, 1947 


TRADE-MARKS—SECONDARY MEANING—-DreEss oF Goops 

Style of plaintiff’s ball-shaped, long-necked cologne bottle, upon which design patents have 
expired, may be protected only if it had acquired secondary meaning prior to defendant’s first 
use of same style of bottle for similar goods. 

To establish secondary meaning, plaintiff held to have burden of proving that design of 
bottle identifies source of the product and that purchasers buy the product because of its 
source. 

Courts—PLEADING AND PRACTICE—GENERAL 

Absence of affirmative finding of secondary meaning by trial court held adequate basis for 
denial of relief; lack of specific, negative finding, by trial court, that plaintiff had not estab- 
lished secondary meaning, immaterial where facts are all against plaintiff’s claim. 

Unrair CoMPETITION—EVIDENCE OF ACTUAL CONFUSION—GENERAL 

While not controlling, fact that plaintiff produced no evidence that any buyer had been 
misled, though defendant had been using its bottle for about ten years prior to suit, held of 
some significance. 

DeEsIGN PATENTS—Scope OF INJUNCTIVE RELIEF—EFFECT OF EXPIRATION 

Expiration of design patent effects dedication of the design to the public. 

Plaintiff, having enjoyed statutory monopoly, during term of design patent, held not en- 
titled to extend its protection, at common law, by comprehensive claim of secondary meaning, 
in all elements of the very design patented; upon proper proof, however, plaintiff might be 
entitled to relief on ground that some feature of its design had acquired secondary meaning. 


Appeal from Southern District of New York. 
Unfair competition suit by Lucien Lelong, Inc., against Lander Co., Inc. Plain- 
tiff appeals from judgment for defendant. Affirmed. 


David S. Kane, New York, N. Y. (Duell & Kane, New York, N. Y., and Harold S. 
Walters and Charles W. Hills, of Chicago, Ill., on the brief) for plaintiff. 
Asher Blum (Mock & Blum on the brief), of New York, N. Y., for defendant. 


Before Swan, CHASE and Cvark, Circuit Judges. 
CxarK, C. J.: 


This is an action for unfair competition where the two parties involved sell the 
same type of product in the same style of bottle. The product is cologne. The 
bottle is ball-shaped, long-necked. Each identifies its product with a label entirely 
encircling the long narrow neck of the bottle. The labels are of different color 
and, as to be expected, carry different printed matter. The action was instituted 
in 1944, and jurisdiction was based upon the diversity of citizenship of the parties. 
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Compare California Apparel Creators v. Wieder of California, 2 Cir., 162 F. 2d 
893 [37 T.-M. R. 558], nn. 5, 11, certiorari denied November 10, 1947. 

In 1934 and 1937, design patents were issued to the plaintiff for ball-shaped, 
long-necked bottles differing mainly in the markings on their bases. Both these 
patents have expired, and plaintiff does not seek any relief based on such patent 
rights. Rather it claims a common-law trade-mark right in the shape of its bottle 
in use since April, 1933, as a package for cologne. It sells its product at a high 
price in department and drug stores. Defendant has used this style of bottle since 
as early as September, 1934, and sells its product at a low price in ten-cent and 
other low-price stores. 

Plaintiff does not claim that it originated the style of bottle here involved. In- 
deed, it could not, for that shaped bottle has been used for centuries and is common 
to the barber shop, as well as the chemist’s laboratory. Such bottles had even been 
used in marketing cologne in the United States prior to plaintiff’s use, although it 
does not appear that they were used for that particular purpose at the time plaintiff 
entered the market. 

The District Court held that the differences in surface markings, colors of labels, 
sizes and colors of stoppers, and wording on the labels of plaintiff's and defendant’s 
bottles were such that the ordinarily prudent purchaser would not be misled so as to 
believe that the accused bottles contained plaintiff’s product or that anyone but the 
defendant was the producer thereof. It was also of the opinion that, since the de- 
sign patents had expired, the shape of the bottle had been dedicated to the public. 
Consequently it found for the defendant, D. C. S. D. N. Y., 67 F. Supp. 997 [36 
T.-M. R. 257], and plaintiff has appealed. 

Under the circumstances here present, plaintiff may prevail only if it proves 
that its style of bottle has acquired a secondary meaning. Without that it was not 
unfair competition for the defendant to copy it. Swanson Mfg. Co. v. Feinberg- 
Henry Mfg. Co., 2 Cir., 147 F. 2d 500, 503. To establish such secondary meaning 
it must be shown that (1) the design is a mark of distinction identifying its source, 
and (2) purchasers are moved to buy the article because of its source. Failing 
this, protection must be denied. Crescent Tool Co. v. Kilborn & Bishop Co., 2 Cir., 
247 F. 299; Sinko v. Snow-Craggs Corp., 7 Cir., 105 F. 2d 450 [29 T.-M. R. 524]; 
American Fork & Hoe Co. v. Stampit Corp., 6 Cir., 125 F. 2d 472 [32 T.-M. R. 
149]. Moreover, the secondary meaning must have been established when the de- 
fendant entered the field. Upjohn Co. v. William S. Merrell Chemical Co., 6 Cir., 
269 F. 209, certiorari denied 257 U. S. 638. Here the facts are all against plaintiff’s 
claim. True, the court did not include the ultimate finding that there was no sec- 
ondary meaning established ; but the absence of an affirmative finding for the plain- 
tiff is adequate basis for the judgment. 

Further, the plaintiff must show that confusion has been created by defendant’s 
entrance in the market. Lektro-Shave Corp. v. General Shaver Corp., 2 Cir., 92 
F. 2d 435 [28 T.-M. R. 284]. This it has not done. Here the District Court has 
specifically found to the contrary, 67 F. Supp. 997, 999, 1000: 


. . the surface markings of the bases, the colors of the labels, the sizes and colors of 
the stoppers and the wording on the labels on the plaintiff’s and defendant's bottles are so 
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different in appearance that it is not reasonable to believe that any ordinarily prudent 
purchaser would be led to believe that the accused bottles contain the product of the plain- 
tiff or that anyone but the defendant is the producer thereof. 


Nor does the record suggest that such finding was erroneous. While not con- 
trolling, it is of some significance that the plaintiff did not produce any buyer who 
had been misled, although both parties have been marketing their products at least 
since September, 1934. See Eastern Wine Corp. v. Winslow-Warren, Ltd., 2 Cir., 
137 F. 2d 955, 960 [33 T.-M. R. 302], certiorari denied 320 U. S. 758. 

Plaintiff relies on Lucien Lelong, Inc. v. George W. Button Corp., D. C. S. D. 
N. Y., 50 F. Supp. 708 [33 T.-M. R. 399]. There this plaintiff successfully en- 
joined a defendant from selling cologne in bottles that were similar to those used 
by plaintiff. No appeal was there taken. But a sufficient differentiation of the two 
cases is found in the different facts and findings. There the court found confusion 
to exist. None has been found here. Moreover it was there recognized that a de- 
fendant might use the design of the bottle if there were distinctive signs indicating 
that it was defendant’s product. Such is the case here. Hence the cited case is not 
authority against the decision below. 

Plaintiff criticizes the view of the district judge that it “having claimed and 
enjoyed the monopoly the design patent granted, the shape of the bottle has now 
been dedicated to the public.” 67 F. Supp. 997, 999. Asserting that a secondary 
meaning had been acquired during the life of the patent, it urges that, even after 
the expiration of the design patents, the secondary meaning afforded protection 
against the marketing of cologne by others in like shaped bottles. This is a novel 
and sweeping claim, which would seem to run counter to the policy and purpose of 
the patent laws. A patent is the grant of a temporary monopoly to the patentee ; 
at its expiration all are free to use the invention. Scott Paper Co. v. Marcalus Mfg. 
Co., 326 U. S. 249, 255. During the life of the patent a purchaser will naturally 
associate the product with the producer, since the patent prevents others from pro- 
ducing. But such association does not furnish justification for an extension of 
such protection unlimited in time. Plaintiff’s position here is not that some feature 
of its design has acquired a secondary meaning, a contention which might be ac- 
cepted on proper proof ; instead it is the comprehensive claim that all the elements 
of appearance have acquired a secondary significance affording a protection equal 
to that enjoyed under the design patents. Nor does it claim affirmative deceit or 
misrepresentation. We think such a contention cannot be allowed. What cases 
there are clearly indicate that the expiration of a design patent effects a dedication 
of that design to the public. Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 
119, 120 [28 T.-M. R. 569]; Shredded Wheat Co. v. Humphrey Cornell Co., 2 
Cir., 250 F. 960; James Heddon’s Sons v. Millsite Steel & Wire Works, D. C. E. D. 
Mich., 35 F. Supp. [30 T.-M. R. 649], affirmed 6 Cir., 128 F. 2d 6, 13 [32 T.-M. R. 
410], certiorari denied 317 U. S. 674; Nims on The Law of Unfair Competition and 
Trade-Marks, 4th Ed. 1947, 393. Apt language is found in the Shredded Wheat 
case, supra, 2 Cir., 250 F. 960, 964: “But the plaintiff’s formal dedication of the de- 
sign is conclusive reason against any injunction based upon the exclusive right to 
that form, however necessary the plaintiff may find it for its protection.” 
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Plaintiff has referred us to Krem-Ko Co. v. R. G. Miller & Sons, 2 Cir., 68 F. 
2d 872 [24 T.-M. R. 135] ; Sinko v. Snow-Craggs Corp., supra; Zangerle & Peter- 
son Co. v. Venice Furniture Novelty Mfg. Co., 7 Cir., 133 F. 2d 266. These cases 
are not in point. So far as they consider the issue at all, they are concerned with the 
invalidity, not expiration, of a design patent. If in return for the statutory monop- 
oly for a term the patentee is held thereafter to dedicate his invention to the public, 
it would naturally follow that where he has never had this monopoly he has noth- 
ing to give up. The situation is one where no patent has ever existed. Here, how- 
ever, plaintiff has had its patent protection for the period of the patent and cannot 
longer enjoy its monopoly of the very designs patented. Moreover, as we have 
seen, plaintiff was not able to prove secondary meaning. 

Judgment affirmed. 


ANDREW J. McPARTLAND, INC. v. MONTGOMERY WARD & CO., INC. 
No. 5304—C. C. P. A—November 29, 1947 


TRADE-M ARKS—REGISTRABILITY—DESCRIPTIVENESS 
“Kwixtart” held descriptive, as phonetic spelling of “quick start,” intended to describe 
batteries which start motors or engines quickly; and not entitled to registration under 1905 
Act or new act effective July 5, 1947. 
By the language of Section 2 (e) of the Trade-Mark Act effective July 5, 1947, Congress 
did not intend to permit registration of trade-marks merely descriptive of the quality or 
character of the goods. 
TRADE-MARKS—REGISTRABILITY—EFFECT OF DISCLAIMER 
Disclaimer stating “No claim is made to the individual syllables of the mark, each apart 
from the other” held to amount to admission that mark as a whole is merely descriptive. 
CourTS—PLEADING AND PracticE—Briers AMICI CURIAE 
In view of the importance of question as to applicability of the Trade-Mark Act effective 
July 5, 1947, Court here requested briefs not only from counsel for the parties, but also from 
amici curiae. 
Trave-Mark Act EFFective Juty 5, 1947—AppLIcABILITY TO PENDING APPEALS—GENERAL 
The new Trade-Mark Act, effective July 5, 1947, held inapplicable to appeal from Com- 
missioner’s decision in cancellation proceeding, pending under the 1905 Act on the effective 
date of the new act. 


Petition for cancellation of 1905 Act registration by Montgomery Ward & Co., 
Inc., against Andrew J. McPartland, Inc. Registrant appeals from Commissioner's 
affirmance of decision sustaining petition to cancel. Affirmed. 


Pennie, Edmonds, Morton & Barrows (Clarence M. Fisher and George E. Middle- 
ton of counsel) for appellant. 

Henry R. Marshall for appellee. 

W.W. Cochran (Walter J. Derenberg of counsel) for the Commissioner of Patents 
as amicus curiae. 

Sylvester J. Liddy for the Lawyers’ Advisory Committee of the United States 
Trade-Mark Association as amicus curiae. 

Charles R. Allen for the American Patent Law Association as amicus curiae. 
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Philip T. Dalsimer and A..S. Greenberg for the Trade-Mark Committee of the 
New York Patent Law Association as amicus curiae. 
Conder C. Henry, formerly Assistant Commissioner of Patents, as amicus curiae. 


HATFIELD, J.: 


This is an appeal in a trade-mark cancellation proceeding from the decision of 
the Commissioner of Patents, 67 U. S. P. Q. 240, affirming the decision of the Ex- 
aminer of Interferences sustaining appellee’s petition for the cancellation of appel- 
lant’s registered trade-mark “Kwixtart” for use on electric storage batteries. 

Appellant’s mark, registration No. 326,257, was registered July 23, 1935, under 
the Trade-Mark Act of February 20, 1905, on an application filed March 8, 1935. 

Appellee’s petition for cancellation of appellant’s registered trade-mark was 
filed March 22, 1944. 

It was claimed in the petition for cancellation that appellant’s mark was de- 
scriptive of its goods and that it was, therefore, not registrable under section 5 of 
the Trade-Mark Act of February 20, 1905, which provides, among other things, 
that trade-marks which are “. . . . merely in words or devices which are descriptive 
of the goods with which they are used, or of the character or quality of such goods, 

. .” shall not be registered. 

It appears from the record, including collective exhibit No. 26, that appellee, in 
describing its electric storage batteries over a number of years, used the following 
terms in its catalogues: 


Fall-winter 1933-34, “quick starting.” 

Spring-summer 1935, “quicker starting.” 

Fall-winter 1935-36, “quicker starts” and “quick, sure start.” 
Spring-summer 1936, “quicker starts.” 

Fall-winter 1937-38, “quick starts.” 

Spring-summer 1938, “quick starts.” 

Spring-summer 1939, “quicker starts” and “quick starts.” 
Spring-summer 1940, “quick, sure starts” and “quicker starts.” 

Fall Bargain Book 1940, “Quick Sure Starting.” 

Christmas catalogue 1940, “quick, sure starts.” 

Spring-summer 1941, “quick start” phonetically spelled “Kwik Start.” 
Fall-winter 1941-42, and 

Spring-summer 1942, there is displayed a battery with the letters “Kwik Start” thereon. 
Mid-summer 1942, “quick starts.” 

Fall-winter 1942-43, “M W Kwik Start.” 


In addition to the evidence hereinbefore referred to, counsel for appellee intro- 
duced in evidence advertisements of other manufacturers of electric storage bat- 
teries, including the Willard Storage Battery Company, in which the term “Quick 
Starts” and other words of similar import were used, prior to and subsequent to 
appellant’s alleged first use of its mark, to describe the function or quality of the 
batteries sold by them. The purpose of the introduction of that evidence was to 
establish that the term “quick start’ was a common, ordinary, descriptive term which 
was used in the trade to describe the character or quality of electric storage batteries. 
It is unnecessary that we state here in detail all of the evidence of that character. 





62 THE TRADE-MARK REPORTER 38 T.-M. R. 


It is further argued by counsel for appellee, and so held by the decisions of the 
Patent Office tribunals, and properly so, we think, that the term “Kwixtart” is but 
a phonetic spelling of the term “quick start” and was intended to describe merely 
that appellant’s battery would start a motor or engine quickly. 

The Examiner of Interferences, as did the Commissioner of Patents, relied to a 
considerable extent upon the case of Model Brassiere Co., Inc. v. Bromley-Shep- 
pard Co., Inc., 18 C. C. P. A. (Patents) 1294, 49 F. (2d) 482, 9 U.S. Pat. Q. 238. 
In that case the registered mark “Ensemble” was used on “garter-brassieres.” It 
also appeared, as stated in the decision of this court, that the term “ensemble” “was 
commonly used by merchants and others to describe combination garments prior to, 
and since, appellant first used ‘ensemble’ as a trade-mark” and in support of that 
statement the court referred to certain publications not published by appeilee. The 
purpose of directing attention to those publications was to show that the term was 
generally understood to describe the goods or the character of such goods. It was 
there held that one who deemed himself injured by the registration of a descriptive 
mark might properly bring a petition for cancellation thereof. 

We further stated in that decision “That appellee was not required to show use 
[of the word ‘ensemble’] on the date the petition was filed” and, accordingly, held 
that a merely descriptive term was not registrable under the Trade-Mark Act of 
February 20, 1905. (Italics not quoted.) See also the decisions in the cases of 
United Shoe Machinery Corp. v. Compo Shoe Machinery Corp., 19 C. C. P. A. 
(Patents) 1009, 56 F. (2d) 292, 12 U. S. Pat. Q. 246, and Cridlebaugh v. Mont- 
gomery Ward & Co., 34C. C. P. A. (Patents) 742, 158 F. (2d) 646, 72 U.S. P. Q. 
135. 

In the instant case it clearly appears that appellee and others were using words 
to describe their electric storage batteries which were similar to and the equivalent 
of appellant’s registered mark. Accordingly, so far as the Trade-Mark Act of 
February 20, 1905, is concerned, it is apparent that the trade-mark “Kwixtart’’ is 
merely descriptive of the goods on which it is used or of the character or quality of 
such goods and, therefore, was not entitled to registration. 

Furthermore, it appears from the record that in appellant’s registration it was 
stated that ‘“‘No claim is made to the individual syllables of the mark, each apart 
from the other.” That statement amounts to saying that the mark as a whole is 
merely descriptive of the goods upon which it was used. A somewhat similar 
situation is presented in the case of Jn re Midy Laboratories, Inc., 26 C. C. P. A. 
(Patents) 1294, 104 F. (2d) 617, 42 U.S. P. Q. 17, where it was held, in substance, 
that although a part of the mark might be disclaimed for registration purposes, the 
entire mark could not be properly disclaimed as descriptive for that purpose. The 
gist of the decision in that case is that such a mark is merely descriptive and, there- 
fore, is not registrable. We have mentioned this particular phase of the case solely 
for the purpose of pointing out that appellant, at the time of the registration of the 
mark, was of opinion that the mark as a whole was merely descriptive of the goods 
or of the character or quality of the goods on which it was used. Each of the tribu- 
nals of the Patent Office referred to that particular fact, as well as to other facts 
hereinbefore stated, and properly concluded that the mark was merely descriptive of 
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the goods on which it was used and, therefore, was not entitled to be registered un- 
der the Trade-Mark Act of February 20, 1905. 

At the time of the oral arguments in this case, it was intimated from the bench 
that there was a possibility that the Trade-Mark Act of July 5, 1946 (effective July 
5, 1947) Chap. 540, 60 Stat. L. 427, et sec., might have application to the issues here 
involved. In view of the importance of that question to the members of the bar, the 
court was of opinion that it would be advisable to request briefs on that question, 
not only from counsel in the case, but also from others who might be interested. 
In accordance with that suggestion, supplemental briefs have been filed by counsel 
for the parties. Briefs of amici curiae have also been filed by W. W. Cochran, 
Solicitor of the Patent Office, and Walter J. Derenberg, on behalf of the Commis- 
sioner of Patents; Sylvester J. Liddy for the Lawyers’ Advisory Committee of the 
United States Trade-Mark Association ; Charles R. Allen for the American Patent 
Law Association; Philip T. Dalsimer and A. S. Greenberg for the Trade-Mark 
Committee of the New York Patent Law Association ; and Conder C. Henry, form- 
erly Assistant Commissioner of Patents. The court wishes to acknowledge with 
appreciation those additional briefs which have been fully and carefully considered 
in the disposition of the issues here presented. 

Although each of the parties is of opinion that the Trade-Mark Act of July 5, 
1946 (effective July 5, 1947), has application to the issues here involved, they dis- 
agree as to the interpretation to be placed on section 2 (e) of that act. Counsel for 
appellant argues that section 2 (e) should be interpreted as meaning that the Con- 
gress intended to change the law as it existed in section 5 of the Trade-Mark Act of 
February 20, 1905, which reads in part that trade-marks which are “merely in words 
or devices which are descriptive of the goods with which they are used, or of the 
character or quality of such goods, . . . .” shall not be registered. 

Counsel for appellee insists that Congress, by the provision in section 2 (e) of 
the new Trade-Mark Act effective July 5, 1947, which is in accordance with the 
common law of trade-marks as announced by the Supreme Court, did not intend to 
change the meaning of the quoted provision in the Trade-Mark Act of February 20, 
1905 ; furthermore, that the term “merely descriptive” contained in section 2 (e) of 
the Trade-Mark Act effective July 5, 1947, being consistent with the common law, 
has not changed the meaning of the quoted language in section 5 of the Trade-Mark 
Act of February 20, 1905. 

Each of those who filed briefs as amicus curiae is of opinion that the Trade- 
Mark Act of July 5, 1946 (effective July 5, 1947), has no application to the issues 
here at bar, and that it was not the intent of the Congress to change the meaning 
of the language of quoted section 5 of the Trade-Mark Act of February 20, 1905. 

Section 13 of the Trade-Mark Act of February 20, 1905, U. S. C., title 15, sec. 
93, provides “That whenever any person shall deem himself injured by the registra- 
tion of a trade-mark in the Patent Office he may at any time apply to the Commis- 
sioner of Patents to cancel the registration thereof” and that “If it appear after a 
hearing before the examiner that the registrant was not entitled to the use of the 
mark at the date of his application for registration thereof, . . . . the commissioner 
shall cancel the registration.” (Italics ours.) 
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Section 1 of the Trade-Mark Act of July 5, 1946 (effective July 5, 1947), pro- 
vides, among other things (a) (1) that a technical trade-mark shall be placed upon 
a principal register in the Patent Office. 

Section 2 (e) of that act provides that such marks which may be placed upon the 
principal register in the Patent Office shall not be “merely descriptive or deceptively 
misdescriptive” of the goods on which they are used. 

Section 14 of the Trade-Mark Act effective July 5, 1947, provides that 


Any person who believes that he is or will be damaged by the registration of a mark 
on the principal register established by this Act, or under the Act of March 3, 1881, or the 
Act of February 20, 1905, may upon the payment of the prescribed fee, apply to cancel 
said registration— 

(a) Within five years from the date of the registration of the mark under this Act: or 

(b) Within five years from the date of the publication under section 12 (c) hereof of 
a mark registered under the Act of March 3, 1881, or the Act of February 20, 1905; .... 
(Italics ours.) 


or if (c) “at any time” a registered mark obtained under the act of March 3, 1881, 
or under the act of February 20, 1905 


‘ . was obtained fraudulently or contrary to the provisions of section 4 or of sub- 
sections (a), (b), or (c) of section 2 of this Act for a registration hereunder, or contrary 
to similar prohibitory provisions of said prior Acts for a registration thereunder. . . . 


It will be observed that subsection (e) relating to descriptive marks is not re- 
ferred to in subsection (c) of section 14 of that act. Furthermore, section 4 has 
no application to the issue here involved. 

As hereinbefore noted, section 2 (e) prohibits the registration of a mark which 
is “merely descriptive or deceptively misdescriptive” of the goods on which it is used. 

Section 12 (c) of that act provides that 


A registrant of a mark registered under the provisions of the Act of March 3, 1881, or 
the Act of February 20, 1905, may, at any time prior to the expiration of the registration 
thereof, upon the payment of the prescribed fee file with the Commissioner an affidavit 
setting forth those goods stated in the registration on which said mark is in use in com- 
merce and that the registrant claims the benefits of this Act for said mark. The Commis- 
sioner shall publish notice thereof with a reproduction of said mark in the Official Gazette, 
and notify the registrant of such publication and of the requirement for the affidavit of use 
or nonuse as provided for in subsection (b) of section 8 of this Act. This subsection shall 
not be subject to the provisions of section 13 of this Act. (Italics ours.) 


It may be observed in passing that the Trade-Mark Act effective July 5, 1947, 
provides for a principal register, as well as a supplemental register. It is the princi- 
pal register with which we are here concerned. The act further provides that the 
registration of a mark on the principal register “. . . . shall be constructive notice 
of the registrant’s claim of ownership thereof.” The act of February 20, 1905, does 
not provide for a “principal register.” 

Section 46 (a) of the Trade-Mark Act effective July 5, 1947, provides that 
“This Act shall be in force and take effect one year from its enactment, but except as 
otherwise herein specifically provided shall not affect any suit, proceeding, or appeal 
then pending.” 
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Section 46 (b) provides that 


Registrations now existing under the Act of March 3, 1881, or the Act of February 20, 
1905, shall continue in full force and effect for the unexpired terms thercof and may be re- 
newed under the provisions of section 9 of this Act. Such registrations and the renewals 
thereof shall be subject to and shall be entitled to the benefits of the provisions of this Act 
to the same extent and with the same force and effect as though registered on the principal 
register established by this Act except as limited in sections 8, 12, 14, and 15 of this Act. 
Marks registered under the “ten-year proviso” of Section 5 of the Act of February 20, 
1905, as amended, shall be deemed to have become distinctive of the registrant's goods in 
commerce under paragraph (f) of section 2 of this Act and may be renewed under section 
9 hereof as marks coming within said paragraph. (Italics ours.) 


It will be observed that the registration under the new Trade-Mark Act effec- 
tive July 5, 1947, provides that the registrations under that act “shall be subject to 
and shall be entitled to the benefits of the provisions of this Act to the same extent 
and with the same force and effect as though registered on the principal register 
established by this Act except as limited in sections 8, 12, 14, and 15 of this Act.” 


(Italics ours.) 
Section 47 (a) of that act provides that 


All applications for registration pending in the Patent Office at the effective date of 
this Act may be amended, if practicable, to bring them under the provisions of this Act. 
The prosecution of such applications so amended and the grant of registrations thereon 
shall be proceeded with in accordance with the provisions of this Act. Jf such amend- 
ments are not made, the prosecution of said applications shall be proceeded with and regis- 
trations thereon granted in accordance with the Acts under which said applications were 
filed, and said Acts are hereby continued in force to this extent and for this purpose only, 
notwithstanding the foregoing general repeal thereof. (Italics ours.) 


Section 47 (b) provides that 


In any case in which an appeal is pending before the United States Court of Customs 
and Patent Appeals or any United States Circuit Court of Appeals or the United States 
Court of Appeals for the District of Columbia or the United States Supreme Court at the 
effective date of this Act, the court, if it be of the opinion that the provisions of this Act 
are applicable to the subject mattcr of the appeal, may apply such provision or may remand 
the case to the Commissioner or to the district court for the taking of additional evidence 
or a new trial or for reconsideration of the decision on the record as made, as the appellate 
court may deem proper. (Italics ours.) 


Section 49 of that act provides that 


Nothing hercin shall adversely affect the rights or the enforcement of rights in marks 
acquired in good faith prior to the effective date of this Act. (Italics ours.) 


Section 19 of that act provides that 


In all inter partes proceedings equitable principles of laches, estoppel, and acquiescence, 
where applicable may be considered and applied. The provisions of this section shall also 
govern proceedings heretofore begun in the Patent Office and not finally determined. 


It is apparent from the quoted excerpts of the Trade-Mark Act of July 5, 1946 
(effective July 5, 1947), that it provides for a “principal register” which was not 
provided for in any previous act ; that if an applicant for registration desires to come 
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within the provisions of that act, he may amend his application “if practicable” to 
bring his application within the provisions of that act. It is also evident from the 
quoted excerpts from the Trade-Mark Act effective July 5, 1947, that it was not 
the intent of the Congress to make that act retroactive and repeal all of the remedial 
provisions provided in the Trade-Mark Act of February 20, 1905. The act cer- 
tainly applies to applications under the new act and to those which have been 
amended “when practicable” and to “equitable principles” set forth in section 19 
of that act, such as laches, estoppel, and acquiescence. Those issues, however, are 
not presented in this appeal. 

It is evident, we think, from the quoted excerpts from the Trade-Mark Act 
effective July 5, 1947, that that act has no application to the issue of descriptiveness 
of appellant’s trade-mark here involved, although the appeal in the case was pending 
in this court on the effective date of the passage of that act, and that, as appellant’s 
mark is merely descriptive of the quality and character of its goods, it was not en- 
titled to registration under the Trade-Mark Act of February 20, 1905. 

Should we, however, be wrong in our conclusion as to the applicability to the 
issues here involved of the Trade-Mark Act effective July 5, 1947, we are of opinion, 
for the reasons hereinafter stated, that it was not the purpose of the Congress, by 
the language contained in section 2 (e) of the Trade-Mark Act effective July 5, 
1947, hereinbefore quoted, to provide for the registration of trade-marks which are 
merely descriptive of the character or quality of the goods upon which they are 
used. 


As stated by the Supreme Court in the case of Beckwith v. Commissioner of 
Patents, 252 U. S. 538, 543: 


It was settled long prior to the Trade-Mark Registration Act that the law would not 
secure to any person the exclusive use of a trade-mark consisting merely of words de- 
scriptive of the qualities, ingredients or characteristics of an article of trade. This for the 
reason that the function of a trade-mark is to point distinctively, either by its own meaning 
or by association, to the origin or ownership of the wares to which it is applied, and words 
merely descriptive of qualities, ingredients or characteristics, when used alone, do not 
do this. Other like goods, equal to them in all respects, may be manufactured or dealt 
in by others, who, with equal truth, may use, and must be left free to use, the same lan- 
guage of description in placing their goods before the public. 


In support of that statement, the Court cited the following cases: Canal Co. v. 
Clark, 13 Wall. 311, 322, 323, 324; Manufacturing Co. v. Trainer, 101 U. S. 51, 54; 
Manhattan Medicine Co. v. Wood, 108 U. S. 218, 222; Goodyear’s India Rubber 
Glove Mfg. Co. v. Goodyear Rubber Co., 128 U. S. 598; Lawrence Mfg. Co. v. 
Tennessee Mfg. Co., 138 U. S. 537, 547; Brown Chemical Co. v. Meyer, 139 U. S. 
540 ; Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665 ; Standard 
Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 446. 

The earliest case on the subject cited by the Supreme Court is Canal Co. v. Clark, 
supra, decided in December, 1871. The law as there stated and as reiterated in the 
Beckwith case, supra, has not been overruled. 

The Congress certainly did not intend to permit the registration of a trade- 
mark, which was merely descriptive of the quality or character of the goods upon 
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which it was used, as such legislation would be diametrically meee to the law of 
trade-marks as announced in the Beckwith case, supra. 

We are of opinion, therefore, that by the quoted language contained in section 
2 (e) of the Trade-Mark Act of July 5, 1946 (effective July 5, 1947), it was the 
purpose of the Congress to permit the registration of such marks only, so far as 
descriptiveness is concerned, which were not merely descriptive of the goods upon 
which they were used or the quality or character of such goods. 

For the reasons hereinbefore stated, we are of opinion that the Commissioner of 
Patents reached the right conclusion. 

The decision of the Commissioner of Patents is, accordingly, affirmed. 


BLAND, J., specially concurring: 


I agree with the holding of the court that “Kwixtart” is descriptive within the 
prohibition of either the 1905 act or the 1946 act. 

I also agree that Congress, by the omission of the words, “or of the character or 
quality of such goods,” did not intend to change the meaning which had heretofore 
been given to the language of the 1905 act with reference to descriptiveness. 

Therefore I agree that the mark should be cancelled. This holding would have 
decided all the issues necessary to decide, and, in my judgment, the question as to 
the applicability of the 1946 act is obiter. I think the court, in view of the probability 
of similar questions being raised frequently in the future, should be unwilling to 
pass upon this question until it is absolutely necessary. 

Therefore I do not wish to express or intimate any view as to whether or not 
the new act applies in respects with which we are here concerned or in other respects. 

Affirmed. 


BARRE GRANITE ASSOCIATION, INC., et av. v. FASOLINO 
MONUMENTS, INC., Et AL. 


No. 2440—U. S. D.C. E. D. N. Y—December 16, 1947 


TRADE-MARKS—ENFORCEMENT OF DECREE—CONTEMPT 
Defendants held not in contempt for violation of decree, requiring them to remove the 
words “Barre Guild” from all monuments upon which they had affixed or cut said trade-name 
or trade-mark, “insofar as it is within their power to do so,” where presumably defendants 
had parted with title to the monument in question, plaintiff failed to show that defendants 
have title or that defendants could, without consent of the owners of the monument, now 
obliterate the name, and defendants submitted proof that the owners refused to permit de- 
fendants to remove the monument for purposes of having the name obliterated. 
TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GEOGRAPHICAL AND DESCRIP- 
TIVE TERMS 
Defendants restrained from using “Barre Guild,” held not in contempt for erasing only the 
word “Guild” and cutting over it the word “Granite,” so that the legend on monument reads 
“Barre Granite.” 
Complaint did not allege ownership of “Barre Granite,” as a trade-mark; and “Barre 
Granite” held doubly objectionable under 1905 Act and common law of trade-marks because 
“granite” is descriptive and “Barre” geographical. 
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Contempt proceeding in trade-mark infringement suit by Barre Granite Asso- 
ciation, Inc., and Barre Quarriers Cooperative against Fasolino Monuments, Inc., 
Pasquale Fasolino, Frank Fasolino, and Dominic Fasolino. Plaintiffs’ motion to 
punish defendants for contempt of decree pro confesso denied. 


Kermit F. Kip, New York, N. Y., for plaintiffs. 
Alexander Del Giorno for defendants. 


Gatston, D. J.: 


The plaintiffs move for an order to punish the defendants for a contempt of 
this court for violating the provisions of a decree of this court which was entered 
pro confesso on December 13, 1941. 

The complaint was filed on December 11, 1941. It alleges that the two plaintiff 
corporations are the owners of the registered trade-mark “Barre Guild,” as a trade- 
name and trade-mark upon monuments of Barre granite, quarried and manufactured 
at Barre, Vt., by members of the plaintiff corporations. It is charged that the de- 
fendants infringed the trade-mark by placing and cutting this aforesaid trade-mark 
upon monuments manufactured by or dealt in by the defendants. 

Upon a stipulation of the parties, dated December 2, 1941, which curiously 
enough ante-dated the filing of the complaint, a decree pro confesso was obtained, 
which enjoined the defendants from infringing the plaintiffs’ trade-mark “Barre 
Guild,” and further ordered the defendants to remove the trade-mark or trade- 
name from all monuments upon which they had already affixed or cut said trade- 
name or trade-mark, or the words “Barre Guild” in any form “insofar as it is within 
their power to do so.” 

No other proceedings in the matter were had until the pending motion was made. 
It is charged that the defendants, in violation of the decree pro confesso, did not 
send the monument bearing the name “Lagala’”’ to Barre and have the manufacturer 
thereof remove the words “Barre Guild,” and that the cemetery monument still 
stands with the name “Barre Guild” cut on the said monument. The defendant 
calls attention to paragraph fifth of the agreement which provides: “Whatever 
authority or consents are necessary, customary or proper to accomplish the matter 
set forth in the two preceding paragraphs will be procured by the Fasolinos.” The 
affidavit in opposition to this motion also recites that the defendants requested the 
Lagala family to permit the removal of the monument for this purpose and that 
they have constantly refused to do so. It is entirely clear that no effort is made by 
the plaintiff to show that the defendants, in the absence of express permission from 
the owners of the monument, could send the monument to Barre for obliteration of 
the name; nor could the defendants themselves go on the cemetery plot and seek 
to obliterate the name without the consent of the owners of the monument. It is 
nowhere asserted that the defendants have any title to the monument. Presumably 
they parted with title at the time that the monument was erected to mark the place 
of burial. 

In regard to the “Sergio” monument, as well as the “Coughlin” monument, it 
appears that in the stipulation of December 2, 1941 the Fasolinos agreed at their 
own expense to remove the words “Barre Guild” from those monuments, and certi- 
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fied that that had been done. It seems, however, that only the word “Guild” was 
erased, and the legend changed to read “Barre Granite,” the word “Granite” hav- 
ing been cut over the word “Guild.” As to those changes, they can hardly be re- 
garded as a violation of the decree pro confesso, for otherwise the decree would 
be broader in scope than the cause of action set forth in the complaint. The com- 
plaint alleges no ownership of the trade-mark “Barre Granite.” It can readily be 
understood why no such trade-mark could be acquired at least prior to the recent 
trade-mark act which went into effect on July 5, 1947. The words “Barre Granite” 
are doubly objectionable under the old act and under the common law of trade- 
marks because “granite” is a descriptive term, and “Barre” a geographical term. 
The same legal objections apply to the contention that there is a violation of the de- 
cree pro confesso in engraving the term “Barre Guild” on the “Norton” monument. 
Accordingly the motion must be denied. Settle order on notice. 


SAFEWAY STORES, INCORPORATED v. SKLAR, TRADING as 
SAFEWAY STORES 


No. 5696—U. S. D. C. E. D. Pa——Noveimber 26, 1947 


UNFAIR COMPETITION—J URISDICTION—GENERAL 

In unfair competition suit in Federal court, with jurisdiction based on diversity of citizen- 
ship, since defendant’s acts all took place in Pennsylvania, the local law applies; law of 
Pennsylvania held not to conflict with principles of unfair competition laid down by Federal 
courts. 

TRADE-NAMES—ACQUISITION OF RIGHTS—GENERAL 

Neither plaintiff's qualification to do business locally as foreign corporation nor de- 
fendant’s registration under state Fictitious Names Act conferred exclusive rights on either 
party. 

TRADE-NAMES AND UNFAIR COMPETITION—ScoPE OF RELIEF—GENERAL 

Lack of competition may be considered as a factor in defendant’s favor, but under the 
prevailing Federal view competition is not a prerequisite to injunctive relief against unfair 
trading. 

Trade-names incapable of exclusive appropriation as trade-marks may be protected against 
infringement resulting from unfair competition where they have acquired a secondary mean- 
ing identifying the product of a particular manufacturer or business. 

Even in the absence of secondary meaning, the courts will grant limited relief against un- 
fair trading of particular defendant intentionally using the name with some design inimical 
to plaintiff’s interests. 

TRADE-N AMES—SECONDARY MEANING—PARTICULAR INSTANCES 

Plaintiff held to have failed to sustain the burden of proving secondary meaning in the 
name “Safeway” in Pennsylvania. 

TRADE-NAMES AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Defendant, who in bad faith attempted to capitalize on plaintiff's established reputation by 
creating the impression that there was some trade connection between them or that plaintiff 
had expanded its business to that territory, enjoined from using the designation “Safeway” in 
connection with his store; but plaintiff held not entitled to an accounting, 


Unfair competition suit by Safeway Stores, Incorporated, against David Sklar, 
trading as Safeway Stores. Judgment for plaintiff. 
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Evans, Bayard & Frick and Philip H. Strubin, both of Philadelphia, Pa., for 
plaintiff. 

Caesar & Rivise, A. D. Caesar, Benjamin Frank, and Max E. Cohen, all of Phila- 
delphia, Pa., for defendant. 


Ganey, D. J.: 


In this action for alleged infringement of a trade-name and unfair competition, 
the plaintiff, Safeway Stores, Incorporated, seeks (1) to restrain the defendant from 
using the name “Safeway Stores” in connection with his retail grocery store, (2) 
to require him to account for and pay over to it all profits derived by him from the 
use of the name “‘Safeway Stores,’’ and (3) to obtain such other relief to which it 
may be entitled. 

From the evidence presented to it, the courts makes the following special: 


* Findings of Fact 


1. The plaintiff is Safeway Stores, Incorporated, a corporation organized and 
existing under the laws of the State of Maryland. 

2. The defendant is David Sklar, a citizen of the Commonwealth of Pennsyl- 
vania, and trades as Safeway Stores. 

3. ‘The amount in controversy, exclusive of interest and costs, exceeds three 
thousand dollars ($3,000). 

4. Plaintiff was incorporated under the name Safeway Stores, Incorporated, 
on March 24, 1926, and since that time has carried on business under that name. 

5. Except for a short time between May 8, 1941, and September 13, 1942, in 
which it directly operated retail self-service stores in several states, the retail opera- 
tions of its organization in the United States from 1926 to the end of 1942 were 
carried on by wholly owned subsidiaries of the plaintiff. During the latter period, 
some of the stores were operated under the name “Safeway.” Since the beginning 
of 1943, all assets, business and good will of its subsidiaries operating in the United 
States were acquired by the plaintiff and from that time all its stores, which are of 
the self-service type, trade under the name “Safeway.” Under this same name, 
plaintiff's subsidiary Safeway Stores, Limited, has been operating a number of 
grocery stores in the provinces of the Dominion of Canada, from 1929 to the present. 

6. On January 8, 1943, plaintiff procured a certificate of authority from the 
Commonwealth of Pennsylvania authorizing it to conduct the operation of a re- 
tail chain grocery store business and activities incidental thereto in the Common- 
wealth. 

7. On June 10, 1944, the plaintiff registered its corporate name Safeway Stores, 
Incorporated in the Trade-Mark Division of the United States Patent Office. 

8. In May of 1945, the plaintiff began operating in Manheim, Lancaster County, 
Pennsylvania, an egg center under the name Brantwood Egg Company, Division 
of Safeway Stores, Incorporated, for the purpose of purchasing, grading and pack- 
aging of eggs and shipping them to its various stores in New York and New Jersey. 
It made no retail sales of eggs in Pennsylvania, but it did sell undergrade eggs at 
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wholesale to various large scale users of that grade of eggs. Manheim is at least 
ninety miles from Hatboro, Pennsylvania. 

9. Although it has not done so on a nationwide scale, the plaintiff has expended 
annually large sums of money for the advertisement of food products in connection 
with its stores. These advertisements, which are confined to the immediate vicinity 
where the plaintiff has its retail stores, prominently feature the name “Safeway.” 
Plaintiff's annual report indicates that it has spent four million, three hundred five 
thousand, one hundred fifty-one and 76/100 dollars ($4,305,151.76) for advertise- 
ments during the year of 1945 and that a breakdown of this amount is as follows: 
Local newspapers, one million, nine hundred forty-five thousand, three hundred 
nineteen and 36/100 dollars ($1,945,319.36) ; shopping news and free distribution 
papers, fifteen thousand, eight hundred sixty-nine and 05/100 dollars ($15,869.05) ; 
posters, five thousand, four hundred ninety-eight and 19/100 dollars ($5,498.19) ; 
handbills, three thousand five hundred eight and 91/100 dollars ($3,508.91) ; radio, 
fifty-six thousand, seven hundred eighty-eight and 52/100 dollars ($56,788.52) ; 
and miscellaneous, ninety-six thousand, two hundred forty-three and 64/100 dollars 
($96,243.64). The radio advertisements, which emanated from Station WTOP 
in Washington, D. C., consisted of a half hour, five days a week program featuring 
several of plaintiff’s sponsored brands sold exclusively at its stores. The program 
is not heard in Hatboro, Pennsylvania, and its environs. 

10. Plaintiff’s stock is listed on the New York Stock Exchange and is desig- 
nated in daily published quotations of stock prices under the name “Safeway.” 

11. On occasions the plaintiff has made seasonal produce buying operations in 
the Commonwealth of Pennsylvania, but it has not operated a single grocery store or 
advertised the name “Safeway” in this Commonwealth. 

12. However, the plaintiff does operate a number of its stores in parts of states 
bordering Pennsylvania, namely: one hundred forty-seven (147) stores in the New 
York City area of New York, seventy-seven (77) in the northern half of New 
Jersey, and thirty (30) in the southeastern area of Maryland. It also has one 
hundred twenty-four (124) stores in Washington, D. C., and eighty-one (81) in 
the northeastern part of Virginia. Plaintiff’s store nearest to Hatboro, Pennsyl- 
vania, is located in Plainfield, New Jersey, which is thirty-seven (37) miles away. 

13. As shown by its annual report for the year 1945, the number of stores oper- 
ated by the plaintiff in the United States totaled two thousand three hundred and 
two (2,302). These stores, with the exception of those referred to in paragraph 
twelve, above, are located in states which are west of the Mississippi River. 

14. The number of stores, including those managed by its Canadian subsidiary, 
operated by the plaintiff and the gross receipts made by them for the years 1936 to 
1945, inclusive, are as follows: 

Number 
Year of Stores Gross Receipts 


3,370 $346,178,061 
3,327 381,868,220 
3,227 368,254,991 
2,967 385,882,083 
2,671 399,322,122 
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2,660 475,124,885 
2,697 611,139,477 
2,493 588,833,620 
2,463 656,571,505 
2,452 664,771,549 

15. Although the name “Safeway” is known to wholesale dealers in food sup- 
plies, as far as the general public of the Commonwealth of Pennsylvania, and more 
particularly of Hatboro and its surroundings, the name has not become synonymous 
with, or acquired a special significance with respect to, plaintiff's stores. 

16. On September 20, 1945, the defendant registered under the Pennsylvania 
Fictitious Names Act to do business under the name “Safeway Stores” in Hatboro, 
Montgomery County, and the City and County of Philadelphia. 

17. Since September 28, 1945, the defendant has been operating a self-service 
retail grocery store under the name “Safeway Stores” in Hatboro, Pennsylvania. 

18. This store is located in a housing project accommodating approximately 
three hundred families and it is so situated with respect to the houses in the project 
that shoppers from the project do not cross any arterial highways in going to and 
from it. 

19. Despite the fact that he had not owned and operated, either immediately 
before September 28, 1945, or thereafter, any other retail grocery store, the de- 
fendant had in connection with the opening of his store advertised it as “‘another 
Safeway Store” and referred to “our buyers” and “their ability” to obtain foods 
at low prices. In addition, the name “Safeway Stores” appears conspicuously both 
outside and inside defendant’s store, and it was advertised frequently in the local 
newspaper and in circulars on handbills distributed to customers who frequented the 
store. Both in the signs on the store and the advertisements, the name “Safeway”’ 
appeared more prominently than the word “Stores.” 

20. Except for several brand names, the food products and article sold by the 
defendant at his store are the same as, or related to, those sold by the plaintiff at its 
stores. 

21. To the people of Hatboro and its neighborhood, the plaintiff’s stores are 
unknown ; in their minds the name “Safeway” is associated only with defendant’s 
store. 

22. Therefore, the customers, in making purchases at defendant’s store, were 
not actually misled into believing that they were buying plaintiff's goods or that 
they were shopping at one of its stores. 

23. The defendant’s business has not deprived the plaintiff of any customers, 
nor has it interfered with or harmed plaintiff’s relations with them. 

24. The defendant has been connected with the grocery business for twenty- 
five years. 

25. The defendant knew of plaintiff’s stores prior to his adoption of the name 
“Safeway Stores” in connection with his store. 

26. The ostensible reason for defendant’s adoption of the name “Safeway” 
was because his store was a safe place in which to shop for the people who lived 
in the housing project in that they did not need to cross any main highways to 
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gain access thereto. However, his real purpose in adopting the name “Safeway 
Stores” was to create the impression that he had more than one store and at the 
same time to capitalize on the business and credit reputation of the plaintiff so that 
he could buy a large allotment of supplies from wholesalers during a period when 
food products were difficult to obtain in large quantities. 

27. The plaintiff did not consent to or acquiesce in the defendant’s use of the 
designation “Safeway Stores,” and upon discovering that he was using that name, 
it promptly notified him in writing, on December 17, 1945, to cease using the name 
in connection with his business. The defendant has refused to do so. 

28. Defendant’s activities complained of by the plaintiff were confined to the 
territory of the Commonwealth of Pennsylvania. 


Conclusions of Law 

1. This court has jurisdiction over the parties to and the subject matter of this 
action. 

2. The name “Safeway” has not acquired a secondary meaning with respect 
to plaintiff's stores as far as the general consuming public of the Commonwealth 
of Pennsylvania, and more particularly of Hatboro and its vicinity, are concerned. 

3. The defendant’s use of the name “Safeway” in connection with his store 
constitutes unfair competition with respect to the plaintiff. 

4. The plaintiff is entitled to a permanent injunction against the defendant, his 
agents, attorneys and employees, restraining them from using the name “Safeway” 


or any name similar thereto in any manner in connection with defendant's grocery 
business. 
5. The plaintiff is not entitled to an accounting. 


Discussion 


Although it has registered its corporate name, Safeway Stores, Incorporated, 
under the provisions of the Federal Trade-Mark Act of 1905, as amended, 15 U. S. 
C. A. Sec. 1-18, the plaintiff does not claim a technical violation of its registered 
trade-mark in this action. It invokes the jurisdiction of this court not under Sec. 
24 (7) of the Judicial Code, 28 U. S. C. A. Sec. 41 (7), but under Sec. 24 (1) of 
the Judicial Code, 28 U. S. C. A., Sec. 41 (1), because diversity of citizenship of 
the parties exists and the requisite jurisdictional amount in controversy is involved. 
Since all the acts of the defendant which are alleged to be the basis of the complaint 
have taken place within the boundaries of the Commonwealth, the applicable local 
law is the law of Pennsylvania, the place of the alleged wrongs. Pecheur Lozenge 
Co., Inc. v. National Candy Co., Inc., 315 U. S. 666, 62 S. Ct. 853, 86 L. Ed. 1103 
[32 T.-M. R. 194] ; Cridlebaugh v. Rudolph, 3 Cir., 131 F. 2d 795, cert. denied 318 
U.S. 779; Adam Hat Stores, Inc. v. Lefco, 3 Cir., 134 F. 2d 101 [33 T.-M. R. 189]. 
However, in cases involving unfair competition, whether the local or the Federal 
law is to be applied is not always of particular importance for the principles as an- 
nounced by the state courts usually do not conflict with those laid down by the 
Federal courts. This laudable condition appears to exist in the Commonwealth 


1. See Annotation in 148 A. L. R. 139. 
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of Pennsylvania.* See Coca-Cola Co. v. Bush, E. D. Pa., 44 F. Supp. 405 [32 
T.-M. R. 174]. 

The fact that the plaintiff received a certificate of authority to transact local 
business in the Commonwealth of Pennsylvania did not in itself give it the exclu- 
sive right to use the name “Safeway” in this Commonwealth.’ Nor did the fact 
that the defendant registered to do business by the name “Safeway Stores” pursuant 
to the Pennsylvania Fictitious Names Act* confer any right on him to wrongfully 
use a name adopted by another, FR. H. Macy & Co., Inc. v. Macy’s Drug Store, Inc., 
3 Cir., 84 F. 2d 387 [26 T.-M. R. 443]; Stork Restaurant, Inc. v. Marcus, E. D. 
Pa., 36 F. Supp. 90 [31 T.-M. R. 132] ; Acme Chemical Co. v. Dobkin, W. D. Pa., 
68 F. Supp. 601, 615 [36 T.-M. R. 322]. 

A particular feature of this case is that there is no direct competition between 
the parties. This poses the question as to whether the plaintiff is to be denied in- 
junctive relief on this account. A case similar to the one before us has not risen 
in Pennsylvania.© The prevailing Federal view is to do away with the rule that 
competition is an indispensable requirement before the courts will grant relief® 
and to consider the lack of competition as only a factor in the case in the defendant’s 
favor. We think this view should be followed in the instant case. 

Even though a trade-name has not been registered, or is incapable of being a 
valid trade-mark, under the Federal Trade-Mark Act, it may, nevertheless, be given 
protection against infringement as the result of unfair competition where it has 
become recognized by the general public as identifying the product of a certain 
manufacturer or the business place or places of a certain firm. Elgin National 
Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 270, 45 L. Ed. 365; 
G. & C. Merriam Co. v. Saalfield, 6 Cir., 198 F. 369; Barton v. Re.x-Oil Co., Inc., 
3 Cir., 2 F. 2d 402, rehearing 29 F. 2d 474; Quaker State Oil Refining Co. v. Stein- 
berg, 325 Pa. 273, 189 A. 473; Hartman v. Cohn, 350 Pa. 41, 38 A. 2d 22 [35 


2. This is probably because most unfair competition litigation takes place in the federal’ 
courts. See Chafee, Unfair Competition (1940), 53 Harv. L. Rev. 1289, 1299. 

3. Section 1002(3) of the Pennsylvania Business Corporation Law of 1933, P. L. 364, 
Art. X, as amended, 15 P. S. Sec. 2852-1002(3), provides: “—The a of State shall 
not issue a certificate of authority to any foreign business corporation: 

“(3) Which has a name the same as or deceptively similar to the name ‘of any domestic 
corporation or any other foreign corporation authorized to do business in this Commonwealth, 
or the name of any unincorporated body voluntarily registered with the Department of State 
under any act of Assembly, unless such other domestic or foreign corporation or unincorporated 
body is about to change its name, or to cease to do business, or is being wound up, or such 
foreign corporation is about to withdraw from doing business in this Commonwealth, and the 
written consent of such other domestic or foreign corporation or unincorporated body to the 
adoption of its name or a deceptively similar name has been given and is filed with the statement 
hereinafter required by the Act, or unless such other domestic or foreign corporation has filed 
with the Department of Revenue a certificate of out of existence: Provided, that nothing herein 
contained shall be construed to refer or apply to any assumed or fictitious name required by law 
to be filed with the Department of State.” (Italics supplied.) 

4. Act of May 24, 1945, P. L. 967, Secs. 1-13, 54 P. S. Secs. 28.1-28.13. 

>» John A. Gates v. Gates Coal Co., 114 Pa. Super. 157, 174 A 3, the basis of the court’s 
refusal to enjoin the defendant from using the name Gates in connection with his coal business, 
in addition to the fact that there was no direct competition between the parties, was his right 
to use his family name. Also see Heller v. Miller, et al., 33 D. & C. 257. 

6. See Callmann, Unfair Competition Without Competition (1947), 95 Pa. L. Rev. 443; 
Annotation in the 148 A. L. R. 12, 22 [37 T.-M. R. 175]. 
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T.-M. R. 18] ; Thompson-Porcetite Co. v. Harad, 356 Pa. 121, 51 A. 2d 605 [37 
T.-M. R. 362]. Since the plaintiff has expended, over a long period of time, large 
sums of money in advertising the food products it sell in connection with the name 
“Safeway” in the localities in which its stores are located, we may assume, with- 
out deciding, that the name has acquired a secondary meaning in those localities. 
However this court cannot find as a fact, in the absence of proof to that effect, that 
the name has acquired a similar status in this Commonwealth. In this respect, the 
plaintiff has completely failed to meet its burden of proof. Therefore we must 
conclude that its stores are virtually unknown to the general consuming public in 
this Commonwealth. As a result, the plaintiff cannot obtain the same advantages 
which it would otherwise have if the trade-name “Safeway” were widely known 
here and associated with its stores. See Wall v. Rolls-Royce of America, Inc., 3 
Cir., 4 F. 2d 333; Sweet Sixteen Co. v. Sweet “16” Shop, 8 Cir., 15 F. 2d 920; 
Buckspan v. Hudson’s Bay Co., 5 Cir., 22 F. 2d 721; Terminal Barber Shops v. 
Zoberg, 2 Cir., 28 F. 2d 807 ; Phillips v. Governor & Co., 9 Cir., 79 F. 2d 971 [25 
T.-M. R. 635] ; White Tower System v. White Castle System, 6 Cir., 90 F. 2d 67, 
cert. den. 302 U. S. 720; Adventurers of England Trading into Hudson's Bay v. 
Hudson Bay Fur Co., D. C. Minn., 33 F. 2d 801; Yale & T. Mfg. Co. v. Haber, 
E. D.N. Y., 7 F. Supp. 791 [24 T.-M. R. 556] ; Stork Restaurant, Inc. v. Marcus, 
E. D. Pa., 36 F. Supp. 90 [31 T.-M. R. 132]; Brass Rail v. Ye Brass Rail, D. C. 
Mass., 43 F. Supp. 671 [28 T.-M. R. 408] ; Adam Hat Stores v. Scherper, E. D. 
Wis., 45 F. Supp. 804 [32 T.-M. R. 430]. Thus where a trade-name has failed 
to acquire a secondary meaning, the courts will not enjoin the mere use of the name. 
Yet such name may still be afforded limited protection as against a particular de- 
fendant where he has selected the name with some design inimical to the interest 
of the plaintiff. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 415, 36 S. Ct. 
357, 60 L. Ed. 713; United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 39 
S. Ct. 48, 63 L. Ed. 141. 

Despite the fact that the defendant had been connected with the grocery busi- 
ness for twenty-five years, he claimed that he never heard of the plaintiff’s stores. 
The reason given by him for his adoption of the designation “Safeway” was that it 
signified that his store was a safe place in which to shop for the tenants of the hous- 
ing project in that it would be unnecessary for them to cross arterial highways in 
order to reach it. Under ordinary circumstances this might be a plausible reason 
for the adoption of such a designation. But when this reason is taken in connection 
with the fact that he was in the grocery business for twenty-five years; that he ad- 
vertised in the local newspapers, in connection with the opening of his store, that 
it was “another Safeway Store” and that he referred to “our buyers” and “their 
ability” to obtain food products at low prices; that his store bears the sign “Safe- 
way Stores”; and that in subsequent newspaper advertisements and in handbills 
distributed at his store, the plural of the word, store, was used, although he had 
but a single store and did all the buying himself, the inference that he knew of 
plaintiff’s stores prior to his adoption of the trade-name “Safeway Stores” is un- 
avoidable. Compare R. H. Macy & Co., Inc. v. Macy's Drug Store, Inc., supra, 
at page 388 [26 T.-M. R. 443]. In this connection the defendant candidly admitted 
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that the purpose for his using the plural of the word, store, was to create the false 
impression that he had a multiplicity of stores so that he could obtain a larger allot- 
ment of food supplies from wholesale dealers. Of course the use of the designation 
“Safeway” in connection with the word “Stores” aided materially in the creation of 
that impression since it is reasonable to assume that at least wholesale dealers in 
food products knew or heard of plaintiff’s stores. Consequently, we think the 
defendant’s frank statement reveals the real reason for his adoption of the designa- 
tion “Safeway,” which was to capitalize at least until his business became well estab- 
lished, on the business reputation and credit of the plaintiff’s organization by creat- 
ing the illusion that there was some trade connection between them or that the 
plaintiff had expanded its business to that territory. Yet despite this, it does not 
automatically follow that the defendant thereby intended to harm the plaintiff. As 
was said by Judge Bard in the Stork Restaurant case, supra, at page 93: ““How- 
ever, I will not decide that they had a design inimical to the plaintiff, though in 
cases of unfair competition, the fraudulent intent is often inferred from facts, 
sometimes against the defendant’s sworn protestations. Wolf Bros. & Co. v. 
Hamilton-Brown Shoe Co., 8 Cir., 206 F. 611. I will believe that they intended to 
do no more than ‘borrow’ the value of the name “The Stork Club.’” But even this 


finding, in our opinion, will not prevent the plaintiff from obtaining injunctive re- 
lief where the defendant’s acts, as in this case, have created a situation the reason- 
able likelihood of which is to cause injury to the plaintiff’s credit and financial stand- 
ing, or reputation for integrity and fair dealing. The fundamental reason for this 


conclusion has been summed up in the oft quoted words of Circuit Judge Learned 
Hand in Yale Electric Corporation v. Robertson, 2 Cir., 26 F. 2d 972, 974, which 
are as follows: “However, it has of recent years been recognized that a merchant 
may have a sufficient economic interest of his mark outside the field of his own ex- 
ploitation to justify interposition by a court. His mark is his authentic seal; by it 
he vouches for the goods which bear it; it carries his name for good or ill. If an- 
other uses it, he borrows the owner’s reputation, whose quality no longer lies within 
his own control. This is an injury, even though the borrower does not tarnish it, 
or divert any sales by its use; for a reputation, like a face, is the symbol of its pos- 
sessor and creator, and another can use it only as a mask.” 

By enjoining the defendant from using the designation “Safeway” in connection 
with his store, we are aware that the practical effect of such action is to extend pro- 
tection to plaintiff's trade-name in a territory in which it has only potential cus- 
tomers. However it is felt that defendant’s bad faith’ merits this result. 

As for the request for an accounting, it is apparent, under the circumstances of 
this action, that the plaintiff is not entitled to such relief and that an injunction 
against the defendant will satisfy the substantive equities between the parties. Stork 
Restaurant, Inc. v. Marcus, supra, p. 94-95 [31 T.-M. R. 132] ; Acme Chemical Co. 
v. Dobkin, supra, p. 614-615 [36 T.-M. R. 322]; Berkley Company v. Berks, 55 
D. & C. 261, 272 [35 T.-M. R. 362]. 

The plaintiff may prepare and submit a decree in accordance with this opinion. 


7. See Restatement Torts, Sec. 732, Comment: a. 





38 T.-M.R. KRAFT WALKER CO. v. L. C. KINGSLAND 


KRAFT WALKER CHEESE CO. v. LAWRENCE C. KINGSLAND 
No. 4-47—U. S. D. C. Wash., D. C-—November 10, 1947 


TRADE- MARKS—DoMINANT FEATURE—GENERAL 
“Vege” held not a dominating element in any of forty-two marks beginning with those 
two syllables and registered under the 1905 Act for various vegetable-derived food products. 
TRADE-MarKS—Marks Not ConFuSINGLY SIMILAR—PARTICULAR INSTANCES 
“Vegemite” held not confusingly similar to “Vegex,” “Veg-E-Dine” or “Vegumine,” used 
on similar goods and registered under the 1905 Act. 
Trape-Marks—Any Dousts SHoutp Be REso_vep AGAINST NEWCOMER—GENERAL 
The doctrine that any doubt should be resolved against applicant as a newcomer held in- 
applicable because there is no doubt here and there is no evidence of special equities associated 
with any previously registered mark nor of any inequitable conduct by applicant. 
TRADE-MarkKs—Suits Unper R. S. 4915—ParticuLar INSTANCES 
Plaintiff applicant held entitled to register “Vegemite,” under the 1905 Act, for yeast 
extract used primarily as a spread and also as a food flavoring in soups and gravies. 
Commissioner authorized to issue such registration upon plaintiff's filing in the Patent 
Office copy of judgment herein and complying with other requirements of the 1905 Act. 


Suit under R. S. 4915 to review Commissioner’s refusal to issue 1905 Act 
registration. Judgment for plaintiff. 


Cushman, Darby & Cushman (Willard C. Hayes of counsel), Washington, D. C., 
and Soans, Pond & Anderson (Cyril A. Soans of counsel), Chicago, IIl., for 
plaintiff. 

W.W. Cochran, Washington, D. C., for defendant. 


Letts, J.: 


In the circumstances of the case it appears that over the course of fifty years 
some forty-two registrations of various vegetable-derived food products have been 
issued. Each of such marks employs “Vege,” the first two syllables of vegetable 
and each has other elements to give an identifying character. “Vege” is not a 
dominating element in any of the marks. In view of these circumstances plaintiff's 
mark cannot be said to be confusingly similar and the court thinks there is little 
likelihood that confusion will result from the registration of plaintiff’s mark. 

Nothing appears in the record to indicate that plaintiff seeks to derive any 
benefit from the reputation or good will of a competitor. The doctrine that any 
doubt should be resolved against the newcomer may not properly be applied in the 
facts of the case. 

The Commissioner of Patents will be authorized to register plaintiff's trade- 
mark in due form of law. Counsel for plaintiff will present for settlement appro- 
priate findings of fact, conclusions of law and a judgment form consistent here- 
with. 

Findings of Fact 


1. Plaintiff, a company of the State of Victoria, Australia, on January 15, 
1944, filed in the U. S. Patent Office its application Serial No. 467,061 for regis- 
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tration of the trade-mark “Vegemite” for “a yeast extract used primarily as a 
spread and also as a food flavoring in soups and gravies.” 

2. Said application was duly examined by the Examiner of Trade-Marks, who 
searched the prior registrations in Class 46, Foods and Ingredients of Foods. 
After such examination, the Examiner of Trade-Marks found plaintiff’s applica- 
tion registrable and passed it for publication, and the mark was thereafter pub- 
lished in the United States Patent Office Official Gazette on October 17, 1944, 
Volume 567, page 396. 

3. Thereafter, an opposition was filed by Vegex Company, a firm domiciled in 
New York, and composed of Julius Schuelein and Minni Schuelein, said opposition 
being predicated upon said firm’s alleged ownership of U. S. Patent Office Regis- 
tration, Certificate No. 211,126, issued April 6, 1926, for the mark “Vegex”’ for 
“concentrated yeast food preparation of high vitamin content’ and Certificate No. 
396,667, issued July 28, 1942, for the mark “Vegex,” for “yeast-vegetable extract,” 
both of those registrations being in Class 46, Foods and Ingredients of Foods. 

4. Said Vegex Company, opposer, failed to prove its alleged ownership of the 
aforesaid “Vegex” trade-mark registrations and offered no evidence in respect of 
any other matter alleged in the notice of opposition. 

5. The Examiner of Interferences for Trade-Marks, on November 8, 1945, 
dismissed said Vegex Company’s opposition on the ground that the opposer had 
failed to establish title to the marks of the registrations. However, said Examiner 
of Interferences held that, by reason of said prior registrations of “‘Vegex,” this 
plaintiff was not entitled to the registration of its mark “Vegemite.” 

6. This plaintiff and the opposer each appealed to the Commissioner of Patents 
from the decision of the Interference Examiner, but the opposer subsequently with- 
drew its appeal. On this plaintiff’s appeal, the Commissioner of Patents affirmed 
the Interference Examiner’s decision denying the application for registration. 

7. During the past fifty years, the United States Patent Office has granted some 
forty-two registrations of marks for various vegetable derived food products, each 
of said marks including the formative “Vege,” the first two syllables of the word 
vegetable. However, each of said marks has other elements giving it an identifying 
character. 

8. Except for the Vegex Company’s opposition against plaintiff’s application to 
register its mark “Vegemite,” no other opposition has been filed against plaintiff's 
application for registration, and no other opposition in respect of any of the other 
forty-two registrations referred to has been filed by any of the owners of said forty- 
two registrations. There is no evidence that there has been any actual conflict or 
confusion between any of the forty-two “Vege” registrations mentioned. 

9. There is no evidence to indicate that plaintiff seeks to derive any benefit from 
the reputation or good will of any competitor, or any owner of any of said forty- 
two registrations. 

10. Plaintiff's mark “Vegemite” is not confusingly similar to any of the marks 
“Vegex,” “Veg-E-Dine” and “Vegumine” relied upon by the Commissioner as 
grounds for refusing to register applicant’s mark or any of said forty-two “Vege” 
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marks registered. There is little likelihood that confusion will result from the reg- 
istration of plaintiff's trade-mark “‘Vegemite.” 


Conclusions of Law 


1. The doctrine that any doubt should be resolved against the newcomer is not 
applicable to this case for two reasons: (a) There is no doubt; (b) There is no 
evidence of any special equities associated with any prior registered mark, or of 
any inequitable conduct by the plaintiff. 

2. The refusal of the Commissioner of Patents to register plaintiff's mark 
“Vegemite” was erroneous. 

3. Plaintiff is entitled to have its trade-mark “Vegemite” registered in the 
United States Patent Office for ‘‘a yeast extract used primarily as a spread and 
also as a food flavoring in soups and gravies,” as specified in its application for 
registration, Serial No. 467,061, filed January 15, 1944. 

4. The Commissioner of Patents should be authorized to register plaintiff’s 
trade-mark. 


Final Judgment 


This cause having come on to be heard at this term and thereupon upon 
consideration of the complaint and defendant’s answer, the affidavit and exhibits 
presented by the plaintiff, the exhibits presented by the defendant, the stipulations, 
and the arguments and briefs presented by the respective parties, it is this 14th day 
of November, 1947: 


Adjudged: 


1. That plaintiff is entitled according to law to have its said trade-mark “Vege- 
mite” registered in the United States Patent Office for “a yeast extract used pri- 
marily as a spread and also as a food flavoring in soups and gravies,” as specified 
in its application for registration Serial No. 467,061, filed January 15, 1944, and is 
entitled to receive a certificate of registration therefor, as provided by statute. 

2. That the Commissioner of Patents is authorized to issue such certificate 
upon the plaintiff filing in the Patent Office a copy of this adjudication and other- 
wise complying with the requirements of law. 

F. Dickinson Letts, 
Justice. 
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OLD CHARTER DISTILLERY CO., INC. v. OOMS, et At. 
No. 22155—U. S. D..C. Wash., D. C.—October 8, 1947 


TrapbE-MarkKs—Suits Unoper R. S. 4915—PLeapInc AND PRACTICE 
In 4915 suit, to review Commissioner’s administrative decision in cancelling 1905 Act 
registration, plaintiff has heavy burden of proof; there is presumption in favor of Commis- 
sioner’s decision and Commissioner should be affirmed unless his decision is clearly erroneous ; 
such presumption is more potent as to findings of fact than as to conclusions of law. 
TraADE-M AaRKS—ABANDONMENT—GENERAL 
Suspension of use of liquor mark during prohibition period and for a short time there- 
after, during which efforts to resume manufacture and sale were made, will not be construed 
as abandonment. 
Abandonment depends in large part on the intention of the parties. 
TRADE- MARKS—ABANDONMENT—EFFECT OF VoIp ASSIGNMENT 
While naked assignment unaccompanied by good will of the business ordinarily operates 
as an abandonment, where trade-mark owner, having executed such a void assignment, on 
the same day, executed valid conveyance of the trade-mark and good will to a third party, 
trade-mark owner held not to have abandoned and plaintiff's predecessor held to have ac- 
quired valid title through the second assignment. 


























Suit by Old Charter Distillery Company, Inc., against Casper W. Ooms, Com- 
missioner of Patents, and Continental Distilling Corporation under R. S. 4915, to 
review Commissioner’s decision cancelling registration. Judgment for plaintiff. 







Herbert J. Jacobi, Washington, D. C., and Asher Blum, New York, N. Y., for 
plaintiff. 

Leonard L. Kalish, Philadelphia, Pa., and Malcolm Langford, Washington, D. C., 
for Continental Distilling Corporation. 

E. L. Reynolds, Washington, D. C., for Commissioner of Patents. 









Hortzorr, J.: 






This is an action brought by the Old Charter Distillery Company against the 
Commissioner of Patents and the Continental Distilling Corporation under Section 
4915 of the Revised Statutes, U. S. C. A., title 35, § 63, to review the action of 
the Commissioner directing the cancellation of a trade-mark claimed to be owned 
by the plaintiff and known as “Old Charter.” This trade-mark is applied to whiskey. 
The cancellation proceeding was instituted in the Patent Office by the Continental 
Distilling Corporation under Section 13 of the Trade-Mark Act of February 20, 
1905, U. S.C. A., title 15, § 93. It was held in United States ex rel. Baldwin Co. 
v. Robertson, 265 U. S. 168, that a suit in equity lies to review the Commissioner's 
decision. | 

The defendant, Continental Distilling Corporation, is the owner of another 
whiskey trade-mark, to wit, “Charter Oak.” It is conceded that there is confusing 
similarity between the two trade-marks. The controversy is as to which of the 
two parties has the prior right to a whiskey trade-mark embracing the word “Char- 
ter.” The Commissioner of Patents sustained the rights of the Continental Dis- 
tilling Corporation and cancelled the trade-mark registered by Old Charter Dis- 
tilling Co., Inc., the plaintiff in this action. 
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In a case such as this there is a presumption in favor of the decision of the 
Commissioner of Patents, because in essence a suit under Section 4915, R. S. al- 
though in form an action de novo, is actually a proceeding to review the ruling of 
an administrative agency. Unless it clearly appears that the administrative agency 
was in error, its decision should be affirmed.’ This presumption, however, is much 
more potent in respect to a finding of fact than it is in respect to a question of law. 

There is no dispute that the trade-mark “Old Charter” has been in use for a 
great many years, commencing at least as far back as 1874. The trade-mark has 
been utilized continuously since 1874, except during the prohibition period and for 
a few months immediately following the repeal of the Eighteenth Amendment. 
Even during the prohibition era it was employed at sporadic intervals in connec- 
tion with liquor manufactured for medicinal purposes. The trade-mark “Charter 
Oak”’ on the other hand, had been abandoned and had not been in current use for 
a long period prior to the time here in question. The defendant Continental Dis- 
tilling Corporation registered the trade-mark “Charter Oak” in 1933, while the 
plaintiff registered the trade-mark “Old Charter” the following year. The points 
in issue are whether the trade-mark “Old Charter” was actually in existence and 
whether the plaintiff owned it, when the application for registration was filed. It 
is not questioned that the trade-mark was in existence up to and including July 8, 
1933. The fact that its use was suspended during certain periods while the Pro- 
hibition Amendment was in effect is immaterial, because it has been held that fail- 
ure to use a trade-mark during that interval will not be construed as an abandon- 
ment. Kelly Liquor Co. v. National Brokerage Co., 102 F. 2d 857, 860 [29 T.-M. 
R. 279]. 

On July 8, 1933, Wright & Taylor Corporation, which then owned the “Old 
Charter” trade-mark and the business in connection with which it was being used, 
executed two bills of sale. The first conveyance was to the U. S. Distillers, Inc., 
by which there were transferred a certain quantity of Old Charter whiskey and the 
Old Charter trade-mark. By the second instrument Wright & Taylor assigned to 
Wright-Taylor Distillery Company the Old Charter trade-mark and the good will 
as applied to liquors of all kinds of Wright & Taylor. 

It is well settled that the ownership of a trade-mark may not be transferred ex- 
cept in connection with a conveyance of the business or of good will.* Consequently, 
the first of these documents by which the grantor purported to convey the trade- 
mark to U. S. Distillers, Inc., was ineffective, because the conveyance did not ac- 
company a sale of the business or good will. On the other hand, the second con- 
veyance to Wright-Taylor Distillery Company was valid, because a trade-mark may 
be properly transferred in connection with a sale of good will. It is urged, how- 
ever, that since an ineffective attempt to assign a trade-mark results in its abandon- 
ment,° the first of these instruments must be deemed to constitute an abandonment 


1. Morgan v. Daniels, 153 U. S. 120, 124; Radtke Patents Corp. v. Coe, 122 F. 2d 937; 
Durham v. Seymour, 6 App. D. C. 78, 91; Buck v. Ooms, 63 F. Supp. 715, 717. 

2. U. S.C. A., title 15, § 90; Kelly Liquor Co. v. National Brokerage Co., 102 F. 2d 857 
[29 T.-M. R. 279]. 

3. Kelly Liquor Co. v. National Brokerage Co., supra, 102 F. 2d 857, at 861 [29 T.-M. R. 279]. 
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of the “Old Charter” trade-mark and, therefore, to have resulted in its destruction. 
Abandonment, however, depends in large part on the intention of the parties. When 
the original owner, simultaneously with the void assignment, executed a conveyance 
of the trade-mark and good will to the Wright-Taylor Distillery Company, he can 
hardly have intended to abandon this valuable asset. It follows, therefore, that 
on July 8, 1933, the trade-mark “Old Charter” was validly conveyed to Wright- 
Taylor Distillery Company. 

On October 2, 1933, about three months after the above mentioned conveyance, 
Wright-Taylor Distillery Company transferred the trade-mark and the good will 
connected therewith, to the Wright & Taylor Distilling Corporation. Apparently 
in order to avoid any question as to the chain of title, Wright & Taylor on the same 
day executed an instrument which was in the nature of a quit-claim deed or a bill 
of sale of the trade-mark and good will to the Wright & Taylor Distilling Corpora- 
tion. About two and one-half months later, on December 14, 1933, another con- 
veyance was made by Wright & Taylor Distilling Corporation to Bernheim Distilling 
Company, a Kentucky corporation, whereby the trade-mark and the business of 
selling whiskey under the trade-mark was conveyed to the latter. The testimony 
shows that by mesne conveyances, which involved the transfer of assets as well as 
of the trade-mark, title to the trade-mark “Old Charter” ultimately passed to the 
plaintiff in this action. 

The validity of the last mentioned chain of conveyances was not questioned by 
the Commissioner. It was held by him, however, that the prior transfer by the 
Wright-Taylor Distillery Company to the Wright & Taylor Distilling Corporation 
conveyed nothing, on the ground that the Wright-Taylor Distillery Company, not 
having used the trade-mark had nothing to transfer. Apparently it is the fact that 
during the few months during which it held title to the trade-mark, the Wright- 
Taylor Distillery Company was unable to begin the manufacture and sale of whiskey, 
although efforts to that effect were being made. This result is not surprising be- 
cause the Eighteenth Amendment was then being repealed. It is natural that some 
time should have elapsed before the distilling of whiskey and its sale could be re- 
sumed. The Commissioner held, however, that failure to do business under the 
trade-mark on the part of the Wright-Taylor Distillery Company destroyed the 
trade-mark, that the conveyance to Bernheim Distilling Company conveyed noth- 
ing, and that consequently the subsequent conveyances were also ineffective. 

I am unable to agree with the Commissioner that a failure for a few months in 
1933 and 1934 to manufacture whiskey under the “Old Charter” trade-mark, bearing 
in mind the circumstances as they then existed, was sufficient to lead to its abandon- 
ment and to cause this valuable property to evanesce and disappear. A short sus- 
pension of business does not lead to the destruction of the good will of a business 
and should not result in such a disastrous consequence to its trade-mark. Common 
experience is to the contrary. Substantial property rights are not to be so lightly 
dealt with. If there had been no transfer of the trade-mark by the original owner, 
but the original owner had been unable to resume operations during the short period 
here in question, surely it could not be successfully contended that the trade-mark 
would have been destroyed as a result of suspension of operations for a few months. 
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The mere fact that the assignee of the trade-mark found himself unable to com- 
mence operations during a similar period should not have a more detrimental effect 
in respect to the property rights involved. The law does not bar the sale of a trade- 
mark and good will during a temporary cessation of business. The Supreme Court 
has held in Beech-Nut Packing Company v. P. Lorillard Co., 273 U. S. 629, in an 
opinion written by Mr. Justice Holmes, that the suspension of use of a trade-mark 
lasting as long as four or five years does not necessarily result in its abandonment 
and destruction. 

Motlow v. Oldtyme Distillers, 88 F. 2d 732 [27 T.-M. R. 262], upon which 
reliance is placed, does not seem to be in point. In that case there was no proof, 
insofar as the opinion of the Court discloses, of any prior use of the trade-mark. 
This feature seems to be an important distinction in principle between the Motlow 
case and the case at bar. 

Likewise the decision in Penetrene Corporation v. Plough, Inc., 121 F. 2d 539, 
543 [31 T.-M. R. 323], is not in point, because in that case the conveyance of the 
trade-mark was not accompanied by the transfer of any business. In the case at 
bar the good will of the business was transferred together with the trade-mark. 

The equities are strongly with the plaintiff. The trade-mark “Old Charter” 
is a valuable trade-mark which has been in use since 1874, with an interruption 
only during the period of prohibition. To seize upon technical defects in respect to 
the mesne conveyances of the trade-mark and to penalize its owners because of the 
difficulties in resuming business occurring after repeal of the Prohibition Amend- 
ment, as a basis for a conclusion that the trade-mark ceased to exist and, therefore, 
could not have been assigned, does not accord with the Court’s view of the equities 
or of the law. 

In the light of these considerations, the conclusion is reached, even bearing in 
mind the presumption of validity that attaches to the ruling of the Commissioner 
of Patents, and the heavy burden of proof imposed on the plaintiff in actions of 
this type, that the “Old Charter” trade-mark was erroneously cancelled by the Com- 
missioner. 

Judgment for the plaintiff. Counsel will submit proposed findings of fact and 
conclusions of law. 


EX PARTE WILLIAM R. WARNER & CO., INC. 
Commissioner of Patents—November 20, 1947 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Citrosal” held descriptive of alkalizer and laxative medicine under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by William R. Warner & Co., Inc. 
Applicant appeals from refusal of registration. Affirmed. 


John M. Leach, New York, N. Y., for applicant. 
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DANIELS, A. C.: 


This is an appeal from the examiner’s refusal to register the word ‘“Citrosal” 
under the provisions of the Act of February 20, 1905, as a trade-mark for “an 
alkalizer and laxative medicine for relief of the discomfort of headache and pain 
and also the constipation occasionally associated with colds,” as descriptive of the 
goods. 

This mark is a combination of the words “Citro” and “Sal,” each of which 
has a well-recognized meaning in the chemical and pharmaceutical field. These 
words are defined in Webster’s New International Dictionary, Second Edition, as 
follows: 


citro—A combining form from citrom, denoting: (a) citrus (b) citric. 

citric . . . . Chem. Pertaining to or designating a triacid . . . . extracted from lemons, 
currants, gooseberries, etc., as a white crystalline substance having a pleasant acidulous 
taste. It is used in artificial lemonade, in effervescent salts and in printing certain fabrics. 


“Sal” means salt. 

“Sal” has been held descriptive. See S. R. Feil Co. v. John E. Robbins Co., 
Circuit Court of Appeals, Seventh Circuit, 220 F. 650. The labels indicate that 
the product contains sodium citrate, among other ingredients. 

Applicant contends that this word is suggestive rather than descriptive, and 
should be registered under the 1905 Act. It is believed that it is apparent from the 
foregoing definitions that this word as applied to the product is descriptive, and 


that it would have a descriptive rather than suggestive significance even without 
reference to technical dictionary definition. See American Cyanamid Company v. 
California Cyanide Company, 17 C. C. P. A. 1198, 40 F. 2d 1003; Sharp & Dohme, 
Inc. v. William R. Warner & Co., Inc., 578 O. G. 453, 66 U. S. P. Q. 324 [35 
T.-M. R. 332]. 


The decision of the examiner is affirmed. 


EX PARTE D. GOLDENBERG, INC. 
Commissioner of Patents—November 21, 1947 


TRADE-MARKS—WoOrps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Kreem Maid” and “Fudge,” both disclaimed, used in conjunction with design held de- 
scriptive of candy under 1905 Act. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Composite mark consisting of a circle between two ellipses on a red background and de- 
scriptive words held not registrable whether considered as a whole or as to its separated ele- 
ments in detail; circle and ellipses held merely decorations or functional means of viewing 
the contents. 
TRADE-M ARKS—I NTERFERENCE—GENERAL 
Applicant’s mark must be registrable to justify declaration of an interference; and Rule 
51 requires that all preliminary questions must be settled before interference is declared. 


Appeal from Examiner of Trade Marks. 
Application for registration of trade-mark by D. Goldenberg, Inc. Applicant 
appeals from refusal of registration. Affirmed. 
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Joseph G. Denny, Jr., Philadelphia, Pa., for applicant. 
DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Marks refusing 
an application to register a mark described in applicant’s brief as “consisting of a 
circle between two ellipses on a red background, emblazoned with hill-and-dale ar- 
rangements of the word “Fudge,” composed of haphazardly arranged letters and 
with the words “Kreem Maid” in relatively small letters,” under the Act of 1905. 
The rejection was on the ground of descriptiveness and on the basis of a prior 
registration. 

Accepting this description of the mark, both the specimens and drawing show 
clearly that this so-called trade-mark is the wrapper in which applicant’s candy is 
inclosed. The entire wrapper is of red paper save for the circle and ellipses re- 
ferred to in the foregoing description which are transparent, evidently to show the 
contents of the package. The word “Fudge” was disclaimed in the application as 
filed and the words “Kreem Maid” was disclaimed during the prosecution of the 
application. Applicant now urges that it is entitled to the registration of the mark 
and that “disclaimer of the exclusive use of the term ‘Fudge’ or to protection under 
the statute of the words ‘Kreem Maid’ is the maximum that can be required of the 
applicant, . ” under the decision of the United States Supreme Court in the 


case of Beckwith v. Commissioner of Patents, 252 U.S. 538, 1920 C. D. 471. Ap- 
plicant’s attorney quotes at length from this decision and urges that it requires 


registration of its mark. Particular emphasis is put on the statement that: 


The commercial impression of a trade-mark is derived from it as a whole, not from its 
elements separated and considered in detail. For this reason it should be considered in its 
entirety (Johnson v. Brandau,’ supra), and to strike out any considerable part of it, cer- 
tainly any conspicuous part of it, would be to greatly affect its value.* 


The mark in that case differed from the one under consideration since it in- 
cluded substantial arbitrary features in addition to the words disclaimed. 

Applicant has disclaimed the words “Kreem Maid” which cannot in any event 
be regarded as other than descriptive. Ex parte French-Kitchen Foods Corporation, 
579 O. G. 711, 67 U. S. P. Q. 19. It contends, however, that registration should 
be allowed on the basis of the composite mark. But no subject matter proper for 
registration appears once the descriptive material has been disclaimed. Applicant 
apparently does not argue that the color of its wrapper per se constitutes a trade- 
mark and the circle and ellipses are not displayed in such a manner that it is be- 
lieved that the average observer would regard them as anything other than decora- 
tive, or as a functional means of viewing the contents of the package. See Ottawa 
Silica Company, 574 O. G. 790, 65 U.S. P. Q. 173. 

Because of the relatively small type in which the words “Kreem Maid” appear, 
applicant argues that this is not the “dominant feature of the mark.” As to physical 
size and appearance this wording does not stand out since it is not displayed with 


1. 32 App. D. C. 348. 
2. 252 U. S. 538, 545-546. 
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any prominence and is in type much smaller than that used for the word “Fudge.” 
Nevertheless it is the only wording on the wrapper other than the name of the 
product and is the only apparent means of identification of the goods. One who 
desired to purchase this candy would have no other term by which to ask for it. 
See Frankfort Distilleries, Inc. v. Kasko Distillers Products Corporation, 27 C. C. 
P. A. 1189, 111 F. 2d 481 [30 T.-M. R. 339]. It was stated in the Ottawa Silica 
case, supra, that “I am clearly of the opinion that the dominant part of applicant’s 
mark is the notation ‘Crystal Silica’ and that the average observer would regard the 
circular design as little more than background for the display of these descriptive 
words.” Whether or not the words “Kreem Maid” are dominant in size, it is be- 
lieved this comment applies to applicant’s wrapper. It is believed that there are 
no registrable features in applicant’s mark whether considered ‘‘as a whole” or 
“from its elements separated and considered in detail.” Beckwith v. Commissioner 
of Patents, supra. See also In re Burgess Battery Company, 31 C. C. P. A. 1039, 
142 F. 2d 466, and Jn re Security Engineering Co., Inc., 27 C. C. P. A. 1389, 113 
F. 2d 494 [30 T.-M. R. 448]. 

Applicant further appeals from the refusal of the examiner to declare an inter- 
ference between “Kreem Maid” and a prior registration of “Cré-Maid” for sim- 
ilar goods, claiming use prior to that of the registration and citing his own prior 
registration of this term as a label. 

Applicant has disclaimed these words, and in any event they must be regarded 
as merely descriptive so that no useful result could follow the declaration of such 
an interference. If applicant were successful in such a proceeding his mark would 
remain unregistrable and in accordance with Rule 51 all preliminary questions must 
be settled before an interference is brought. The examiner’s reference to Rule 51 
is criticized in applicant’s brief because of the reference in the rule to the fact that 
the trade-mark which is to form the subject matter of the controversy, must be 
published in the Official Gazette. The refusal of the examiner is obviously based 
on the fact that all preliminary matters must be settled and applicant’s mark must 
be registrable to justify the declaration of an interference. As stated in Ex parte 
Alexandra de Markoff Sales Corporation, 596 O. G. 460, 72 U. S. P. Q. 277, since 
applicant’s mark has been “expressly decided to be unregistrable, obviously it may 
not ‘form the subject matter’ of an interference.” 

Consideration of applicant’s contentions as to certain requirements with respect 
to the drawing is unnecessary in view of the foregoing. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE OWEN CANNING CORPORATION 
Commissioner of Patents—November 21, 1947 


TRADE-MARKS—RENEWAL OF 1905 Act REGISTRATION—GENERAL 
Registrant under 1905 Act held entitled to renewal of registration which had not been 
cancelled but had been involved in interference terminating adversely to registrant. 
TRADE-MARKS—CANCELLATION OF REGISTRATION—GENERAL 
Under 1905 Act decision in interference doés not cancel a registration; cancellation may 
be obtained only by appropriate proceedings under that Act. 


Petition from Examiner of Trade-Marks. 
Application by Owen Canning Corporation for renewal of trade-mark registra- 
tion. Registrant petitions from refusal of renewal. Reversed. 


Mida, Richards & Murray, Chicago, Ill., for petitioner. 
DANIELS, A. C.: 


This is an appeal and petition to the Commissioner of Patents by Owen Canning 
Corporation from the decision of the Examiner of Trade-Marks refusing renewal 
of trade-mark registration No. 209,209, registered February 16, 1926, to petitioner’s 
predecessor, Owen Canning Company. The petition for renewal was refused for 
the reason that trade-mark interference No. 2122, in which registration No. 209,209 
was involved, “terminated adverse to the registrant, Owen Canning Company.” 

The examiner points out that to continue this registration of record by renewal 
would result in “confusion in the records to the public as well as in the office exami- 
nation of applications for registration.” 

Section 12 of the Trade-Mark Act of 1905 (U. S. C., title 15, section 92), pro- 
vides that : 

Certificates of registration may be, from time to time, renewed for like periods on 

payment of the renewal fees required by this Act, upon request by the registrant. . 


No provision is made for examination of such requests for renewal as in the 
case of original applications for registration (section 6 of the same act). In Ewing, 
Commissioner of Patents v. Standard Oil Company of New York, 42 App. D. C. 
321, 1914 C. D. 205, the court said, after quoting the renewal section quoted above: 


The reasonable interpretation of the Trade-Mark Act will not sustain the contention 
of the Commissioner that a request for a renewal is to be treated as an original application 


A decision in an interference proceeding does not cancel a registration, and 
registrations may be cancelled only by appropriate cancellation proceedings under 
the 1905 Act. E.r parte Porst Brothers, 598 O. G. 456, 73 U.S. P. Q. 66; Lactona, 
Incorporated v. Lever Brothers Company, 32 C. C. P. A. 704, 144 F. 2d 891 [34 
T.-M. R. 331]. Petitioner is the owner of the registration, which has not been can- 
celled, nor, as far as appears, abandoned, and has made request for renewal as re- 
quired by the Act, and paid the renewal fee. What petitioner’s reasons may be for 
requesting renewal, in view of the previous adverse decision, are not stated, and are 
apparently immaterial. The statute requires that the certificate of registration be 
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renewed upon its request, and as construed by the Court of Appeals of the District 
of Columbia in Ewing v. Standard Oil Co., supra, this appears to be a matter of 
right and not of discretion. Based on logical and orderly maintenance of Patent 
Office records, the decision of the examiner is a desirable one. But the statute and 
decision cited above control. 

Ex parte William E. Woodyear, 138 Ms. D. 8, cited by the examiner, presents 
a different state of facts, and cannot overcome the unambiguous language of the 
statute and the foregoing decision. 

The petition is granted, and the decision of the Examiner of Trade-Marks re- 
fusing renewal of registration No. 209,209, issued February 16, 1926, is reversed. 















MURRAY M. ROSENBERG, INC. (NAME CHANGED TO MILES SHOES, 
INCORPORATED) v. ARTVOGUE SPORTSWEAR CO. 






Conunissioner of Patents—December 1, 1947 









TRADE-MArKS—CONFUSING SIMILARITY-—GENERAL 
Where the goods are of the same class though there are specific differences in the goods 
and specific differences in the marks, the doctrine of cumulative differences held to apply 
only when the marks are substantially different. 
TRADE-MARKS—CONFUSING SIMILARITY—EFFECT OF DISCLAIMER 
Disclaimer of the word “Vogue” in the registered mark “Arch-Vogue” held immaterial 
in determining confusing similarity of applicant’s mark to opposer’s mark. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Artvogue of California,” the words “of California” being disclaimed, held confusingly 
similar to “Arch-Vogue,” the word “Vogue” being disclaimed, under the 1905 Act, when 
used on goods of the same class. 











Appeal from Examiner of Interferences. 

Trade-mark opposition by Murray M. Rosenberg, Inc. (name changed to Miles 
Shoes, Incorporated) against Artvogue Sportswear Co. Applicant appeals from 
decision sustaining opposition. Affirmed. 







Jones & Roe, New York, N. Y., for opposer. 
Mida, Richards & Murray, Chicago, IIl., for applicant. 


DaNIELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of Murray M. Rosenberg, Inc., to the application of Artvogue Sports- 
wear Co. for registration of the words “Artvogue of California,” under the Trade- 
Mark Act of February 20, 1905, Serial No. 483,951, filed May 30, 1945, for use 
on “men’s and boys’ dress and sport shirts.” As shown on the drawing and speci- 
mens the words “of California,” are positioned below the word “Artvogue,” and 
are disclaimed apart from the mark as shown. Opposer bases its opposition on the 
confusion in trade clause and relies on its prior use and ownership of registration 
No. 343,075, registered February 9, 1937, under the Trade-Mark Act of February 
20, 1905, comprising the words “Arch-Vogue” and an arch design, for use on 
“shoes, slippers and boots of leather, fabric and combinations thereof, spats and 
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shoe findings—namely, heels, inner and outer soles, uppers, tongues, and toe caps.” 
The word “Vogue” has been disclaimed in opposer’s registration. 

No testimony has been taken, opposer relying upon its prior registration. The 
Examiner of Interferences sustained the opposition holding that the marks are 
so nearly alike in sound and appearance that concurrent use is likely to result in con- 
fusion in the minds of the public. Applicant’s brief contends that the “combined 
or cumulative effect of dissimilarities in the trade-marks and dissimilarities in the 
goods, as in this case, renders confusion in trade unlikely.” Conceding that the 
goods are in the same general class he contends that they are specifically different, 
and that this combined with the “dissimilarities” in the marks renders confusion in 
trade unlikely. This argument is based on the holding of the United States Court 
of Customs and Patent Appeals in Puerto Rico Distilling Co. v. The Coca-Cola Co., 
28 C. C. P. A. 1143, 120 F. 2d 370 [31 T.-M. R. 330]. The doctrine of cumulative 
differences applies only when the marks are substantially different, as is made clear 
in the Puerto Rico Distilling Co. case, supra. See also Sears, Roebuck and Co. v. 
Carla Shoe Company, 584 O. G. 498, 68 U. S. P. Q. 333; Riedel & Co., Inc. v. 
Ortho Products, Inc., 594 O. G. 430, 72 U.S. P. Q. 31. 

As to similarity of goods see Sears, Roebuck and Co. v. Carla Shoe Company, 
supra; In re Keller, Heumann & Thompson Co., 23 C. C. P. A. 837, 81 F. 2d 399 
[26 T.-M. R. 83]. 

Applicant further emphasizes the fact that opposer has disclaimed the descrip- 
tive word “Vogue’ ” in its registration. This is immaterial. Nor does the inclusion 


of the words “of California” in applicant’s drawing affect this. National NuGrape 
Company v. Judge & Dolph, Ltd., 33 C. C. P. A. 1032, 154 F. 2d 521 [36 T.-M. R. 
164]. 

I agree with the Examiner of Interferences that “Artvogue” and “Arch-Vogue” 
are so nearly alike both in sound and appearance that their concurrent use would be 
likely to result in confusion in the mind of the public. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE ZIFF-DAVIS PUBLISHING COMPANY 
Commissioner of Patents—December 2, 1947 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Mystery” held dominant portion of “Mammoth Mystery” and descriptive of 
fiction magazine. 
TRADE-M ARKS—REGISTRABILITY—EFFECT OF DISCLAIMER 
Disclaimer of dominant feature of mark, which is descriptive, cannot have effect of avoid- 
ing ground of refusal of registration. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Mammoth Mystery,” the word “Mystery” being disclaimed, held confusingly similar to 
previously registered mark “The Illustrated Detective Magazine Mystery,” the words “The 
Illustrated Detective Magazine” being disclaimed, under the 1905 Act. 
TRADE- MARKS—PLEADING AND PRACTICE—GENERAL 
Applicant’s prima facie showing of abandonment held insufficient to overcome citation of 
an anticipatory mark still on the register; Section 13 of 1905 Act providing for cancellation 
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proceedings specifies means by which interested party must proceed to remove a mark from 
the register. 
Prior registration of “Mammoth Detective,” under 1905 Act, held immaterial. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Ziff-Davis Publishing Company. 
Applicant appeals from refusal of registration. Affirmed. 


Lester L. Sargent, Washington, D. C., for applicant. 
Murpny, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
applicant’s mark “Mammoth Mystery” as applied to a magazine of fiction. Ap- 
plicant claims use since November 21, 1944. 

Registration was refused under the Act of February 20, 1905, in view of the 
trade-mark “The Illustrated Detective Magazine Mystery” registered October 4, 
1932. In this reference mark the words “The Illustrated Detective Magazine’”’ are 
disclaimed and the mark as registered was stated to be applied to a “Periodical.” 
An additional ground for refusal to register, as set forth in the Examiner’s State- 
ment, is that applicant’s mark is dominated by the descriptive word “Mystery.” 

Applicant’s reasons for appeal are that his mark “Mammoth Mystery” is not 
confusingly similar to the registered mark, Registration No. 297,872, “The Illus- 
trated Detective Magazine Mystery”; that applicant’s prima facie showing of 
abandonment of the trade-mark, Registration 297,872, was not negatived by the 
affidavit of Helen Myer; that the affidavit of Helen Myer indicates that the regis- 
tered mark was never used on a periodical and hence it should not be considered a 
bar to registration of applicant’s mark, and that the decision in Lactona, Inc. v. 
Lever Brothers Company, 32 C. C. P. A. (Patents) 704, 144 F. 2d 891, 63 U. S. 
P. Q. 62, is authority for holding Registration No. 297,872 not an anticipatory regis- 
tration. 

The ground for refusal, that the word “Mystery” in applicant’s mark “Mam- 
moth Mystery” as applied to a magazine of fiction is descriptive, was urged through- 
out the prosecution of this case before the Examiner of Trade-Marks and is also 
relied on in the Examiner’s statement. 

Applicant has not discussed this ground in his brief or at oral hearing, possibly 
due to the fact that it was not mentioned in the last Office action or for the reason 
that applicant has disclaimed the word “Mystery” apart from the mark as shown. 

The issues presented by this appeal appear to be: 


1. Is the word “Mystery” the dominant portion of applicant’s mark “Mammoth Mys- 
tery”; 

2. Is the word “Mystery” descriptive of applicant’s goods, namely, a magazine of 
fiction ; 

3. Can applicant disclaim the word “Mystery’ 
of descriptiveness ; 

4. Is the mark “Mammoth Mystery” confusingly similar to “The Illustrated Detective 
Magazine Mystery,” the registered mark as shown in Registration No. 297,872, and 

5. Has the registered mark been abandoned ? 


and thus avoid the ground for refusal 
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A mere cursory inspection of the mark for which registration is sought, ““Mam- 
moth Mystery,” is sufficient to answer the first question. In the mark, both as 
shown in the specimens and the drawing, the word “Mystery” is prominently dis- 
played in letters approximately three times the size of the letters of the word “Mam- 
moth,” and to a prospective purchaser of a fiction magazine, this most prominently 
displayed portion of the mark would undoubtedly stand out as the dominant portion 
of the magazine title. The word “Mystery” in the mark is furthermore descriptive 
of the class of story one would expect to find in a magazine so titled. 

While applicant, after repeated refusals to register on the ground of descriptive- 
ness, has disclaimed the word “Mystery,” such disclaimer cannot have the effect of 
avoiding the ground of refusal to register when it attempts to remove the essential 
and dominant feature of the mark. This was the holding of the court in Lewis W. 
Gillette v. Gillette Safety Razor Company, 20 C. C. P. A. (Patents) 1177, 65 F. 2d 
266, 18 U.S. P. Q. 15, where it was held: 


Nor does the fact that appellant has disclaimed the words “Gillette,” “shaving,” and 
“cream,” apart from the mark as shown, alter the situation. 


See also Walgreen Company v. Godefroy Manufacturing Company, 19 C. C. 
P. A. (Patents) 1150, 58 F. 2d 457, 13 U. S. P. Q. 194; Barnett C. Helzberg v. 
Katz & Ogush, Inc., 22 C. C. P. A. (Patents) 768, 73 F. 2d 626, 23 U. S. P. Q. 
351; and Vi-Jon Laboratories, Inc. v. Lentheric Incorporated, 30 C. C. P. A. (Pat- 
ents) 916, 133 F. 2d 947, 56 U.S. P. Q. 586. 


That the marks are confusingly similar and that their concurrent use on books 
or magazines of fiction, whether published periodically or not, would be likely to 
cause confusion and deception of the purchasers and the public is, | believe, more 
than likely. Both marks are dominated by the word “Mystery” which is promi- 
nently displayed in each, and I agree with the examiner that this word, common to 
both marks, is the one that would have most to do in indicating origin of the goods. 
The word “Mystery” stands in the same relation to the marks under consideration 
here as did the word “Confessions” in the marks “Crime Confessions” and “True 
Confessions” ; it suggests the type of literature in the magazines, and the other non- 
dominant portions of the marks do not eliminate the likelihood of confusion. Crime 
Confessions, Inc. v. Fawcett Publications Company, Inc., 31 C. C. P. A. (Patents) 
760, 139 F. 2d 499, 60 U. S. P. Q. 193. 

The final question, concerning the alleged abandonment of the mark, “The II- 
lustrated Detective Magazine Mystery,” Registration No. 297,872, is believed 
answered in the affidavit of the vice-president of the Dell Publishing Company, Inc., 
assignee of the mark, “The Illustrated Detective Magazine Mystery,” that its trade- 
mark use of the word “Mystery” has continued from time to time in and as a part 
of the Dell Mystery series of books and that at no time has it been the intention of 
the Dell Publishing Company, Inc., to discontinue the use of “Mystery” as a title, or 
abandon the use of the mark “Mystery.” See Ex parte Fawcett Publications Com- 
pany, Inc., 59 U. S. P. Q. 23, 554 O. G. 542. 

These uncontroverted statements in the affidavit are sufficient to establish use 
and, furthermore, to show lack of intention to abandon the mark, and they con- 
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stitute a sufficient negative showing of applicant’s prima facie showing of abandon- 
ment. 

It is not believed that applicant has drawn the proper conclusion from the de- 
cision in Lactona, Incorporated v. Lever Brothers Company, supra. In that case, 
while it is true that the court said [34 T.-M. R. 331]: 


If appellee is not using its trade-mark on the goods listed in registration No. 25,871 the 
mark obviously should be cancelled. 


it did not say that a mark, if still on the register and not cancelled, is not a proper 
anticipation. The court, in the Lactona case, referred to the decision in Englander 
v. Continental Distilling Co., 25 C. C. P. A. (Patents) 1022, 95 F. 2d 320, 37 U.S. 
P. Q. 264, 266, where it was held that since Congress had provided in Sec. 13 of the 
Trade-Mark Act for cancellation proceedings, 


. . if an interested party desired to question the validity of a trade-mark registration, 
he should proceed in accordance with the provisions of that section. 


It therefore seems clear that the court intended in the Lactona decision to specify 
the means by which a mark should be removed from the register. 

Applicant’s further argument in his brief that the mark applied for should 
be registered in view of the precedent established by the registration of the mark 
“Mammoth Detective” which was registered on April 20, 1943 as trade-mark reg- 
istration No. 401,064, is believed fully answered in the decision by the Court of 
Customs and Patent Appeals in Crime Confessions, Inc. v. Fawcett Publications, 
Inc., supra, where it was held that [34 T.-M. R. 42]: 


. it would be better for the Patent Office to comply with the law rather than to fol- 
low the precedents that have been followed throughout the years. 


I therefore agree with the Examiner of Trade-Marks that the mark ‘“Mam- 
moth Mystery” was properly denied registration on the ground that it is dominated 


by the descriptive word “Mystery” and is confusingly similar to the registered mark 
shown in Registration No. 297,872. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE MUNISING PAPER COMPANY 
Commissioner of Patents—December 5, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining the issue of confusing similarity, the marks must be considered in their 
entireties ; and in the case of composite marks the dominant features are compared. 
Infringement cannot be avoided by appropriating another’s entire mark and combining it 
with other features, either arbitrary or descriptive. 
TrRADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Precision Made Duplicator Papers,” held obviously descriptive and required to be dis- 
claimed from composite mark. 
TRADE-MARKS—COoMPOSITE MARKS—DOMINANT FEATURE 
Dominant feature of composite mark is determined by analysis. 
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“Paragon” held only word having any trade-mark significance and hence the dominant 
feature of applicant’s claimed composite mark consisting of “Paragon Precision Made Du- 
plicator Papers.” 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Duplicator papers for use in gelatin or spirit hectograph machines held goods of the same 
descriptive properties as duplicating sales books, under the 1905 Act. 

TRADE-M ARKS—REGISTRABILITY—EFFECT OF CONSENT 

Consent of prior registrant to registration of applicant’s confusingly similar mark held 
immaterial, under 1905 Act. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Paragon Precision Made Duplicator Papers” held confusingly similar to “Paragon,” 
used on similar goods, under the 1905 Act. 


Appeal from Examiner of Trade- Marks. 
Application for registration of trade-mark by The Munising Paper Company. 
Applicant appeals from refusal of registration. Affirmed. 


Toulmin & Toulmin, Dayton, Ohio, for applicant. 
Murpny, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register to applicant, The Munising Paper Company, under the Act of February 
20, 1905, the trade-mark “Paragon Precision Made Duplicator Papers.” 

In the mark as shown by the drawing and specimens the letter “P” of the word 
“Paragon” is made in the form of a micrometer screw, which, as the examiner 
states, is an ingenious suggestion of precision. The goods to which the mark is 
applied are duplicator papers for hectograph use. 

The mark was refused registration on the ground that the expression “Pre- 
cision Made Duplicator Papers” is descriptive of the goods, and further that the 
arbitrary and dominant part of the mark, the word “Paragon,” is similar to the 
word “Paragon” which is the mark of Registration No. 46,304, registered Septem- 
ber 12, 1905 to Carter-Crume Co., Limited, renewed the first time to American 
Sales Book Company, Limited, and the second time to Moore Business Forms, Inc., 
and applied to duplicating sales books. Applicant contends in his brief and argued 
at the hearing that the mark “Paragon Precision Made Duplicator Papers” is not 
identical with or confusingly similar to the registered mark “Paragon”; that the 
goods to which applicant’s mark is applied are different from and not of the same 
descriptive properties as those to which the mark “Paragon” is applied ; and, fur- 
ther, that a consent letter has been obtained from Moore Business Forms, Inc., to 
the effect that no competition could possibly arise from marketing the two products 
and that they have no objection to the registration by applicant of the name “Para- 
gon” for “duplicating papers.” 

There appears to be some confusion in the mind of applicant as to whether or not 
certain words in the mark as applied for have been disclaimed, since it is stated 
in the brief on behalf of applicant in discussing the examiner’s statement that : 

The examiner contends that inasmuch as applicant has disclaimed “Precision Made 


Duplicator Papers” it is necessary, in order to anticipate the mark to find a reference 
showing solely “Paragon.” However, it should be noted that applicant’s disclaimer as set 
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forth in the amendment dated November 5, 1945, does not disclaim the words “Precision 
Made Duplicator Papers” when used in connection with the word “Paragon.” This is the 
same thing as saying that applicant’s mark consists of no more, or no less than the com- 
plete clause “Paragon Precision Made Duplicator Papers” and it is submitted that the 
examiner must consider the mark in its entirety from the anticipation standpoint. 


Actually, from an inspection of the record, it appears that the words “Precision 
Made Duplicator Papers” have not been disclaimed and the examiner, both in the 
final action of January 11, 1946, and in the examiner’s statement, so understood the 
situation, for the examiner stated in the office action that: 

The words “Precision Made Duplicator Papers” however, which appear on the draw- 


ing are descriptive of the goods and should be disclaimed apart from the mark shown as 
stated in Office letter of January 24, 1945. 


The questions for decision here are: 


1. Is the mark applied for, “Paragon Precision Made Duplicator Papers”’ con- 
fusingly similar to the registered mark “Paragon ?” 

2. Are the goods, “duplicator papers for hectograph use,” and “duplicating 
sales books,” goods of the same descriptive properties, and 

3. What is the effect of the “consent letter” obtained from the present owner 
of the reference registration “Paragon ?” 

While, as stated by applicant, in considering marks to determine whether or 
not confusing similarity exists, the marks should be considered in their entireties, 


in the case of a composite mark, it is proper and necessary to determine its domi- 
nant feature. As stated in the decision in Jn re Sears, Roebuck & Company, 30 
C. C. P. A. (Patents) 710, 132 F. 2d 341, 56 U. S. P. Q. 166, this is determined 
by analysis rather than by dissection. In this case, also, quoting from Frankfort 
Distilleries, Inc. v. Kasko Distillers Products Corporation, 27 C. C. P. A. (Patents) 
1189, 111 F. 2d 481, 45 U. S. P. Q. 438 at 440, the Court stated: 


If the purchaser of trade-marked goods would be more likely to remember one part of 
a mark than another part as indicating origin of the goods, such word is the dominant 
part of the mark under the decision above cited. 


In the case of the mark applied for herein “Paragon Precision Made Duplicator 
Papers,” applicant has no right to exclusive use of the expression “Precision Made 
Duplicator Papers” since it is obviously descriptive of the goods, and this expres- 
sion should have been disclaimed as required by the examiner. The only word 
in the mark that has any trade-mark significance, therefore, is the word “Paragon” 
and this word dominates the mark. Schering & Glatz, Inc. v. Sharp & Dohme, 
Inc., 32 C. C. P. A. (Patents) 827, 146 F. 2d 1019, 64 U.S. P. Q. 394. 

The entire mark of the reference is the word “Paragon” and the applicant here 
has taken this word and added certain descriptive matter and, as held in Bunte Broth- 
ers v. Standard Chocolates, Inc., 53 U.S. P. Q. 668, 671: 


The plaintiff’s trade-mark consisted of one word and that word or name was adopted 
by the defendant as the first word of its trade-name. First names in trade-marks catch 
the eye and ear. They are very likely to be the dominant words. Where an only word 
or first word of a trade-mark is adopted by a competitor, as the first word in its trade- 
mark, there is more likelihood of confusion than where second or later words are used. 
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See also Lever Brothers v. The Sitroux Bros. aang | 27 C. C. P. A. (Patents) 
858, 109 F. 2d 445, 44 U.S. P. Q. 357. 

The Court of Customs and Patent Appeals in the case of Frankfort Distilleries, 
Inc. v. Kasko Distillers Products Corporation, supra, citing American Brewing 
Company, Inc. v. Delatour Beverage Corporation, 26 C. C. P. A. (Patents) 778, 
100 F. 2d 253, 40 U. S. P. Q. 173, and The Bon Ami Company v. McKesson & 
Robbins, Inc., 25 C. C. P. A. (Patents) 826, 93 F. 2d 915, 36 U. S. P. Q. 260, 
stated : 


We think the observations last above quoted are applicable here, and that confusing 
similarity between two trade-marks may not be avoided by the later user merely by adding 
descriptive disclaimed words to a technical mark clearly similar to the mark of the earlier 
user. Were it otherwise, one desiring to profit from another’s trade-mark could appro- 
priate it and, by superimposing upon it a number of descriptive words, not in themselves 
registrable, and therefore disclaimed apart from the mark shown, secure registration of 
the same, because the two marks would not be confusingly similar if the descriptive dis- 
claimed words be given the same effect, in considering the mark as a whole, as if such 
disclaimed words were in themselves registrable as a valid trade-mark. In other words, 
it cannot be that an applicant, by combining a technical trade-mark and descriptive words, 
neither of which alone would be registrable to him, can produce a composite mark which 
is registrable. 


While applicant has somewhat differently displayed the word “Paragon,” as 
stated in Rice-Stix Dry Goods Company v. Industrial Undergarment Corporation, 
33 C. C. P. A. (Patents) 813, 152 F. 2d 1011, 68 U. S. P. Q. 186 at 187: 


It is well known, however, that the public frequently remembers and purchases a ven- 
dor’s merchandise under a unitary literal symbol without regard to the pictorial and other 
subordinate matter associated with a label or trade-mark. 


And here, even though the word “Paragon” is differently displayed, the more 
important consideration is the sound rather than the appearance. 

As to the descriptive properties of the goods. Applicant’s goods are sheets of 
paper for use in gelatin or spirit hectograph machines, while the goods to which 
the reference mark is applied are duplicating sales books. While there is admittedly 
a specific difference in the two items, they appear to me to both belong to the broad 
class of stationery and are goods of the same descriptive properties. If sales books 
were purchased under the trade-mark “‘Paragon’” it would be reasonable to as- 
sume that duplicator sheets also sold under a trade-mark, including as its dominat- 
ing feature the word “Paragon,” would be assumed to come from the same source. 

That applicant has procured consent to register from the prior registrant whose 
registration is cited as a reference does not alter the situation. As held in Jn re 
Laskin Brothers, Inc., 32 C. C. P. A. (Patents) 820, 146 F. 2d 308, 64 U. S. P. Q. 
225 at 226, the Commissioner of Patents, in refusing to register a prohibited mark 


acts as the guardian of the public interests and the parties by their deeds or agreement 

cannot confer upon him the power to do that which he is prohibited from doing under the 

statute. 

In view of the above, the decision of the Examiner of Trade-Marks refusing 
to register the mark applied for, “Paragon Precision Made Duplicator Papers,” as 
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confusingly similar to the registered mark “Paragon” and as applied to goods of 
the same descriptive properties, is affirmed. 


EX PARTE W. A. SHEAFFER PEN COMPANY 
Commissioner of Patents—December 8, 1947 


TRADE-MARKS—PLEADING AND PRACTICE—GENERAL 

Final decision of Court of Customs and Patent Appeals on descriptiveness of applicant’s 
claimed mark, under 1905 Act, precludes any reopening of that question, directly or indirectly, 
in Patent Office. 

Under 1905 and 1920 Acts, practice was well established, in Patent Office, permitting 
amendment of application under 1905 Act to transfer it to 1920 Act, after a final holding 
that mark was not registrable under 1905 Act. 

TRADE-MaArK Act or 1946—PLEADING AND PractTIcE—SEcTION 47 (a) 

Application under 1905 Act, held “pending,” where certificate of proceedings in Court of 
Customs and Patent Appeals was filed in Patent Office less than six months prior to effective 
date of 1946 Act. 

In view of applicant’s substantial showing of probable loss of rights, under applications 

in foreign countries, if this “pending” application cannot be amended and a new application 
is now required, held that case is proper for exercise of Patent Office discretion and that it 
is “practicable” to enter amendment bringing case under new Act, though indiscriminate 
transfer of applications, finally disposed of under 1905 Act is undesirable. 

TRADE-MarK AcT oF, 1946—PLEADING AND PRACTICE—SECTION 2 (f) 

Applicant’s petition to direct the Head of Trade-Mark Operations to accept the amend- 
ment filed herein as bringing the application under the Trade-Mark Act of 1946, granted. 

Applicant’s petition to direct the publication of the application, as entitled to registration 
under Section 2 (f), denied. Once the amendment is entered, the amended application will 
be subject to examination, in the first instance, by the Examiner of Trade-Marks. 


Petition from Examiner of Trade- Marks. 

Application for registration of trade-mark by W. A. Sheaffer Pen Company. 
Applicant’s petition to Commissioner for acceptance of amendment and publication 
of mark granted in part and denied in part. 


Thiess, Olson & Mecklenburger, Chicago, Ill., for applicant. 
DANIELS, A. C.: 


The application of W. A. Sheaffer Pen Company, Serial No. 439,297, filed De- 
cember 20, 1940, was refused registration under the Trade-Mark Act of February 
20, 1905, as descriptive of the goods. The decision of the Examiner of Trade- 
Marks refusing such registration was affirmed by the Commissioner of Patents. 
(573 O. G. 558, 65 U. S. P. Q. 171), and the Commissioner’s decision was affirmed 
by the Court of Customs and Patent Appeals (158 F. 2d 390, 72 U. S. P. Q. 129), 
December 9, 1946. That court has returned a certificate of its proceedings and 
decision which was filed and entered of record in the Patent Office on January 17, 
1947 (U.S. C., Title 35, section 62), 4914 R. S.; (U. S. C., Title 28, section 312). 

On July 5, 1947, the effective date of the Trade-Mark Act of 1946, applicant 
filed a proposed amendment by which it sought to transfer the above identified 
application to the Principal Register “in accordance with the Act of July 5, 1946.” 
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The proposed amendment seeks to comply with and obtain registration of the mark 
under the provisions of section 2 (f) of the Act of 1946, setting out “substantially 
exclusive and continuous use” by applicant “in commerce” which may lawfully be 
regulated by Congress for a period of at least five years, and a declaration verify- 
ing this use is filed. It purports to be filed in accordance with Rule 41 of the Rules 
of Practice in Trade-Mark cases under the authority of the Trade-Mark Act of 
1946. The entry of this proposed amendment has been refused by the Examiner 
of Trade-Marks who stated that “prosecution of this application before the Patent 
Office is regarded as closed” in view of the said decision of the United States Court 
of Customs and Patent Appeals of December 9, 1946 (72 U. S. P. Q. 129), and 
that it is therefore not considered “practicable” to convert the application to an ap- 
plication to register under the new Act. 

Applicant filed the instant petition requesting the Commissioner of Patents to 
exercise supervisory authority and “to direct the Head oi Trade-Mark Operations 
(1) to accept the amendment filed in the above-identified application as bringing 
the latter under the provisions of the Trade-Mark Act of 1946 and (2) to there- 
upon publish the mark of said application as entitled to registration under section 
2 (f) of said Act.” 

Section 47 (a) of the Trade-Mark Act of 1946 provides : 


All applications for registration pending in the Patent Office at the effective date of 
this Act may be amended, if practicable, to bring them under the provisions of this Act. 
The prosecution of such applications so amended and the grant of registrations thereon 
shall be proceeded with in accordance with the provisions of this Act. If such amend- 
ments are not made, the prosecution of said applications shall be proceeded with and 
registrations thereon granted in accordance with the Acts under which said applications 
were filed, and said Acts are hereby continued in force to this extent and for this purpose 
only, notwithstanding the foregoing general repeal thereof. 


It is the contention of applicant that the application in question is “‘pending”’ 
and that it is “practicable” to bring it “under the provisions of this Act.” There 
are numerous decisions by both State and Federal courts holding that a case is no 
longer pending which has been “decided” or “determined” by the court of last re- 
sort, or by a lower court after expiration of the time to appeal. These decisions 
are, however, based on litigation in which the courts have before them the issues 
raised by pleadings and are not completely analogous to proceedings in the Patent 
Office on ex parte application for registration of a trade-mark. In the instant case 
it has been finally decided and determined by the United States Court of Customs 
and Patent Appeals that applicant is not entitled to register its mark under provi- 
sions of the Act of 1905, on the ground of its descriptiveness. This issue was fully 


presented and passed on and if the present petition requested reopening of that 
question, directly or indirectly, the decision of the United States Court of Customs 
and Patent Appeals would preclude its consideration. This would have been true 
after a decision by the Examiner of Trade-Marks or the Commissioner of Patents 
from which no appeal had been taken and the time for appeal had expired. 

Section 4914 R. S. (U.S. C., 35, section 62), dealing with appeals to the United 
States Court of Customs and Patent Appeals in patent matters provides: 
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The court, on petition, shall hear and determine such appeal, and revise the decision 
appealed from. . . . After hearing the case the court shall return to the commissioner a 
certificate of its proceedings and decision, which shall be entered of record in the Patent 
Office, and shall govern the further proceedings in the case. . . . (Emphasis added.) 
See also U. S. C., Title 28, section 312. 


Section 9 of the Trade-Mark Act of 1905 (U. S. C. Title 15, section 89) au- 
thorizing appeals to the United States Court of Customs and Patent Appeals in 
trade-mark matters provides : 


. . . . he may appeal to the United States Court of Customs and Patent Appeals, on com- 
plying with the conditions required in case of an appeal from the decision of the Commis- 
sioner by an applicant for patent, or a party to an interference as to an invention, and the 
same rules of practice and procedure shall govern in every stage of such proceedings, as 
far as the same may be applicable. (Emphasis added.) 


As a precedent for requesting that the proposed amendment to the application be 
entered and it be converted to bring it under the Act of July 5, 1946 for registra- 
tion on the principal register, applicant cites the practice of the Patent Office in 
permitting amendments to applications to transfer them from the Trade-Mark Act 
of February 20, 1905, to the Trade-Mark Act of March 19, 1920, after final holding 
that a mark was not registrable under the Act of 1905. This has been well estab- 
lished practice in the Patent Office in proper cases such as Ex parte The Star Rub- 
ber Company, 135 Ms. D. 462, and Ex parte The Conklin Pen Manufacturing Co., 
135 Ms. D. 465. See also Ex parte American Rolling Mill Co., 24 U.S. P. Q. 228. 


An opinion of the Solicitor of the Department of the Interior dated July 13, 1920, 
reported in 1920 C. D., page 89, referring to application of a fee previously paid 
in an application to be so transferred stated: 


The amount of the fee is the same in either case and it would seem it could be applied 
in perfecting the registration even though the applicable law be other than that originally 
invoked. If it be deemed necessary to amend the application that will be merely a detail 
of procedure. (Emphasis added.) 


This practice represents an instance of “further proceedings” contemplated by 
section 4914 R. S., and section 9 of the Trade-Mark Act of 1905 quoted above and 
constitutes a course of administrative procedure well established and which should 
be followed in the absence of some contrary provision of law or definite indication 
of contrary intent by Congress. 

The exhaustive hearings preceding the enactment of the Trade-Mark Act of 
July 5, 1946, do not refer specifically to the intent of Congress in the enactment 
of section 47 of the Act, but it is believed that it was the intent of this section to 
permit the Act to apply to applications for registration at whatever stage the appli- 
cation for registration might be. 

Applicant also cites as an analogy, the practice in the Patent Office following 
affirmance of the Court of Customs and Patent Appeals of final rejection of claims 
in patent applications. Following such a decision, the applicant has always en- 
joyed the unquestioned right to cancel the rejected claims during the six months 
period following the decision of the court, and take the action necessary to permit 
issue of a patent containing the claims which had previously been allowed. While 
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not controlling this practice is another instance of further proceedings and is re- 
garded as analogous to the question here raised. 

That further proceedings, although of a different nature than those here in- 
volved, are contemplated in connection with trade-mark and patent applications 
after appeals to the court is also indicated, in Frasch v. Moore, Commissioner of 
Patents, 211 U. S. 1; E. C. Atkins & Company v. Moore, Commissioner of Pat- 
ents, 212 U. S. 285; and Postum Cereal Company v. California Fig Nut Company, 
272 U. S. 693. For certain purposes proceedings before the Court are regarded 
as being before the tribunals of the Patent Office. Atkins v. Moore, supra, and 
McKesson & Robbins, Inc. v. Charles H. Phillips Chemical Co., et al., 41 F. 2d 
785, affirmed 53 F. 2d 342 [21 T.-M. R. 343]. 

Based on the foregoing, it is believed that the petitioner’s application is “pend- 
ing in the Patent Office” and that “further proceedings,” including amendment to 
bring it under the provisions of the Trade-Mark Act of July 5, 1946, may be taken 
“if practicable.” Section 47 (a) of the Trade-Mark Act of July 5, 1946; section 
4914 R.S. 

The Examiner of Trade-Marks has found that this is not “practicable.” In an 
ordinary case it is believed that this would be correct. Indiscriminate transfer of 
applications in which the applicant has elected to proceed under the Act of 1905, 
and which have been finally disposed of is undesirable and contrary to the princi- 
ples that “there must be an end to litigation even in the Patent Office.” General 
Baking Co. v. Commander-Larabee Corporation, 23 C. C. P. A. 973, 82 F. 2d 427 
[26 T.-M. R. 278] ; La Compagnie Fermiere de l’ Establissement Thermal de Vichy, 
Societe Anonyme v. Clestin, Ltd., 27 C. C. P. A. 1241, 112 F. 2d 825 [30 T.-M. R. 
396]. “Practicable” however, implies compliance with established course of ad- 
ministrative procedure, and necessarily involves some measure of discretion. In 
the instant case applicant has set up the fact that numerous foreign applications have 
been filed which are based upon the United States application under consideration. 
It is stated that in four specific countries substantial rights will be lost by applicant 
if it is necessary for it to file a new application rather than convert the present 
application to the new Act. This is no mere general allegation but a verified show- 
ing of specific loss not only in the expense of filing new applications, but with re- 
spect to rights which might otherwise ultimately accrue to it in the countries in- 
volved. It is shown beyond doubt that there is serious danger that some loss will 
ensue if it is necessary to file a new application, rather than amend this one. 

It has been the policy of the Patent Office to endeavor to protect the interests of 
United States citizens in foreign countries in connection with trade-mark rights. 
The desirability of such a policy is not subject to question, particularly since one 
of the expressed objects of Congress in passing the Trade-Mark Act of 1946 is 
the more effective protection of such interests in foreign countries. See section 45, 
Trade-Mark Act of 1946, also the statement appearing at page 4 of the House of 
Representatives Committee Report (Report No. 219, 79th Congress, First Session) 
reading as follows: 


‘ 


This bill attempts to accomplish these various things: 
7 ~ a” 





100 THE TRADE-MARK REPORTER 38 T.-M. R. 


2. To carry out by statute our international commitments to the end that American 
traders in foreign countries may secure the protection to their marks to which they are 
entitled. . . . The bill remedies this matter, eliminates these sources of friction with our 
Latin-American friends, and will facilitate mutual trade in this hemisphere. These fea- 
tures make this bill of primary importance now. 


To the same effect see Senate Committee Report No. 1333, 79th Congress, 2d 
session, page 4. As already pointed out it has been the practice of the Patent Of- 
fice to permit conversion of applications from the 1905 Act to the 1920 Act under 
these same circumstances and apparently for this same purpose, and had the new 
Act not intervened during the prosecution of this application it might readily have 
been so converted. Upon proper showing in a new application filed under section 
2 (f) of the Act of 1946 applicant might obtain the U. S. registration of this mark, 
but its position in the foreign countries referred to might be prejudiced. 

While applicant carried forward its appeals and attempted to convince both the 
Patent Office and the Court of Customs and Patent Appeals that its mark was not 
descriptive and, therefore, registrable under the Act of 1905, it did this at a time 
that the Act of 1946 was not available to it. This is not therefore a case in which 
applicant has made an election, or is attempting to use the new Act to excuse delay. 
Its action to convert the case was taken on the first day that such action could be 
taken and within the period prescribed by Rule 46 of the rules governing the Regis- 
tration of Trade-Marks which were in effect under the Trade-Mark Act of 1905. 
Nor is it attempting to obtain reconsideration of anything heretofore decided, but 
is relying on a new provision of law. 

In view of the substantial showing of probable loss of rights to applicant it is 
considered that this presents a case for exercise of any discretion available to the 
Patent Office, and it is believed that it is “practicable” to enter the amendment to 
bring the application under the provisions of the Trade-Mark Act of 1946. 

The foregoing may appear to conflict with certain statements made in Ex parte 
Clark, 72 U. S. P. Q. 278. Examination of that case, however, indicates that a 
different problem was before the Commissioner. The applicant involved in that 
matter petitioned in most general terms to remand the application involved to the 
examiner “for further proceedings in accordance with the new Law,” which was 
not then in effect. Since the application involved was merely for remand and re- 
consideration it differed substantially from that here involved. 

The petition “to direct the Head of Trade-Mark Operations (1) to accept the 
amendment filed in the above-identified application as bringing the latter under the 
provisions of the Trade-Mark Act of 1946” will be granted. 

Applicant also requests that “the Head of Trade-Mark Operations be directed 
to publish the mark of said application as entitled to registration under section 2 (f) 
of said Act.” The proposed amendment filed by applicant purports to place its 
application in condition for consideration under section 2 (f) of the Act of 1946. 
It was refused entry by the examiner and the correctness of that refusal is the only 
point that should be decided on this petition. Once the amendment is entered, the 
application, as amended, will be subject to examination by the Examiner of Trade- 
Marks in the first instance. In this connection it must be determined by the ex- 
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aminer whether or not applicant’s mark has become distinctive in accordance with 
section 2 (f) of the trade-mark Act of 1946, and the nature and extent of the show- 
ing required to determine whether or not it has become distinctive as well as any 
other points which may be raised in connection with proceedings to register under 
the new act are matters for determination by the Examiner of Trade-Marks. No 
opinion is intended to be expressed as to the merits of the application or whether 
it may or may not be registered under section 2 (f) of the Trade-Mark Act of 
1946. This decision is limited to the instruction to accept the amendment for entry 
and to consider and act upon it. 

The petition “to direct the Head of Trade-Mark Operations (1) to accept the 
amendment filed in the above entitled application as bringing the latter under the 
provisions of the Trade-Mark Act of 1946” is granted, and the Head of Trade- 
Mark Operations is directed to accept the amendment filed and act upon it in ac- 
cordance with the applicable rules of practice. The petition insofar as it requests 
(2) that the Head of Trade-Mark Operations be directed to publish the mark of 
said application as entitled to registration under section 2 (f) of the Act is denied. 


EX PARTE DESPREZ 
Commissioner of Patents—December 10, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Votre Main,” held confusingly similar to “Votre Beaute,” used on similar goods, under 
the 1905 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
A mark may be rejected on the basis of a foreign word of similar meaning, though of 
different sound and appearance, because a substantial number of purchasers will recognize the 
meaning of the foreign word. However, it does not necessarily follow that average pur- 
chasers will know the meaning of foreign terms or be able to distinguish between two marks 
involving a common foreign term. 
TRADE-M ARKS—REGISTRABILITY—EFFECT OF CONTEST 
Under 1905 Act, consent of prior registrant to application for registration held immaterial. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Jean Desprez. Applicant appeals 
from refusal of registration. Affirmed. 


Mock & Blum, New York, N. Y., for applicant. 
DanlELs, A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
the mark “Votre Main” for “perfumes and rouges” under the Act of February 20, 
1905. Refusal to register is based upon registration No. 337,828, issued to Par- 
fumerie St. Denis, under the Act of February 20, 1905, August 18, 1936, for the 
trade-mark “Votre Beauté” for numerous cosmetic and toilet preparations. The 
similarity of the goods is not questioned. 

Applicant states that the English meaning of its mark “Votre Main” is “your 
hand” while that of the cited mark “Votre Beauté” means “your beauty,” and con- 
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tends that these marks are not only “somewhat different in appearance” but are 
“entirely dissimilar in meaning and significance.” That the meaning or significance 
is different, once it is assumed that the purchaser knows the meaning of the words 
involved, cannot be questioned. But it cannot be assumed that the meaning of these 
French words will be known by the average purchaser. While it has been repeatedly 
held that the citation of cases is not controlling in considering similarity of marks E. 
Daltroff & Cie v. V. Vivaudou, Inc., 19 C. C. P. A. 715, 53 F. 2d 536, appears 
closely in point. In that case the United States Court of Customs and Patent Ap- 
peals held “Chez Lui” and “Chez Moi” to be deceptively similar, and stated: 


It is true, as argued by counsel for appellant, that the involved marks are not identical, 
in appearance, sound, or meaning. They differ slightly in each of those characteristics. 
However, the question before us is whether the marks are confusingly similar, not whether 
they are identical... . 

Assuming that the bulk of perfume in the United States is purchased by women, it does 
not necessarily follow that they would be as discriminating as counsel for appellant has 
argued. The marks, considered in their entirety, have a marked similarity, and, when 
used on goods possessing the name descriptive properties, would, in our opinion, be likely 
to cause confusion in the mind of the public. 


It has been held that a mark may be rejected on the basis of a foreign word 
of similar meaning, but differing in sound and appearance, because of the fact 
that a substantial number of purchasers will recognize the meaning of the foreign 
words. (See Bourjois, Inc. v. Parfume Schiaparelli, Inc., 594 O. G. 431, 72 U. S. 
P. Q. 32.) It does not necessarily follow that the average purchaser will have such 
knowledge of the meaning of the foreign term or can distinguish between two 
marks involving use of a common foreign term. 

Taken as a whole the applicant’s mark is so similar to that of the reference 
cited that it is considered to be likely to cause confusion or mistake in the mind of 
the public when used on goods of the same descriptive properties. 

Applicant has filed a “consent” to registration by the owner of the mark cited 
as a basis for refusal of the registration. The consent is immaterial. Schering & 
Glatz, Inc. v. Sharp & Dohme, Inc., 32 C. C. P. A. 827, 146 F. 2d 1019 [35 T.-M. 
R. 46], and cases there cited; In re Laskin Brothers, Inc., 32 C. C. P. A. 820, 146 
F. 2d 308 [35 T.-M. R. 51]. 

The decision of the Examiner of Trade- Marks is affirmed. 


AMERICAN CHEWING PRODUCTS CORPORATION v. GUMAKERS 
OF AMERICA, INC. 


Commissioner of Patents—December 12, 1947 


CANCELLATION—PLEADING AND PRACTICE—DISCOVERY 
Rule 23.1 of the Rules of Practice in Trade-Mark Cases of the Patent Office provides 
that the federal Rules of Civil Procedure shall govern in contested or inter partes proceed- 
ings wherever applicable and appropriate. 
Interrogatories under Rule 33 of the federal Rules of Civil Procedure are proper where 
the issues of abandonment and lack of use are properly in question; while the right to dis- 
covery should be granted liberally under the rules, the extent to which particular interroga- 
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tories are material and proper in cancellation proceedings must be decided by the Examiner 
of Interferences in each case. 
CANCELLATION—PLEADING AND PRACTICE—REVIEW OF EXAMINER’S RULINGS 
Detailed review of Examiner’s rulings with respect to interrogatories in cancellation pro- 
ceedings cannot be obtained by petition, since this would amount to an interlocutory appeal not 
provided for under either the 1905 or 1946 Acts. 
Supervisory action by petition should be taken in such matters only where the petitioner 
has been deprived of substantial rights by an abuse of the Examiner’s discretion. 
CANCELLATION—DISCOVERY—PARTICULAR INSTANCES 
Examiner’s refusal of interrogatories held to involve neither abuse of discretion nor denial 
of substantial rights to petitioner, where the interrogatories propounded would have required 
conclusions or opinions rather than facts, privileged matter, or matters so detailed that answers 
would burden the record, rather than assist the parties or the Examiner in disposing of the 
issues. 
Petition from Examiner of Interferences. 
Trade-mark cancellation petition by American Chewing Products Corporation 
against Gumakers of America, Inc. Respondent petitions from Examiner’s refusal 


to permit discovery. Denied. 


Everett H. Holmes, New York, N. Y., for petitioner for cancellation. 
Harry Price, New York, N. Y., for respondent. 


DanlizLs, A. C.: 


This petition is filed by the party Gumakers of America, Inc., the respondent in 
this cancellation proceeding. It requests “that the examiner be instructed to permit 
petitioning party full discovery to establish abandonment and lack of use,” and states 
that on October 17, 1947, the interference examiner “substantially denied petition- 
ing party’s right to discovery under the rules of Civil Procedure.” 

Although this petition refers to the denial of the right to discovery only in gen- 
eral terms examination of the file discloses that the action complained of is that 
of the Examiner of Interferences in sustaining the objections of the party Ameri- 
can Chewing Products Corporation to the majority of the interrogatories which were 
filed by the petitioner under Rule 33 of the Federal Rules of Civil Procedure. Rule 
23.1 of the Rules of Practice in Trade-Mark Cases of the United States Patent 
Office provides that the Rules of Civil Procedure for the District Courts of the 
United States shall govern in contested or inter partes proceedings wherever con- 
sidered applicable and appropriate. While the right of a party to discovery should 
be granted liberally under such rules, the specific application of them is a matter for 
consideration in each individual case. Petitioner points out no specific errors on the 
part of the Examiner of Interferences, but since it was necessary to examine the 
record in any case, it has been considered desirable to examine the nature of the 
questions presented before the Examiner of Interferences in connection with these 
interrogatories in order to avoid further delay. Interrogatories under Rule 33 are 
proper when the issues of “abandonment and lack of use” are properly in question 
which the petitioner states to be the case here. The extent to which particular inter- 
rogatories are material and proper under the applicable rules in a cancellation pro- 
ceeding is a matter to be decided by the Examiner of Interferences. 
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Detailed review of rulings with respect to interrogatories in a proceeding of this 
kind cannot be obtained by petition since this would amount to an interlocutory ap- 
peal, which is not provided by law. Section 20, Trade-Mark Act of 1946, Sections 
8 and 13, Trade-Mark Act of 1905, Rules 26 and 27 of the Rules of Practice in 
Trade-Mark cases promulgated under the Trade-Mark Act of 1946. Rules 61 and 
62, Rules governing the Registration of Trade-Marks under the Trade-Mark Act 
of 1905. Supervisory action by petition should be taken with respect to these mat- 
ters only in case of abuse of discretion depriving the petitioning party of substantial 
rights. Examination of the interrogatories refused by the Examiner of Interfer- 
ences indicates that in some instances answers to the interrogatories propounded 
would have required conclusions or opinions rather than facts; in another instance 
privileged matter was called for; others include matters so detailed that the ex- 
aminer may well have believed from his detailed review of the record that to require 
an answer would burden the record, rather than assist the parties or the examiner 
in the disposal of the issues before him. Examination 0‘ these interrogatories does 
not show denial of substantial rights to the petitioning party nor does the petition 
now under consideration set out any facts indicating that the party cannot present 
proper evidence to sustain the case, without such interrogatories. Even though dis- 
agreement with the rulings on certain specific items of the interrogatories presented 
and disagreement with the reasons stated for refusal of others might be possible 
after detailed review of the record, I find no abuse of discretion. This appears to 
be a situation somewhat analogous to that considered by the Circuit Court of Ap- 


peals, Tenth Circuit, in Newell, et al. v. Phillips Petroleum Co., et al., 144 F. 2d 
338, in which the Court states: 


While the rule should be accorded a liberal rather than a narrow interpretation, still the 
trial court is vested with reasonable discretion in determining whether a party is entitled 
to have interrogatories answered, and the action of the Court in respect thereto will not be 
disturbed except in case of abuse of the discretion. Some of the interrogatories to which 
the Court sustained objections appear on their face to be wholly immaterial, some cumula- 
tive, some onerous, and some unreasonably burdensome. On the whole, it cannot be said 
that the court abused its discretion in determining that they should not be answered. 


The petition is denied. 


SCHERING CORPORATION v. THE NATIONAL MINERAL COMPANY 
(NAME CHANGED TO HELENE CURTIS INDUSTRIES, INC.) 


Commissioner of Patents—December 12, 1947 


TrapDE-Marks—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cold permanent hair waving kits, including all of the chemicals used in the cold waving 
process, preliminary lotion and waving compound, held goods of the same descriptive proper- 
ties as face powder, perfumes, cologne, bath salts and sachets. 
TrapDE-MarKs—LIKELIHOOD OF CONFUSION—GENERAL 
One element of showing likelihood of confusion frequently is that the goods are sold in 
the same stores but this is not the only consideration, for marketing methods may be changed 
at any time. 
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TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Her Highness” held confusingly similar to “H.R.H.,” used on similar goods, under the 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Schering Corporation against The National Mineral 
Company) name changed to Helene Curtis Industries, Inc.). Applicant appeals 
from decision sustaining opposition. Affirmed. 


Klein, Alexander & Pohl, New York, N. Y., for opposer. 
R. J. Schwarz and Maurice S. Cayne, of Chicago, IIl., for applicant. 


DANIELS, A. C.: 


Applicant, The National Mineral Company, has appealed from a decision of 
the Examiner of Trade-Mark Interferences sustaining the notice of opposition filed 
by Schering Corporation to its application to register the words “Her Highness” as 
applied to “cold permanent hair waving kits including all of the several chemicals, in 
individual containers, used in the cold waving process and sold together as a unit 
in a common package ; and preliminary lotion and waving compound subject to sale 
apart from the kits, although usually included in the kits.” 

Opposer alleges ownership and prior use of the trade-mark “H. R. H.” for 
goods of the same descriptive properties and bases its opposition on probable dam- 
age under the confusion in trade clause. It has shown that it is the owner of trade- 
mark registration No. 210,793 for the letters “H. R. H.,” registered March 23, 
1926, under the Act of 1905 for “face powder ;” and No. 386,156, for the letters 
“HRH” registered March 25, 1941, under the Act of February 20, 1905, for “per- 
fumes, cologne, bath salts and sachets.” 

In addition to relying on these registrations opposer has also taken testimony 
to establish its prior use of the mark “H. R. H.” and no question of use of this 
notation prior to applicant’s use of “Her Highness” is raised by applicant. 

While certain other defenses to the notice of opposition were presented before 
the Examiner of Interferences, the only points raised by applicant on this appeal are 
that : 

(1) The goods of opposer and of applicant are dissimilar in all respects. 
(2) There can be no confusion in trade unless the goods possess the same descriptive 


properties. 
(3) The marks are not alike. 


As to its contention as to dissimilarity of the goods, it is applicant’s contention 
that applicant’s goods are “a cosmetic” and the other “a toilet preparation,’ and 
that opposer’s goods are sold to the public through retail outlets, while applicant’s 
are sold only to beauty shops and to beauty parlor operators. What difference, if 
any, there can be between “a cosmetic” and “a toilet preparation” is not apparent, 
even though applicant states that this distinction was made by one of opposer’s 
witnesses. This is clearly a matter of words and no such fine distinction can be 
considered. As to the different outlets of sale this is not a matter of record. Neither 
is opposer’s counter-contention that cold hair waving kits are often advertised and 
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sold in drug and variety stores to ultimate consumers for their own use. If, how- 
ever, it were the fact that applicant’s product was sold only to beauty shops for use 
by operators, it is believed that this would not be sufficient to indicate that the goods 
were of different descriptive properties. Both are the type of merchandise normally 
sold to or for use by women in connection with personal adornment. 

While sale in the same establishment is frequently one element of a showing 
of likelihood of confusion, it is not the only consideration. In Morton Manufac- 
turing Corporation v. Ame Cosmetic Company, 67 U. S. P. Q. 121, 580 O. G. 512, 
wave lotion and other preparations for the hair were held to possess the same de- 
scriptive properties as a preparation for the prevention and treatment of chapped 
lips and skin, and for fever blisters, etc. In this connection see also The Procter 
& Gamble Company v. Clark-Cleveland, Incorporated, 538 O. G. 753, 53 U. S. 
P. Q. 321; McKesson & Robbins, Incorporated v. The S/A Products Company, 
586 O. G. 515, 69 U. S. P. OQ. 206; W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A. 
745, 158 F. 2d 289 [37 T.-M. R. 73]; Andrew Norman v. Mira Products, Inc., 
595 O. G. 476, 72 U. S. P. Q. 142, and Campbell Products, Inc. v. John Wyeth & 
Brother, Incorporated, 31 C. C. P. A. 1217, 143 F. 2d 977 [34 T.-M. R. 248]. 

In addition, even if the facts as to present channels of sales were of record, either 
party might change its marketing methods at any time. The Bon Ami Co. v. Mc- 
Kesson & Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 915. The products of the 
parties in this proceeding are believed to be more closely related in character and 
use that those held to be of the same descriptive properties in some of the forego- 
ing cases, and are accordingly considered to be of the same descriptive properties 
within the meaning of the statute. 

As to the marks of the parties, “H. R. H.” is a generally recognized abbreviation 
for “Her Royal Highness.” This abbreviation is listed at page 2994 of Webster 
New International Dictionary, Second Edition, where it is defined as synonymous 
with “His” or “Her Royal Highness.” In addition, as shown by opposer’s testi- 
mony and specimens this meaning has been called to the attention of customers and 
prospective customers of its products by opposer’s practice of placing the words 
“Her Royal Highness” on its labels and advertising matter in close association with 
the abbreviation. While applicant argues that no such meaning is recognized, it 
has given tacit recognition of this meaning by including the letters “H. H.” on the 
specimens accompanying its application in close association with the words “Her 
Highness.” Since the meaning of the marks of the parties is the same and the 
goods possess the same descriptive properties, it follows that concurrent use would 
be likely to cause confusion in trade and deception of the purchasers. 

The decision of the Examiner of Interferences is affirmed. 
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RAYMOND LABORATORIES, INC. v. DUART MANUFACTURING CO., 
LTD. 


Commissioner of Patents—December 16, 1947 


OPpposITION—PLEADING AND PRACTICE—REOPENING PENDING APPEAL 
Applicant’s motion to remand and reopen opposition proceeding, for purpose of taking 
testimony relating to alleged newly discovered evidence, pending appeal, denied without 
prejudice to further consideration of applicant’s motion on final hearing of the appeal, where 
it appears that facts which applicant proposes to prove would not affect the Examiner’s 
decision sustaining the notice of opposition. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by Raymond Laboratories, Inc., against Duart Manu- 
facturing Co., Ltd. Applicant’s motion to remand denied, pending applicant’s ap- 
peal from decision sustaining opposition. 


H. L. Kirkpatrick, Boston, Mass., for opposer. 
Flehr & Swain, San Francisco, Calif., for applicant. 


DANIELS, A. C.: 


Applicant, Duart Manufacturing Co., Ltd., has filed a “motion to remand for 
the purpose of taking testimony relating to newly discovered evidence.” An appeal 
from the decision of the Examiner of Trade-Mark Interferences sustaining the 
notice of opposition in this proceeding has been taken and is set for hearing. The 
alleged newly discovered evidence is based upon statements in a trade publication 
announcing change of management of Raymond Laboratories, Inc., in which it is 
stated that a certain “Brand name” of the opposer is being “retained” by another 
corporation of which opposer was apparently a subsidiary, and an advertisement 


| trate on sales through beauty shops rather than direct to the public through retail 


} channels. 
| Applicant seeks to reopen the proceeding and produce evidence to substantiate 
| the statements made in the trade publications referred to above, contending that this 
| will indicate abandonment by opposer of the trade-mark referred to it that article, 
' and will show that there is no probability of confusion in trade in view of different 
methods of marketing alleged to be employed by the parties. It is not apparent 
from the papers that such evidence, if produced, would be sufficient to indicate 
probability of change in the decision of the Examiner of Interferences. While no 
| useful purpose would be served by reviewing the facts in detail at this time, it is to 
}be noted that the examiner held that it is immaterial whether the marks used by 
opposer were or were not subject to exclusive appropriation as technical trade- 
marks. The alleged “abandonment” would not, therefore, appear sufficient to 
affect the decision of the examiner. The fact that the opposer may now be sell- 
ing primarily or entirely to or through beauty parlors, rather than retail outlets, 
also appears to be insufficient to indicate that the decision would be changed. While 
the decision of the Examiner of Trade-Mark Interferences pointed out that some 
iof opposer’s products were sold in retail outlets, his decision was not based on that 
statement. 
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It is not considered that the facts which applicant proposes to prove in the event 
the case is remanded for taking testimony relating to this newly discovered evidence 
would affect the decision involved and the motion is therefore denied. This denial 
is without prejudice to applicant’s right to further consideration of this motion at 
the time of final hearing of the appeal, if examination of the entire record discloses 
a basis for such further consideration. 


THE ENRO SHIRT COMPANY v. RAYTRON FABRICS, INC. 
Commissioner of Patents—December 17, 1947 


TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Piece goods of cotton and other material, held goods of the same descriptive properties as 
pajamas, under the 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Raytron” held confusingly similar to “Raytones,” used on similar goods, under the 1905 
Act. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by The Enro Shirt Company against Raytron Fabrics, 
Inc. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Edward A. Brand, Washington, D. C., for opposer. 
Irving Seidman, New York, N. Y., for applicant. 


DanliELs, A. C.: 


Opposer, The Enro Shirt Company, filed opposition to the registration by Ray- 
tron Fabrics, Inc., of the mark “Raytron” for piece goods of cotton and other 
material, under the trade-mark Act of 1905. 

Opposer relies on its prior registration of the trade-mark “Raytones” as a 
trade-mark for men’s pajamas, Registration No. 396,156, registered July 30, 1942, 
under the trade-mark Act of 1905, and on the confusion in trade clause as basis 
for probable damage. No question as to priority is raised, the only questions pre- 
sented being the similarity of the products and the marks involved. 

The Examiner of Trade-Mark Inferences has held that it is manifest that the 
opposer’s pajamas and the piece goods of the applicant are closely related in char- 
acter and cites Sexton Manufacturing Co. v. Goodall Worsted Co., 399 O. G. 418, 
40 F. 2d 1017 (20 T.-M. R. 328], C. C. P. A.; and Rogers Peets Company v. The 
B. F. Goodrich Company, 568 O. G. 194 143 F. 2d 880, 62 U. S. P. Q. 282, C. C. 
P. A., as indicating that they possess the same descriptive properties. As to the 
similarity of marks of the parties, the examiner was of the opinion that ““Raytones” 
and “‘Raytron” are “so nearly identical in both sound and appearance that their 
concurrent use would be quite likely to result in confusion in the minds of the 
a 

I agree with the conclusions reached by the Examiner of Trade-Mark Inter- 
ferences. (McKesson & Robbins, Inc. v. The First Texas Chemical Manufactur- 
ing Co., 600 O. G. 170, 72 U.S. P. Q. 494, 159 F. 2d 770.) 

The decision of the Examiner of Interferences is affirmed. 
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